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Z & B NLRET DML E T IR o T,

* HijHE 25

T HiTfE 24

B OGRS ST E A (EE) QL0 2

2 Konami Corporation/Internet citations, T 1134/06, the decision of 16 January 2007, EPO(Technical Board of
Appeal) <http://legal. european—patent—office. org/dg3/pdf/t061134eul. pdf> [T 7 A H 201043 A 11 H]
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Fhfs XILZF DD FIEIZ L > TAROFRICE EIN =T X ComiEkz &t L EDHTWD,
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33 %“ 43 7%
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(BT SMEEZEM FEMERIE G N1 Y BiHEOBEIR LY,

<http://www. jpo. go. jp/cgi/link. cgi?url=/shiryou/s_sonota/fips/mokuji. htm>[F#& 7 7 & A H 201043 A 11 H])
3 Richtlinien fiir die Durchfiihrung der Druckschriftenermittlung nach § 43 PatG

<http://www. dpma. de/docs/service/formulare/patent/p3611. pdf> [FH#&K7 7 A H 201043 A 11 H]
% Computer network Information(Computernetzwerk—Information), Federal Patents Court (BPatG), Decision of 17.

10. 2002, Docket No. 17 W (pat) 1/02, GRUR 2003, 323
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(D) BN, FRDREMKEO—HEHR L2 WGEIX, FiHThs B0 BN,
2) BRINFFRFHREO HEE B Ornc, EmmA L <IEOE, FHXUIZEOMOH 5 5 HFIEIZ X - TRRICHIH TEEIZ 72
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(FFer T SVEREZE EEME T B S RN EFT RINRFAT BB T 2 DS Z R LD,
<http://www. jpo. go. jp/cgi/link. cgi?url=/shiryou/s_sonota/fips/mokuji. htm>[fx#&7 7 A H 201043 H 11 H])
% Guidelines for Examination in the European Patent Office (status April 2009) PART C
<http://documents. epo. org/projects/babylon/eponet. nsf/0/1AFC30805E91D074C125758A0051718A/$File/
guidelines_2009_part_C_en. pdf> [H#& T 7 AH 201043 A 11 H]
% Amtsblatt EPA Official Journal EPO Journal officiel OEB 8-9/2009, pages 456-462
<http://archive. epo. org/epo/pubs/0j009/08_09_09/08_4569. pdf> [F#&7 7 A H 201043 A 11 H]
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10 35
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4 Guidelines for Examination in the European Patent Office (status April 2009) PART B
<http://documents. epo. org/projects/babylon/eponet. nsf/0/1AFC30805E91D074C125758A0051718A/$File/guideline
$_2009_part_B_en. pdf> [i#&7 72 H 201043 A 11 H]
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THEEZOND, bobb, VT ELLTE, 2 a—¥ 0B CHYEOHINE
WBA v H—Fy b ETREESNTEY, £/, ZO0BICIIERRAFERENREEN
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3. HX

EREICBWTIE, BN ESNEFEICELZ Y =77 — A4 7HE (WARPY) 2Tl Twn
%o RREMFTDOEERIZBW T, ENESXEAERAELEFMEMERL Y NV — 7 FR
B4R WL RIS, v T T — A 7FEFE (WARP) OV AL THEETAWVZEROR
AR 2 ERHR OB RHVIZFRL# T 5.

Flo, FOMDT =TT — A TP —E R E LTIE, BHKEENEE LTV 5 EMK
PERFFEE D ™ = 7% A ~ [AGROPEDIA'] DD Web 7—Hh A 7°] BNdb 5,
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LTHBEL TWD DT TRWKEFEE SN, RAREHR A MGl A RES 5 ISR #

FED & DI STV DT,
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HIEDIZERBWT, CAFC 1., BFEHRONRT Y w778 BT ¢ % i Search aid tool DX
WCHIWrT 5, BRMIZIE, arvEa—FmARYr A FOARIZ, Xy NT—7H—"NIZHDHET
F¥a A M2 LY TAHAEDIZHEI Y — LB I MMEREPHT-2 TN, E V) 2 ETH
éo

(B) Dissemination

B RXa2 A MIRT Vv 7 alia=br—valOEBERL0EN, Wb 5 EAmME
(Dissemination) W& 50 ZHEET S, HIRPOHEH & LT, MeENICERINIZHRAZ —DT
78 e )T 4 ZEELEFEHNDH D (In re Klopfenstein'Bi), HKAX =BT VY v raz
2=r—arEANETHENLTH D, i SRI FFHIZHB VT, CAFC L5 E Rk, (RIESAT
MATHHIVTNRWET FF o 22 MI ARVBFIE L ROHRICERINIZRA X —D L 57
HLOEE LR E S AEOFAIBREEPEOIFNHGH I NT ) v aia=l—va O HNR
BRNZEERHAIC, XT VT 7RV EY T A EBELTWD, B, M7 77 #—i%, (1)
SCERAT 7 B AFRETH -7, (2) WHSREOFMME, (3) LR av—snrho7e 2
EOBBEMRIIFHOFMEEZIEIRM, BEY (4) LMEREZH Ca—TEEnEr0, ThD,
In re Klopfenstein Zff,

FBOER . ERATV w772 B T4 2 BETHEEE RIS LT, BOFERBMT S
TWo, 2EDD, UTEREZHHAT 5,

AR, PREFEENA 2 —Fy b —_"ZFRHLTET F¥a A MERTF, KT D23
A= SHNOEF FX a2 Ay MERB BET 52 0 B a— FBRIEIUANE EREE L 130 27220,
L7eo T, —fRICB SNy T =2 12H DR A M— N2 YN 2EZE RN T 7
T AREETH D72 51E, Search aid tool DEMEITIKLS THRETH D, /o, A ¥ —F v MZ
W 24 WEE T 7 B AR FTRETH Y . (1) AT 7 B AR Th oMo 7 » 7 % —
BGNORERARAZ =2 8L LT, #BEIIEWET Thb, SHIC, BFRF¥=2 A NOBE) -

—IIKIEAFETH Y . (3) LR I E—SINBD 2T E W AMREMED 7 7 7 X — B XU (4)
YERERZ A —TCT&EnD7 7 7 2 —b HIRTITYO%E L LT, S LTHELE 267
WETTH D,

LR ERNSAZ L E2EETHE, 5%, CAFCIEZ., EF R A FORMLEE L. Eid
@ Search Aid Tool & Dissemination MHEHEZ I HIZ, W EHEIE L C#EH L T O TIZZAR WD,

* In re Carl F. Klopfenstein et al., 380 F. 3d 1345 (Fed. Cir. 2004)
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LEZDLND,

BT R A b AT OFEHLE

A =%y b EOBERICET D THA] OFFHWEIZ WL, 7 — % X— 24 (LexisNexis)
DOFER . AT 2HBNI RSN o Tz,

BB, A Z =2y LIS LI ATEANE MICEEE O BAHCBE L, FrafTicxt 3 2 E bR
T FRHE BV THEE R BR AR SR FON T I L~V OFEER S H, ik, HEA
DAIEATA (Inequitable Conduct) (IZET A2METH Y. Tit Q4 : /¥ —F v b L TAH
SNTWABERD « « « FIHIZHOWTOME] DTS LT 5,

(2) FFFT O

INFNDOFERLOHL Y BN B 2 {5, KEFFFESR 10255 (a) BELB) THDH, I HIT,
KEET L ULOEM L. Manual Of Patent Examining Procedure (MPEP) |CHIE STV 5
BrlZ EESE /230 &L MPEP 2128 12 %,

MPEP 2128 DFLHIZHE » TR R EIL, 4 v ¥ —X v b ECAR I ERICT 7Y T

A DR BV, OTFHE R BAPFEETIUT, KERFTHESR 102 & (a) B L) OO

DONMOFFIUER E L CHIHT 2 Z L 28T& %, MPEP 2128 “Electronic Publication As Prior

Art” Zfe,  LBAT. MPEP OFE#AZR L T, k7 5, b, HELE DN D ESITHOWTITR
AN Lo TEEIC SR,

A =%y b EOBETF/RT Y r— 3 (“Electronic Publication”) 1%, TrodKEFRFFE
10255 (a) BEIW(b)IZHIT D “Printed Publication” (LATF., TEIMIFIITH) &vvH,) LT
Wohsd, EF_XTVr—va i A v F =3y b EOANT IV r—va v BIORFITA4 0T
— A R—2ZANEFEND, MPEP 2128 “Status as a Printed Publication” &, LIF, 77
BT OBEMEE . AFE SIS B OEMHICT THIT 5,

TR EVT 4 OEAE

H 1025 (a) BLOD) OFIRFIITH E W2 57201201, BF X7 U r— a3 U4 5 Hily
WL AEBTHIERT VBARRECH -T2 & &3 L35 (“the publication was accessible to
persons concerned with the art to which the document relates” ), Z OZ{F1%, EEofIflE
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FOREOWMANTE KL L In re Wyer B LY Amazon. com v. Barnesandnoble. com®’ & CAFC ¢ F=BL
HFlz5H L CitdicanTEY, ZNoHBoRHAEERICESSLOTHS,  MPEP 2128

“Status as a Printed Publication” Z&R#,

Ferr GEAE) Ik 2MA0 I LA/ ROREIL, EF 7V r—rva o7ty
UT 4 2 BHETDOICHERRERE 72D, %H, F—HRERGT 272027 78X TERIR
LAREMENH 570 HIX, EOHEROFEFFI T2 — (0ffice copy) ZHRE LTI RGN, =
E, A2 —Fy bETREA Y TA T = RXR=ZADLHAIT, FFICEEL S TW5,  MPEP

2128 “Status as a Printed Publication” &P,

ANFE Shd B0

AV —=Fy bEREA Y TA T =2 _R=2 LORATHMBETRIZ, ThBAICHE
(" publicly posted” ) SNT-HfZH->T, AN T 7 EAAETHoTbDE LTIV
(” considered to be publicly available” ), WNZfg# 7z B2 /RTFEILA 72 WA, 372
bbb, AFRLEEHRBEIZAFERD ( publicationdate” ) HAHWEIAFH (O retrieval date” )
DEHENE N TR T IIE, KERFFHES 102 5 (a) B XN OBEICBIT 5 T8 L LT
AT Z LiFTERY, 2L, 20X RIEHRIT. BEHKECET 5l Z =T H D& LT
FIFT& % ( “may be relied upon” ),  MPEP 2128 “Date of Availability” &M, F+o FA
VIEHRIENOES LIZE T Ry AV MZoWTE, B2 EtSG L7 Hff% [retrieved on MM DD,
200X] DX HIZEiHET D, MPEP707.05(e) M, 7pd. FEATHINHER SO T U & b7 U M,
HEEZITHo A E2E 22 E2R 5V, MPEP 719.05 11.A &

KEREFT 2 PR T &9 % PCT HBAD EEFH A S (2310 £ Y #li

AVE—Fy NETRIIA U TA T —F =R EORATHRIL, FHIRFITYO%E & RRIZELY
Bbivd, A ¥ —Fy NEIFA VY TA 0T =2 X=X LORRERIT. ThNAITHE
(” publicly posted” ) SN7ZHfTEZH > T, ARNBT V7 EAFARERTHTZb D% LTI D
(” considered to be publicly available” ), WEEMNAFH (" publication date” ) Z#H5E
TERWVD, R IO/ £ ERNH Y £ 5 e, L7 OLT7 Y —IZH8HL,
TV 77 RLcAEZAKA (7 publicationdate” ) & LC, EEFFRAREIZFHT D, MPEP
1843. 01 Z 4,

=5

AiiE 1
At 2

=
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FHRE PN 25 O B PR

BEEIL, MEX—U— R, AIOHBENENINTIZRNZ2WE 5, +ocEE L
bz b, FEHIC OV TIE, Internet Usage Policy, 64 F.R.33056, Article 9 %
5|42 MPEP 904.02 @ Rt a#SEni-uvy,

INTERNET SEARCHING (ARTICLE 9)

The ultimate responsibility for formulating individual search strategies lies with
individual Patent Examiners, Scientific and Technical Information Center (STIC) staff,
and anyone charged with protecting proprietary application data. When the Internet
is used to search, browse, or retrieve information relating to a patent application
which has not been published, other than a reissue application or reexamination
proceeding, Patent Organization users MUST restrict search queries to the general state
of the art unless the Office has established a secure link over the Internet with a
specific vendor to maintain the confidentiality of the unpublished patent application
Non—secure Internet search, browse, or retrieval activities that could disclose
proprietary information directed to a specific application which has not been published,
other than a reissue application or reexamination proceeding, are NOT permitted.

This policy also applies to use of the Internet as a communications medium for
connecting to commercial database providers

Q2 : V¥ —XRXy N ECABSNHEREZEHEL, SORXZTOEBLIERNA X —X Y b
ERSHIBRENTZBE. FOEE LZBEHE AL AMOIEIESR & U CEENICRIAT 7200
& (B 28 TIEX N,

HIlER S 4% £ To W

Ao H =y MERPBAFIBRENZZLICED, Bl "7V v T7 78T o BHEESN
A TIEZV, In re Klopfenstein (2 LI, 77 A TCE-HEIZ—oHIM > 7 7 ¥ —T
HY, TI7RATELHBBEWVZE, X7V v 7778V T BEESRSTV, #5711
(X, 77 B ATEEHBNEFICENESIE, X7V v 7T 7Y T 0 BEES LD AREMEN
o, LBEZBND,

RO SR FEZBWT, B F¥a A0 MIHIBREN S ETT HRERFSIL TV, ZTORIC
OWTKRFERIZ, X7V w7778 BT 4 PEEINTCRAZ —EBRORFH & TEL,
N7V T 78T 2HET 2O TH L LRI 2, REMITIE, hoFE
(BHCT 7 BATEENRE) LONRT AT, RAMCHEND, LE2BND,
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FEERE

Bk, FEEHIZBWNT, A, R—FREBGT 27207 7B ATERI RO WEENRH D
BIX, BT, ZOEWRO a3 — (0ffice copy) ZRE L2THIT bRV, £ ¥ —Xy
NERITA L TA T —=FX=2D L) RIGHRIEOZEIT, FrICHEHETHDH LT 5, MPEP 2128
2,

R ARA T 2 a =ik, HIBRSNERPFERF R TIIT 7 AR Th -2 L 2R d —
ODFHLIZ 72D THA D, 1212 L, TNRHLEINLEVNST, 772U T ¢ OMEERFERIZA
LD EFWZ VLAY, ERROX DI, T7/EVE DT o ORI, T EARRETH -
T2 8 D7 7 7 Z2—50 b o> T 21 b Th D,

Q3 : EDXIRHGHL LIIENAET,. A ¥ —Xy FETARShEREI AT 2HEN
WAEZ TSI, ¥, TOEBIZONVTHHEZTIEIN,

A H—Fy b ETABSNTZERPGIASINDHERNH DL, 7L 21F, BEVRAGFEBXL
N7 R T OB TH D,

BiHH -

A=y MIHAPEATZS R, 2 ODEVXAFREDL T A4 ALS i, R0 —E R
DA —Fy h2E U TRESNAEEDE I 0N ETH 2R, 2z, KETIEHYE
VRATFTENRFIRG L ENTWD, LR T, KETIRE YR A HEL 7 L—2T 5 HEITD
IRV, TSN, EVRRATEOZEFIZBNT, A o F—F v  EOBHRPGIH S D5
T E W EEZ HVD, Wynn W, Coggins, “Prior art in the field of business method
patent” (AIPLA, Fall 2002) "BI#,

YT RUETIZONWTUL, A F—F v b ET, ke ofifl, X—T a0y 7 hyz7 et
INTWD, BHERFITIX, A=Y =RV T NTZTORFIZBNT, A ¥ —x> bk EIZ%
 DIATEINEH (F—2 X—=2) BPFET D, LB ->T, V7 MU 7 3B OSATEMIE®R
A F =2y b EpLEIASh2MEFLEENGEVEELOND, 7& xIiE, Linux SQL
Databases and Tools (http://linas.org/linux/db. html) 3 LN “c/o Commissioner of Patents

and Trademarks” (http://www. uspto. gov/web/offices/com/hearings/priorart/comments. doc)

Z I,

" Wynn W. Coggins, Prior Art in the Field of Business Method Patents (AIPLA Fall 2002)
<http://www. uspto. gov/patents/resources/methods/aiplafall02paper. jsp>
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BHREAREHEICLDA T 47 FET NS OKRETIIHBEANSERARES 1 H 5720,
A B =%y b EOFATHEHIE RO MDR ITHBWT, FiFTICRET 2ZENAEL D, DFED,
MCEITEMBA RS 2 R U, ARRFMELZIIGT 2720, AR O, ERFF e F AT
WRET 2 WO A BT 4 TRBH 5, LT, EREVRXAFERY 7 hy=TITREFESN
LIE, FEEDEGHIAFTERNA U F—Xy MEBRP TR E 20T WAHETH D,
fEk, A, BEOFERE LT, A2 —%y MEROBUMIIEHETHL Z L 2R T L TH
59 LTeio T, ZLbA 2 —Fy MERDEEICBVTHEIH SN IEENZL VO TIEARW
mEBDN D, KIERFTFEEICR T 5T EINHED AR FERMEIILIFIN DR S TR Y | 1FHRE
IR DMTENIER 2R T 2ME L5506 THDH,  “c/o Commissioner of Patents and

Trademarks” (http://www. uspto. gov/web/offices/com/hearings/priorart/comments. doc) Z M,

Q4 : A vF—%y F ECABSH TV BHEHO, BTEHFRE LTORRICOVTORES
B2 TLIEEW,

PN AL S % nTREE

ol ZIE, AT A o EERELE U CEA R Wikipedia 1X, WIZH =ZHICKLVEE, HIBRESND
AREMEICE D &N TV D, ZOHERIEOME Do, BEAR L BE A 28T LIc< WeEn ) M
Wb 5,

B, KERTTIX. FEMMATEX Y —F Y — BRI U X MMZ Wikipedia Z&H TV,
EROMEIZIADHZET 2006 FEi2Y XA R BAA LT, bt Tunwb,  Lorraine Woellert,
Kicking Wiki Out Of The Patent Office, Business Week, Sep.4, 2006 &/, L Z AN, £
%, FEOFATO Wikipedia OFIAHEIZ EFO—RTHDL L OHELH D,  Michael White,
Wikipedia Reference Increase, The Patent Librarian’ s Notebook, Feb. 15, 2009 ZH&,

Wikipedia [INEDEEMEICHENH 205, —KITIE, BAFAINDHENREZ TND Lk
5o WADEIEBMICHBERH 5000 &\ o T, FANDINL TN E D) HEZREWT KD b
Ho S, FENEOFERMEICET 2 A & FEE & OMOZEFEREDO 3 HIZ OV THIRERIRY
TR END LI, REICHERSNLDXE TIERWES I Dy,

H A OFREHLPE D RTE

o LBy FFFEEDEBIZENT, A v Z—Fy MEWOT Y > b7 U MGl H 2350
SNTWLHEEIE, TR A & LTIV, B#E AR 2WGEITAME 28 ETE 55
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HEMEEVOWMNE D, o, BT 7 EARTERLRDIBENDR S DA, TV T
URNERETLHEL, Al LY, TOREDHMANARICTSRE NS,  MPEP2128 &/,
DI, WEEMET, FBREO—ISOF =y 7 SD20VDIFRALIZD, #RGIHSNIZE DI
HOBREOEEENHMAEINDS EEZEZOND, LOLAENL, FHNCEIT H2ED T, HFlOEF
BRI, At BRENBEELT 20 b,

AT ORERWER B 2 —5im & LT, AR A & —xy b EOIEHZ IHWMBRZ=5 Tt
TIZR VIR L72SAIc, WU HET, B ZRR LR L R 2 /TREMED & 5, BARTE R
DODHMELI ALY | HIBRT X, RETHOEMN S D & LT, FFrEPTHEARREE 2D BZ
NRHLNOThD, £lc, DX BN TH, EREDRWFRIZE D < BIREH T
ORI N D RN B 5, Z D s, CAFC O3 e < | Higk L~ L O FM13fFET % (Rackable
Systems, Inc. v. Super Micro Computer, Inc (N.D. Cal. 2007)%), LLFIZ#EIT7T 5,

ERoOFEATE, HBEARA X —Fy b EDDESS LIE#RY — N 2 ERERES TRt X T
ML ZA ZHICIE THIRILZZAfT) & Ta e —F 4 FoOFRER] BitdkS T, %A,
REMEEE D, ZN D AIZHOWTHEAE ITERE ZME U T o722 BIXR OIS 80 &
STEDOTIEROD, LIRS TRIEIfTATIE RV, W) ORFETH D, AHETIE, RIEfTS
EFETITW R 20 EHrs Tz,

LRO L 310, (FIEEAEN A > 7 —% v MERO TR, B, RH RS Sh
B LIRS NG, B, WEEIRER & LRI B0 B ASNE RO
BAELIRNED . EEAUETHS 5. Ak, M—ARECKE LT, [FEEAEA 2 7 —%
MR AT S AT E T A ST < & ORI & 0 BITRICT 5 = L3 TE AL
. HEARENDANX B AL,

2) V=TT —HA T I —EADEFEETOFMRIR

Q5 BEIIBIIZ V2T T — AT —ERABIOZOMBRE L CEONEZ YT T—HA T
P—EREHZTLIEIN,
(ex. Internet Archive Wayback Machine|, HERIZEHRED Minerval)

KERFFFITOD 2 7% A MZBWT, IERFF RO RATHINTRED 72D DA v 2 —F > U H—
FY— L OAFY X RBAFESN TS, il LT, FEtll, EVXAFE (75 A 705) OBEE

8 Rackable Systems, Inc. v. Super Micro Computer, Inc., 2007 U.S. Dist. LEXIS 33824 (N.D. Cal. 2007)
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DT —HRX—=ZADOFEAY A NEBH LD T, &EICESNW, 2B, 20U A Mz, EFEERM
TELENTWD “Internet Archive” HEEN TS,

723, FFL <X, USPTO Patents Search Templates ZZ&M 7=\,

(http://www. uspto. gov/web/patents/searchtemplates/searchtemplates. htm)

S HBRAE -

NON-PATENT LITERATURE RESOURCES

The resources listed are those that USPTO staff have found consistently yield the most relevant search
results. Commercial databases available through a single vendor can generally be searched simultaneously,
although it is preferable to search full text and bibliographic databases in separate groupings. In addition
to the use of subscription databases and public Internet sites, it is recommended that books, manuals,
standards and specifications be considered in the search for prior art

ABI/INFORM
Dialog Coverage: 1971 — present, Full Text: 1991 - present
STN Coverage: 1971 - present, Full Text: 1991 - present
Covers worldwide business and management issues

Includes details on virtually every aspect of business, including company histories, competitive
intelligence, and new product development
ACM Digital Library
ACM Coverage: Dates — vary, Full Text: Dates - vary
Citations and full text articles from ACM journals, newsletters, and conference proceedings

Business & IndustryTM (B&I)
Dialog Coverage: 1994 — present, Full Text: 1994 - present
Facts, figures, and key events dealing with public and private companies, industries, markets
products for all manufacturing and service industries at an international level.

Business Wire
Dialog Coverage: 1999 — present, Full Text: 1999 - present
Full text of news releases issued by approximately 10, 000 corporations, universities, research
institutes, hospitals, and other organizations

Dialog Global Reporter
Dialog Coverage: 1997 — present, Full Text: 1997 - present
Global news source.

Covers newspapers, business magazines, and newswires from all regions of the world, including
emerging markets. English—language abstracts are provided for non—-English-language sources. This
file provides unique prior art

Dictionary. com
Lexico Publishing Group, LLC Coverage: — N/A, Full Text: — N/A
Multi-source dictionary search service

Using a wide variety of dictionaries and encyclopedias can be useful in clarifying terminology.
Dissertation Abstracts Online

Dialog Coverage: 1861 — present, Full Text: — N/A

STN Coverage: 1861 — present, Full Text: — N/A

Subject, title, and author guide to virtually every American dissertation accepted at an accredited

institution.

Dissertations and Theses — Full Text
ProQuest Coverage: 1861 — present, Full Text: Dates — vary
Doctoral dissertations and Master s theses.

EBSCOhost Research Databases
EBSCO Coverage: Dates — vary, Full Text: Dates — vary
Multidisciplinary collection of databases

Examiner’ s Electronic Digest Database
USPTO Coverage: — , Full Text: -
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USPTO internal database that contains examiner contributed articles
Financial Times

Dialog Coverage: 1982 — present, Full Text: 1982 - present

Daily newspaper of global affairs.

Gale Group Computer DatabaseTM
Dialog Coverage: 1983 — present, Full Text: 1988 — present
Information about the computer, electronics, and telecommunications industries.

Gale Group GlobalbaseTM
Dialog Coverage: 1986 — 2002, Full Text: — N/A
Worldwide coverage of companies, products, and industries with a primary focus on Europe

Gale Group New Product Announcements/Plus (NPA/Plus)
Dialog Coverage: 1985 — present, Full Text: 1985 — present
Full text press releases from all industries covering announcements related to products, with a
focus on new products and services.

Gale Group Newsletter DatabaseTM
Dialog Coverage: 1988 — present, Full Text: 1988 — present
Full text of specialized industry newsletters that provide information on companies, products
markets, and technologies

Gale Group PROMT
Dialog Coverage: 1990 — present, Full Text: 1990 — present
STN Coverage: 1978 — present, Full Text: 1978 - present
International coverage of companies, products, markets, and applied technologies for all
industries.

Abstracts and full text records from trade and business journals, newsletters and releases, analyst
reports, annual reports, and some local newspapers
Gale Group Trade & Industry DatabaseTM
Dialog Coverage: 1976 — present, Full Text: 1976 - present
Coverage of international company, industry, product and market information.

Coverage of international company, industry, product and market information with an emphasis on
earnings, management techniques and changes, and product evaluations

Inside Conferences
Dialog Coverage: 1993 — present, Full Text: — N/A
Contains details of all papers given at every congress, symposium, conference, exposition, workshop,
and meeting received at the British Library Document Supply Centre

Inspec (The Database for Physics, Electronics and Computing)
Dialog Coverage: 1898 - present, Full Text: — N/A
Dialog DataStar Coverage: 1969 — present, Full Text: — N/A
Questel Orbit Coverage: 1969 — present, Full Text: — N/A
STN Coverage: 1969 - present, Full Text: — N/A
Inspec (The Database for Physics, Electronics and Computing) corresponds to the three Science
Abstracts print publications: Physics Abstracts, Electrical and Electronics Abstracts, and
Computer and Control Abstracts.

Internet and Personal Computing Abstracts
EBSCO Coverage: 1980’ s — present, Full Text: — N/A
Literature related to personal computing products and developments in business, the Internet, the
home, and all other applied areas

JSTOR Journals
JSTOR Coverage: Dates - vary, Full Text: Dates — vary
Business collection brings together core titles in economics and finance, including many
publications from the leading scholarly societies

McGraw-Hill Companies Publications Online
Dialog Coverage: 1985 — present, Full Text: 1985 — present
Provides the complete text for many major McGraw-Hill publications

This database covers specific industries, i.e., aerospace, electronics, and construction.
New York Times

Dialog Coverage: 1980 — present, Full Text: 1980 — present

New York Times full text database

PR Newswire
Dialog Coverage: 1999 — present, Full Text: 1999 - present
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Complete text of news releases prepared by U.S. companies, public relations agencies, trade
associations, city, state, federal and municipal government agencies, and other sources covering
the entire spectrum of news.

ProQuest Direct
ProQuest Coverage: Dates - vary, Full Text: 1986 — present
Current periodicals and newspapers, as well as archives of major newspapers

This resource is often useful in preliminary searching of application.
San Jose Mercury News
Dialog Coverage: 1985 — present, Full Text: 1985 — present
Full text file provides local, national, and international news coverage with particular emphasis
on high technology and industry developments in Silicon Valley

TecInfoSource (formerly SoftBase: Reviews, Companies, and Products)
Dialog Coverage: 1994 — present, Full Text: — N/A
Covers emerging technologies, established technology products and their track record in the
marketplace across multiple industries

Wall Street Journal Abstracts
Dialog Coverage: 1973 — present, Full Text: — N/A
Contains abstracts of all articles published in the Eastern 3-star Edition of The Wall Street
Journal newspaper.

Wilson Applied Science & Technology Abstracts
Dialog Coverage: 1983 — present, Full Text: — N/A
Science and technology journal abstracts

xreferplus
xrefer Coverage: — , Full Text: Dates — vary
Online reference collection from over 50 publishers

Using a wide variety of dictionaries and encyclopedias can be useful in clarifying terminology.

INTERNET SEARCH TOOLS

An Internet search should be considered when a search of the resources listed above fails to locate relevant
prior art. A preliminary Internet search may be performed to obtain an overview of the technology, and
to identify additional search terms and related product information

Google TM
Google Coverage: — N/A, Full Text: — N/A
Internet search engine

Advanced search features used to identify relevant prior art
Internet Archive
Internet Archive Coverage: — N/A, Full Text: — N/A
Provides permanent access to historical collections that exist in digital format

Used to date web pages, and to identify companies that were using something similar to the invention
years ago.
Yahoo!
Yahoo! Inc. Coverage: — N/A, Full Text: — N/A
Internet search engine

Advanced search features used to identify relevant prior art

SRR T,

Q6 : V=TT —A T —ERADOBEETOFIARREZH LTI ZIW,

FRROLBY | FEICBWT, KERFFTHRAT LA =y NI —FY— AR FH s
T2, FEEIZ. ThHEZHNT, MAICHET 22N TES,  MPEP 901.06(a) B 2,
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B, QA4DEETE R LI EBY ., Wikipedia DX HICEATY 2 OIS LA R 2sFIH
SNTWVBEENIFEELHRESNTWD

Q7 : V=TT —AA T —ERICEESNIAERE B2 AR OIERFER L L THEIENICFHIA
THIeHDERM (Bl) 2HZXTIEEN,

Ql ® T4 v —xv N ETARSNTER - « - ZEHEE2FHAT 200504 (Fh) ) okt
TAHRZELFEREDOZ ENNVZHTHAD,

Q8 : V=TT —HA T - RIIEFESNIERP AV F—F v b EDLHIRENTZHE. £
DEMF LT B B2 AMOGEER & L TEENICFIRT 5720054 (BH) 282 T
él/\o

Q2D T4 2 —3y b ETABEEINTEHR: « - DA F—Fv s ENGHIBREINT-5HE
kT ARIZLFERED Z ERVWZATHA D,

Q9 FEEBIIBITD V=TT —IA T —ERREHER SN EROEITHME L TORFZ
EOBREEEZTIIEEN,

V7T =0T = ZAOEE, AR LT EOHCEENDH D, £, TOFRIFEF
AT 27201, —E2ADORMEE DR T HEBOFHBKICERE T 20ENH D, o, HRIR

OWE . E2FOHMNERETIHOFMREMEICH FOCEREEL I LERND D, S5, BT
it & LRI 2 RS 51213, FIH LT WABIOFEE (Authentication) ¥ 27 AN H VK
KEFFFFTE LTHERITHA S, BLT, FEMEZIT 5,

B, V2T T = AA T —ERE, FIROEBE T Y o I L TR L TV D28, 37
TOFHAE, EHK), EHRICHHTE 5 LR 7200,

7= & 21X, Internet Archive tL&HIZFITH E . T—H A 7TETEE ORI MK (Terms of Use)
WCHEC TRV —EAZFHTHHLERNH D, Tid Internet Archive £ D Q&A 76 DFEESIR,
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Can people download sites from the Wayback?

Our terms of use specify that users of the Wayback Machine are not to copy data from the

collection. If there are special circumstances that you think the Archive should consider,

please contact info at archive dot org

Internet Archive #LOFIAMMIC LD L. T—HA T —ERIEESN., FHTE 2E®RT
HoTH., FBEFOMHR CEIEMES) ([THRART 2 ATEEENPERR SN D DT TidZe <. ZAuUdFIHT
51E'J@§1£c:k‘b\fifﬂﬁ=ﬁﬂ"/\‘% Thd LR INTND, TREAABRNNS OB E,

Some of the content available through the Archive may be governed by local, national, and/or

international laws and regulations, and your use of such content is solely at your own risk.

You agree to abide by all applicable laws and regulations, including intellectual property
laws, in connection with your use of the Archive. In particular, you certify that your use
of any part of the Archive’'s Collections will be noncommercial and will be limited to

noninfringing or fair use under copyright law.

EREDO X 91T, FFF AR MBS ATERY & e~ T, MBI E N DRIV S S0
MTH D, BUE, KEFFFFITIX, Internet Archive £ED 7 = 74 A k ZF8F[ Search tool U A h
IZHBE L TRBY (@5 ORIZE2SM), BEICBW T, FICMEIXHR T LTV RWE S TH DA,
AT VBT D ZE O ERD 5 WIS S IAE N D ATREME AR 5 7o | kY
iR, @EOBFRIICKT 2 X0 GEBELRFIAEGZ L 52 EREZ BN,

B, B LEOFH O 0RIE (Authentication) 215327291213, #EEFH OW BRI K
Thb, =& 21X, Internet Archive fLi, FEARMIZ, EELEOFH (Legal use) IFEX LT
RWEFEHI L TV AN, BHEHOEFEEIZHOWT—EDORIAY —E 2 EZR T TN5D TF2 Internet
Archive ££0D Q@A 75 DKL, XN Internet Archive 10D Standard Affidavit = B'—Z M,

How can I get pages authenticated from the Wayback Machine? How can use the

pages in court?

The Wayback Machine tool was not designed for legal use. We do have a legal request policy

found at our legal page. Please read through the entire policy before contacting us with
your questions. We do have a standard affidavit as well as a FAQ section for lawyers. We

would prefer that before you contact us for such services, you see if the other side will
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stipulate instead. We do not have an in-house legal staff, so this service takes away from
our normal duties. Once you have read through our policy, if you still have questions, please

contact us for more information.

RO LD RREE— e R, B ETORMEZ L T 2720ICEEE (Affidavit) Zfeft
THLDOTHLIN, AR THLZ L. EMEBIXIEE 72D Z &b BIBRIED & D A THIN IR
ELTHHEIZHHTEDDO VAT A LT 2>oT0RWE ) ThD, KERFTFTICE > L, —Ii
DOFFUNETFEE L LToO, LR, S OITIZHBMNARRIES AT LAOFRFELNTHA 9,
e ZIE, V=TT A T RAORMEOH IO L LI, FEMED D ATEANE RO RS %
Ny 7Ty TT LD ORFRIOFEFEY — B A Z 2 MEF A NIRRT TH H 95 2 LA TE UL, EF]
ThhHI,

2, FATHEATEROBRED 72D OFHIZ DN TIE, KETOHBNTE 22 <. T OBEHNEE
b & ZATHLN, EFC Internet Archive DIFWMOFHHUWEICOWT, TRt d —r v NFRF)T
ICBEDFER DR H DD T, BEDD, BN T D,  T1134/06 - 3.2. 04°Z M, FRPEHIZ TR
DFRIBNH 5,

"Where a disclosure has been retrieved from [such a resource], further evidence
concerning the history of the disclosure, whether and how it has been modified since

the date it originally appeared on a web site will be necessary. This could be in

the form of an authoritative statement from the archivist. Alternatively, an

appropriate statement as to the content, either from the owner or author of the

archived web site which included the disclosure may suffice.”

FROFBRICEDE A H—Fy NT— DA THEEEEG LI EROGEE T 5008 L
TWb, 7— A THAEENGREIND —EOEFEmIBEINGDL Z LN RBEEINTND
(&:L%@a~uyﬂﬁﬁﬁw%%m\%<if4@@§%%ﬁkbf%ﬁbk%®f%0\%
EICBWTZEDOEEREMAARETH D &2, HDLWITIER IR H D &5 B TR W,)

9 Konami Corporation/Internet citations, T 1134/06, the decision of 16 January 2007, EPO(Technical Board of
Appeal) <http://legal. european—patent—office. org/dg3/pdf/t061134eul. pdf>
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3) V=TT =4 T I —ERITEEFK S NIFRZATEMERE L THWIZER - HIR

Q10 :BEEIIBVWC. Yol 7T— A TP —ERICEE S NI FRNETEFERICAV S,
Z DFEHLE (BREME) N b - Bk - HREHZ T EEW,

B4R, FHES. U, HRARETHREL. AFEHROBA,» D RI-EEEHE, &
CEGOBEL, BRLTIEEN, £z, HHIOWET (R LaRHBIE - 77— FX—2%)
EHRLTLIEIN,

T —H _X— ZH (LexisNexis) Tl&, KEWNT, V=77 — A 7P —E RIS NT-IHHR
DFFEDRN GO TR - HPIIR R SN o T, T2, =N EEINTZEBEF R AV
FOT 7 E YT 4 IZOWTIE EED SRT FED CAFC HIRZ BB X 7=\,

I}

4) BERHFTR Y =TT —0A TV AT AL EET 556 DRE

Q11 :BEEFTFCLEIY2T T —HA T VAT AERIIVELEZETTLLE Y M, b LK
FELEZDBRETOHBEFHEZTIEE,

Flo, BEBFTCBEELT, V2Tl 7T —IA T VAT LEBEF, b LIIEBETEL S
NTEBYETHLHERATIEIN,

KERFITOTLEREE ChOMHEHEFTON— I —p#ELoERICL S L, TROMEHBIZED,
KEFFFTICE D Y =TT =N A TV AT MEFIIRFICLE L SNV EEZ DD, £, £D
Lo RFEHEITRBZE L RN EEDb S,

BRI AN B W T, Internet Archive (http://www. archive. org/index. php) DXL 5 2 FHT—
AR—=2APBIG L TWD, SHBRTLH2EMAICHDLEEZELXDINLD, TOFRE LT, HFl2, K
EE IT R %2 #5134 2 Microsoft X Google 23l & 9% IT elEH TH D, 5 1T, KETILHF
BEOENMENEFHE SN L HmEm, TITKHT LT TAN— 7 2L OMERELEATH D,
T oFRT U FOFERFERGFEET D, T, BERIFEER, IEEFIFUROm A& L, A
WCETHEVRRE LT 2T T —NA T VAT ANRRIZINE D TERH DL EWVWZ D, £ LT
%Iz, FREORMRICBWTRMBEENTE L2 &4, BUNRH A THREL, 3B ATHZ LT
GFEIR,
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Ql2: BEBRHTN YT T—HATVATLAEBETDHE LA, P0XIREE (&
e, RS A, EEEE EORBR., XTLTEOV R T LAOTEEE) BHLNLHRT
<TEEW,

INFIME, FECR X A, BEMEE EOBFR\, XFALIT DV AT ADOREAEZFIR LTV DN,
KEIZBWTHREBED Z EDBXNWZ D THA I, £ KEHFTICBWTCIX, 9B TEEZHET
XDOMRELRBETHA A9, FFFITOTEARZORMEIZS B LIV IPIkEhTnd,

ZAEMEORIEICE L CIix., KEZEEHEES 108 %2 ® Linitation on Exclusive Rights:
Reproduction by Libraries and Archive” & 5, ZINEHAINAREVICEBWT, FEHENLY =
TT—=NAT VAT LEMET DO REREEL TRV EEZ 265, T72b5, 5108
KL ARICET HRER, 7 —H A 7 O OERIT EREIEEE I EDOHIFRILH 5 23,
EEMEDN NI KIE 2, & TWnd,

Q13 :BENFTHRY =TT —IAT VAT LEBET DL Liche. BEN DML - e (X
&I 5L THRLAEREICE T OEMER, MK, B, B2H~OLRA%F) 2HXTIIEEW,

Q1 LIZRTHEED LY  KERFITR Y 27T —HA T VAT DEBET LT ET RN E
EXHNDHOT, AERMIZRT H2EZFIIMNERNEBDNDEN, LWTETLHRLIE, RO LR
WX DHTHA A, T, —MEOT — I AT H—E R LR, TX D7 HERERIENLETH
59, iz, BEINZR A OE RS (Stamp) 72 &, FBIAZHATEAN & L TOREILMEZ &
D LHID O, HRENERINDTHA I,

5) ZDOEEERIZOWNT

Q14  KERFEIERAEELZHZAL WL, ZFR/ — MEORMICLVREAZSS 7
—ADBH Y ETH, EETER/ — FEBEF LI TVEIbDLEEbhEY, EFhahiz®E
R — FMEORAMNRABRDHE A ONTHFONIER - HRIEDHV ELIEOHZATILES
[

FHAF, BHES, BHET, HRARETREL, ARENEOBR»L RICEEEIH, &
UCBEFOBEZ, CHL T LS, £, HPIOHET (ER LeBHFIL - 7T —F RX—RF)
ERRLTIESV,

T —H _X— ZH (LexisNexis) Tlx, BHLEIN/=ER / — MEORFMZL VAR 25U
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T — A3 R N ho T,

fliJ5. 37 CFR § 41.152 “Applicability of the Federal Rules of Evidence” (2L 5 & . %
FFHFEA v 2 —T7 =27 LU ARSI LT, Bkt U BT 2 N oRENEH IS,
& n e, ErHbSieER ) — FOFEEITRO b D 5,

FLERFEILIZ B3 2O BIEIC LAUE, FELE L TROND DI, 2200FE 4R H D,
—IZ. M2 AN (witness) O EEBEFELEONGE (authentication or identification) ZH(A Z
ERMETH D, 51 AHFEHL (hearsay) [ZH7-HF | FHLE L THR THLZ & THDH, T
LTV ERAFENPHETERWGAICRB T 2EFER ) — FOREITAKREHEGHLE S o ~& &
A5 BRI TR AFER L LTRSS “E YR AR (MERELPEROBIS & D HE
HII803(6)) M T2 Z & & L, fFLEE 378D Hbivd, & SdvdH,  Chief Administrative Patent
Judge, Bruce H, Stoner Jr, “Admissibility of Electronic Record,” Folly and Lardner (2001)

Z M,

DN
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ERI— 3] &=E (#IER)

1) BEEBIZBITAA ¥ —X v b EOBFHR* OEER
oA —Fy b EOE#REE., U7 ECABESREER Th D,

Ql: A& —Xy N ECARSNIFERB Y =7 ETT 7 XA THLIHAE. TOHEREL
MERE LCHATIEOD0EREHE LTI EEN, 2B, BET 558, HAl BEEE 7
A RIFTAVEEZHFLLTIE I,

BIXIX. A F—FRy P ECTABRINEZBRELAMTHD LARTILEEHRETHERITIHY
FTH?2R/FHFBEEICBITIDZA VY —Fy b ECARShEHBEROFAZHIBEE L IIRDBH
AiZH 0 £92> (e.g. EIEME) 24 F—XRy M ETABRSNEHRIBIHEIMNIAM TH > 72h
EI)DEEDEIITHRELETH? TOFRITI.BEEOBECTABR I TV, b2 THIE
BRESNEPZEDLITRELETHI 2 F—Fy b ECABENEROBI AFEICHE
TAEHAZ LV RAZEHVETN?2 V2T T =04 T I2hHHEROBERNTH B 1EH 05 A+
BHAZT L RIHY 352 FFHEPARBIOBEEDA X —Fy MREBEICBET A A X
AIBHVETH2A L FZ—Ry NP —ERAORBIZERINETNL?2AM F—Fy FOFIAIX
AV E—Ry M—ERDERZERELETH?

HEEIZA 7 —F v b EOEFRDPANRICHAFRE L S5 DO HOWTEMEIICHE L T
VAR

Ho s b, 1977 SEEFFIE (Patent Act 1977) (TEREFED) F25R01E, OBV EH TV 5D,

%52 2 HTRLME

(1) BIFITZNDEMRKEO —F 2R L2 e E T, FRlRbDLRBOEND,

(2) NSOV TOEAKIEL (T, T XTOHEH (B L <IFHETH 20T DM
%?5%%?%5# Z DMAT S DFINTH 2 0 ZRD7RVY,) THUZIEHOMESE A i)
DI (EE EEICB T 208 EICEB T 502 RHT) AR LEREA L <X RO 35E
m%@ﬁ@ﬁ%Ci@ﬂ%ﬁ%ﬁ%®kéhk%@%@@?é%@k%éhﬁﬁhﬁ@%&wﬁ

A B — z/ki®mﬁ#F®% Wt LATAATRE R & D & SvTc ) &N, ENENDHEF

B FEEOMEL 25, CAROFMAAEER Y = 7Y A b BIZERPFIHRER O L S
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1988 4EZEVEME - BT - #5775 (Copyright Designs and Patents Act 1988) (ICDPAJ) 1%, %5 2
IOV 16-26 RIZEBWT, EEHEE ORI Z ED TRV | BRELZEN T 21782 ER LT
W5, CDPA &, FerfAmfRIcB T 24 v #—%y b EOBFROFMPIZONT S, ZnEEHE
FEEERT D0 E I DOV THEEMIZIETE R LT, b o &b, CDPAIE, 545 5 (1)
BT, TR, SEE T & AT FNE TR & O 7o DI TN DT A4IZ K > TURF I N2, |
LED TN D, CDPA G 178 feid, [FRNEFHEE ) 1% MEANOER EOHRUIBEICHEL 525
FIUZ DWW CHIEr DR Z A3 28K, TR XTI AOEBNCRIT 5 FhE) 22 LERL
TWb, 2O, Foxr ORME T, Frif#AIX CDPA D=0 [FIETFHE ) THY ., $45% (1)
\ZE S HIRFEDOFISDBEH SN D,

Fox DHAHIRY TIEFFFRERBEICBWTCHLDOEEMNGIHSND Z L IOV TEELZE X
2 HDITNRND T, 8455 (1) DEFFERICEA S NA0E0OMEN . HEFTCB W THEHE
N EIEARY,

Frr & 8% (Manual of Patent Practice) # 2.25 HIZ AU, [SCHRICEER SNz XiTEh
WCBET 2 A HIE, EBRIZABRMTOINI- R EHEE S L, 2 e B2 5N T, FEILIC K Y EE
HEINRTNER 6720 ] BORNA 2 —x > b EOSTERZNEY HANCHHATRE & ST
HNE DM EHIT A0, BEEIX, A ¥ —F v 8T —H A7 (archive.org) &R 4 5 =
LBTED LUTOR 6 22M8), A 7 —xy b EOTERDFEE ARNCHA R L SnfemE D
D ROVENDER SN EORBIL, HEREOHHEIC RS ENn D, ZoRIE, it
PEIT (TTPOJ) DEciE DIRTE THERR XL T % (HSBC France, BLO/180/09, 29 June 2009, Hearing
Office B Micklewright!), ZDWRETIX, 1837 7T 7B W T, FRMEOWEICIESE A~
H—F%y b ETHRINTERD B R ONEZFHET 2008 %S THDH L STV D,

FFRr AR 17,64 TIZ KL, T4 2 —x v b E TR SN HRIZCOWVTHREFT21CH
7o T, T & 2 AP A AVEE T X 7200 USSR A OXI G & 72 o TV D R OESE R 0%
TARINAREMENH D & LTH, AR L. FFICEERH D L Al SR E 5
RETHD, TOL DRI, B 3=V & —Z TAR] BIFEEATE ey CUT Y R%SCRILH
KEZEEN RN EEZDND) B, BIRSNAHERIIIEFICEERSH 0 | BF 5 I3k ED
— A AER T D B EARF AN GIET 2 B AN L OERERM LT, A7 TV —AIZL V5]
HIREThsd, HEOTHIFIZ, FEEILZNICKHET DFFHBEZRET XX TH D, |

FrEaEMEIL, 17750 HICBW A v X —x% v b EOTIRZFI T 5 & &%, BEEILE

! 'HSBC France, BL 0/180/09, 29 June 2009
<http://www. ipo. gov. uk/pro—types/pro—patent/pro—p—os/p—challenge—decision—results—bl1?BL_Number=0/180/09>
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WETAZLNTEDL, FA PO WRLERT ZEALEHLEHARXTHA, | [FEICZIL. filL
LTIROHLDONZFETFT I TWD,

M Holland, Guide to citing Internet resources” [online], published 2002, Bournemouth

University,
http://www. bournemouth. ac. uk/library/using/guide_to_citing internet_sourc. html, [T 7 &

AL7H 2003410 H 22 HIDH AFTE D,
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L CHARI 22 FREHIAFAAE L7 0,
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H—F v b ETRIAFRENE I RHIREN T LE 72008 ) NIEETIE AW, FHEE N ERM
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A H—%y b EOENIE, FEEZMOTRMCEEL T AT L2208 TES, bol b, Y
HBOXEIL, v Ea—F F—LRT A 7V A 7 VOB OMORE G T, EHET UL
T U T EMICEE L TSN Z ERRBEZWEA D (EPO L8R 2009 4E 8 H-9 A THINFr
T DA 2=y FOSIHICRL@E] YD), ZOHEIE, YT FUZTRBENA H—X
v b RICIEHRZ BT 2 TR IEF ISR S CHIRIA 7 4 7 80 b ZOHRIC L 28Rz bt &5
ZAONDTOTHD,

2 Amtsblatt EPA Official Journal EPO Journal officiel OEB 8-9/2009, pages 456-462
<http://archive. epo. org/epo/pubs/0j009/08_09_09/08_4569. pdf>

—137—



Q4 :AvF—%y hETABESNTWHERD, KATEIREHRL L TOFIRITHONT, ZDIF
BBV =TT —A TIZRFEENTORNGEORBELEHZL TN,

AVE—=Fy b EOBRPT = 7T — A TITERE N TWRWIGE 324 HENZARIZH LT
FIHATREE SN LIBRTHZEITH L WEB X NS, 72720, BEOLRED S DI HATAD
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1) Treatment of online information* in the course of examination

* Online information is “information publicized on the web”

Q1: Describe the requirements for using online information as publicly—known information
whilst the information is accessible on the web. Specify the relevant articles of the
laws, regulations, examination guidelines, other guidelines, etc.

For example, is there any law which provides that online information can be considered
to be information made available to the public? Is there any legislation which restricts
or permits the use of online information in patent examination (e.g. copyright)? How do
you determine whether online information was made available to the public before the filing
of the application? How do you determine whether information was published in its current
form or whether it has been altered? Is there any guidance relating to the method of
citation of online information? 1Is there any guidance relating to the citation of
information which appears in a web archive and in paper form? Is there any guidance
relating to searching of online information in cases where the patent application has
not yet been published? Is the consent of the online information service required? Does

the use of the online information infringe the online information service’ s rights?

English legislation does not specifically state whether online information is made available

to the public.

However, section 2 of the Patents Act 1977 ( “the Patents Act” ) states:

2 Novelty

(1) An invention shall be taken to be new if it does not form part of the state of the
art.

(2) The state of the art in the case of an invention shall be taken to comprise all matter
(whether a product, a process, Information about either, or anything else) which has
at any time before the priority date of that Iinvention been made available to the
public (whether in the United Kingdom or elsewhere) by written or oral description

by use or Iin any other way.
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Whether or not online information has been “made available to the public” will be a question
of fact in each case. Ordinarily, if information is made available on a website which is
accessible by members of the public, and if the information remains on that website for long
enough that a member of the public might have been able to access it, then it will form part

of the state of the art. This will be determined on the balance of probabilities

The Copyright Designs and Patents Act 1988 ( “the CDPA” ) sets out at sections 2 and 16-26
the exclusive rights of a copyright owner and defines those acts which constitute
infringement. The CDPA does not specifically refer to the use of online information in the
course of patent examination and whether or not this constitutes copyright infringement.
However, the CDPA states at s45(1) that “Copyright is not infringed by anything done for
the purposes of parliamentary or judicial proceedings . Section 178 of the CDPA defines
“judicial proceedings’ as including “proceedings before any court, tribunal or person
having authority to decide any matter affecting a person’ s legal rights or liabilities.”
Therefore, in our view, patent examination is a “judicial proceeding” for the purposes

of the CDPA and the exception to infringement provided at s45(1) will apply.

As far as we are aware, no one has ever objected to the citation of their copyright work
in the course of patent examination and so the issue of whether or not s45(1) applies to

patent examination has not been tested in the courts.

In accordance with the Manual of Patent Practice, para 2.25, “A date of publication which
appears on or In connection with a document is presumed to be the date on which publication
actually took place, and any allegation to the contrary must be established by evidence. ”
In order to determine whether an undated online document was available before the relevant
date, the examiner may refer to the Internet archives (archive.org) - see question 6 below.
The questions of whether an online document was made available before the relevant date and
whether or not it has been altered are decided on the balance of probabilities. This is
confirmed in a recent decision of the Intellectual Property Office ( “IPO” ) (HSAC France,
BLO/180/09, 29 June 2009, Hearing Office B Micklewright'), which says at para 18 that it
is appropriate to assess the date and contents of Internet disclosures on the balance of

probabilities.

! 'HSBC France, BL 0/180/09, 29 June 2009
<http://www. ipo. gov. uk/pro—types/pro—patent/pro—p—os/p—challenge—decision—results—bl1?BL_Number=0/180/09>
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In accordance with the Manual of Patent Practice, para 17.54 “In considering internet
disclosures, the search examiner should cite any documents which are considered to be highly
relevant, even If no publication date can be established or there is a possibility that the
document was published later than the priority date of the invention being searched. Such
documents should be cited under category A with an accompanying note in the covering letter
to say that a ‘publication’ date cannot be established (or the document appears to fall
outside the state of the art) but that the disclosure appears highly relevant and there may
well be a related patent application which does form part of the state of the art. When
updating the search, the examiner should search for such corresponding patent

applications.”

The Manual of Patent Practice says at para 17.75b that when citing online documents, the
examiner should ascribe authorship to the “smallest identifiable organisational unit, and
the publisher can refer to the organisation maintaining the Internet site. The UKL of the

site and the date accessed should also be included ™ It provides as an example:

M Holland, “Guide to citing Internet resources” [online], published 2002, Bournemouth

University.
Available

http://www. bournemouth. ac. uk/library/using/guide_to_citing internet_sourc. html,

[Accessed 22 Oct 2003].

As far as we are aware, there is no specific guidance relating to searching online information

in cases where the patent application has not yet been published.

Q2: Describe the requirements for using online information as publicly—known evidential
information after the information is deleted from the Internet. (In this scenario, the

Examiner retrieved the information from the web (e.g. printed the information) before

it was deleted. The information is no longer available on the Internet).

As the crucial date is the date on which the information was made available to the public,
it does not matter whether or not the information is still available online at the time of
citation or whether it has been deleted. As long as the Examiner can show that on the balance
of probabilities the document was made available to the public before the relevant date (for

example, by reference to a date contained in the publication, the date on which it was printed
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or a date stamp ascribed to the web page in a reputable Internet archive) then the information

will be considered to form part of the state of the art.

Q3: Identify the fields or subject matters in connection of which online information is

often cited. Explain the reasons.

Online documents can be cited in relation to inventions covering any subject matter. However,
they are perhaps most often cited in relation to information or software technology including
computer games and other products with a short life cycle (0Official Journal of the EPO
Aug-Sept 2009 “Notice from the Furopean Patent Office concerning internet citations” 2).

This is because software developers are highly likely to post information online and may

prefer this method of publication to print media.

Q4: Describe the issues related to the use of online information as prior art information,

when the information is not stored in a web archive.

Where online information is not stored in a web archive, it can be difficult to provide that
it was made available to the public before the relevant date, unless the document itself
is dated, also appears in hard copy or was printed from the Internet prior to the relevant
date. If the document is still available online and is dated earlier than the relevant date
but is not stored in a web archive, there is a risk that the document may have been amended,
updated or manipulated. As websites are regularly updated, it can be difficult to ascertain
when an online document was made available in its current form. However, if, on the balance
of probabilities the information was published on the Internet before the relevant date,

then it will form the basis of a valid citation.

2 Amtsblatt EPA Official Journal EPO Journal officiel OEB 8-9/2009, pages 456-462
<http://archive. epo. org/epo/pubs/0j009/08_09_09/08_4569. pdf>
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2) The use of web archiving service®* in the course of examination

##%An example of web archiving service is “Internet Archive Wayback Machine (U.S.)” .

Q5: Describe all the UK and non-UK web archiving services that you are aware of.
(e. g., UKWAC of the British Library, Kopal of the German National Library, Internet Archive
Wayback Machine of the U.S.)

e Denmark Netarchive.dk and the Royal Library (www.netarchive. dk)

e The Nordic Web Archive (http://nwatoolset. sourceforge. net)

e France— Bibliotheque de France (www.bnf. fr)

e FBuropean Archive (www. europarchive. org)

e The National Library of Finland’ s Web Archive

(www. nationallibrary. fi/services/digitaalisetkokoelmat/webarchive. html)

e Australia’ s Web Archive Pandora (www.pandora.nla. gov. au/about. html)

e Sweden—Kulturarw

We know the British Library web archive by the name UK Web Archive and it is available at

www. webarchive. org. uk.

Q6: Describe whether and how web archiving service is used in the course of

examination.

When an examiner is faced with determining the state of the art, he or she will use the Internet
as a source of information and where information is contained on a webpage and is not itself
a dated document, then the examiner will often use the Internet archive in order to date

the publication of the information.
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Q7: Describe the requirements for using the information of the web archiving service as
publicly—known evidential information whilst the information is still online .

e. g Is there any law which provides that the information of the web archiving service
can be considered to be information made available to the public? Is there any legislation
which restricts or permits the use of the information of the web archiving service in
patent examination (e.g. copyright)? How do you determine whether the information of the
web archiving service was made available to the public before the filing of the
application? How do you determine whether information was published in its current form
or whether it has been altered? Is there any guidance relating to the method of citation
of the information of the web archiving service? Is the consent of the web—archive service
required? Does the use of the archived online information infringe the web-archiving

service’ s rights?

Web archived information is treated in the same way as online information (see answer to
question 1 above), except that it will be easier to establish, on the balance of probabilities,
that a date stamped page from a web archive was made available on a particular date than

undated online information which is not contained in the Internet archive

There is no legislation specifically relating to the use of web archived information and
whether or not doing so in the course of patent examination infringes the web archive’ s
rights. However, in our view s45(1) will apply and the use of web archived information for

the purposes of patent examination will therefore not infringe copyright.

However, the use of web—archived material in the course of patent examination may infringe
the web archive’ s database rights (see the Copyright and Rights in Databases Regulations
1997 - ST 1997/3032). Schedule 1, 6(1) provides that “where the doing of a particular act
is specifically authorised by an Act of Parliament, whenever passed, then, unless the Act
provides otherwise, the doing of that act does not infringe database right in a database.”

As patent examination is authorised by an Act of Parliament (the Patents Act 1977), this
exception may apply although this has not been tested in court and we have not found any

commentary on the interpretation of this provision.

Use of web archived information will generally be at the user’ s risk. For example,
internetarchive. org states in its terms of use that “Some of the content available through

the Archive may be governed by local, national and/or international laws and regulations,
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and your use of such content is solely at your own risk.”

Q8: Describe the requirements for using the information of the web archiving service as
publicly—known evidential information which has been stored in a web—archive after the
information was deleted from the Internet. e.g. Is the consent of the web—archive required?

Does the use of the online archive information infringe the web—archiving service’ s

rights?

See the answer to question 7 above.

Q9: Describe the issues related to the use of web—archived information as prior

art information in the course of examination.

The issues relating to the use of web—archived information as prior art are the same as the

issues relating to the use of Internet publications as prior art.

See answers above to questions 1 and 7

3) The patent office’ s decisions and court decisions where the web—archived

information was used as prior art information

Q10: Describe the patent office’ s decisions and court decisions where the reliability
(credibility) of the web—archived information, which was used as prior art information,
was disputed.

Specify each decision by the name of the case, the case number, the court in charge, the
judgment date, etc., and provide us with a summary and the key points from the perspective
of this study. Also specify the source of the decision (the casebook, database, etc.,

from which the decision was cited).

As far as we are aware, there have been no cases in the UK which have specifically discussed
the reliability of web—archived information. The most recent decision we are aware of which

discusses the use of online information as information made available to the public is

BLO/180/09°.

° R 1
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In that case, the IPO had to consider the reliability of an Internet disclosure in deciding

whether to refuse a patent application because of lack of novelty.

The Internet disclosure in question had appeared in a computing magazine and was available
on the Internet on two separate sites. The article was dated 20 February 2004 but the examiner
had not been able to locate a paper copy of the article. The only evidence of the date of
publication was the date specified in the article which appeared on the Internet. The web
pages featuring the article had not been archived. The questions arose as to whether the
article had been made available to the public on 20 February 2004 and whether the site had

been altered since its publication.

The IPO stated that it was not bound by decisions of the EPO, which had previously stated
in another case (T1134/06%) that a higher standard of burden of proof should be applied to
Internet documents. The date and content of Internet disclosures in the UK should be assessed
on the balance of probabilities. The websites which had featured the article were considered
to be highly reputable with a long publishing history in the computing world. The date and
the content was therefore considered more likely to be reliable than not. There was no need

to establish that the article had been published in a paper copy.

4) Issues faced by the patent office in your country in creating a web archive

Q11. Do you think that a web archive should be created by the patent office? If yes, why?

Is the patent office currently creating a web archive or planning to do so?

In our view, the cost of and difficulties associated with establishing a web archive
specifically for the purpose of patent examination outweighs the benefits and we do not
believe that the IPO should create a web archive. The current system of using the Internet
archives at archive. org and assessing the date of publication on the balance of probabilities
is adequate and it is not necessary for the IPO to create its own web archive. As far as

we are aware, the IPO is not currently creating a web archive or planning to do so.

4 Konami Corporation/Internet citations, T 1134/06, the decision of 16 January 2007, EPO(Technical Board of
Appeal) <http://legal. european—patent—office. org/dg3/pdf/t061134eul. pdf>
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Q12: Describe the issues that the patent office could face in the course of creating
a web archiving system (the criteria for publicly-known information, prevention of
falsification, treatment under the copyright law, technical problems such as the

garbling of characters, etc.).

Under the current statutory scheme, web archiving appears to inevitably involve infringing
copyright in the archived content, unless permission is obtained from each and every
copyright owner whose content is stored in the archive. This might be possible in the context
of a limited domain (eg. a University website) but would not be possible if the archive was
to include material from a wide number of sources. The CDPA does include limited exceptions
to copyright infringement for prescribed libraries and archives (CDPA sections 37-44) but

these sections do not apply to the archiving of web pages.

While storing online information in a web archive will be an infringement of copyright under
English law, in practice, the web archive operator may not face objection from the relevant
copyright owners, particularly if they provide a facility to “opt-out” of the archive.

For example, the Internet archive provides this option.

If the web archive held any personal data, the operator of the archive would need to consider
its obligations under the Data Protection Act 1988, which implements the EU Data Protection

Directive 1995 into UK law.

A web archive operator may also potentially face liability for archived pages which are

defamatory, indecent, a breach of privacy or which are otherwise in breach of the law.

Section 9 of the Legal Deposit Libraries Act 2003 exempts certain libraries which are members
of the British Library Board from copyright infringement when they make deposits into their
archives. This exception applies to publications in mediums other than print (eg. Internet
publications). However, this legislation does not extend to all web archives, only to those

operated by members of the British Library Board.
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Q13: Describe the desirable structure and functions of a web archiving system, if created

by the patent office (technical information that should be archived for proper

examination, search, reference, disclosure to third parties).

Any web archive created by the patent office should include the following features:

e Key word and/or subject matter search

e Date search (to search for documents that were available as at, or prior to, a specified
date)

e [PC code search

e Publisher search

The archive would need to keep a reliable log of the dates on which web pages/Internet
publications were first made available, whether they were amended at any time and if so how.
The patent office archive would need to be able to provide confirmation of the content and
date of online publication which would be accepted as evidence in patent office proceedings

and in the courts

Ideally, the web archive would be open to the public for searching. This would greatly assist
patent applicants to determine the state of the art prior to filing any patent application.
However, this may create liability issues for the web archive operator in relation to
copyright infringement and archived pages which are defamatory, indecent, a breach of privacy
or which are otherwise in breach of the law. If the archive was accessible by the public,
the Patent Office would need to be confident that members of the public could not manipulate
any information stored in the archive. The patent office would need to balance the public
interest in being able to access the archived information against the risks to the patent

office if the archive was open to the public.

5) Other relevant matters

Ql4: Regarding the “Internet Searching Manual” mentioned in the Manual of Patent
Practice, it would be appreciated if you could send us a copy of the “Internet Searching

Manual” or inform us of the website where it is available for free.

We have been advised by the IPO that the Internet Searching Manual was written to provide
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guidance to IPO patent examiners and that it is not intended for wider circulation. It is

not available online.
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1) Treatment of online information in the course of examination

Q1: Describe the conditions (requirements) for legally using archived online information

as publicly—known evidential information. Specify the relevant articles of the laws,

regulations, examination guidelines, other guidelines, etc.

Regulations:
§ 3 of the German Patent Law (PatG) states that prior art includes all information that was
made publicly available via written or oral description, via prior use, or via any other

manner before the effective date of the application.

§ 3 of the Utility Model Law (GebrMG) states that prior art includes all information that
was made publicly available via written description or via a public use within the scope

of the GebrMG before the effective date of the application.

According to Chapter 5 of the guidelines for determining the prior art documents, pursuant
to §43 PatG of 02. September 2009, the examining division has to employ existing technical

means and its sources of information to determine the prior art.

According to Chapter IV, 5.3 of the guidelines for examination of trademark applications
of 13. June 2005, the research should be based on all available sources, such as dictionaries,

lexica, technical literature, and the internet.

§ §16, 19a and 53 German Copyright law (UrhG) set out the owner’ s right to copy a work
or to make it available to the public, and the right of others to duplicate the work for

other reasons. These Articles will be discussed further below.

Comments:

§ 3 PatG specifies “any manner” of making information publicly available to be prior art.
For this reason the internet has been used as a source of information. This, however, requires
evidence to prove the publication prior to the effective date of the application. In any

case, to be considered as prior art, it has to be proven how and when a document was made
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publicly available. This proof will vary from case to case and may be difficult for

information which is only available via the internet.

Online archives, such as www. archive.org or “The Wayback Machine” , may provide evidence

on how and when information was made public.

However, according to the decision of the German Federal Patent Court (BPatG), 17 W (pat)
1/02 *( “Computernetzwerk—Information” ), it is not sufficient to provide a reference to
an internet archive (e.g. http://www. archive.org), which supposedly keeps record of the
history of an internet address. It was further noted that the reliability of the information
retrieved from such online archives is no better than that of information from any other

internet address. In addition, those archives are usually neither complete nor contemporary.

It is therefore difficult to prove when and what information has been made publicly available
on a particular internet address. For instance, the online archives may give an impression
of how long a web page was online and which information was provided or whether the content
of the web page was modified at short intervals. A further question is whether a web page
has been made publicly available if it was online for only a very short time (e.g. less than

an hour).

Thus, whether information is prior art needs to be decided for each single case

see Q4 for further details on the decision 17 W (pat) 1/02°

The legal use of archived online information under §53 UrhG:

According to §53 (2), 2. a work can be copied for building an archive, as long as the copy
is on paper or is only used in analog form, or if the archive is utilized for the public
benefit (without economic reasons).

A web archive does not fall within these exceptions. The web archive allows the (second)
copying of information to a plurality of users at the same time. It, therefore, cannot be
assured that the rights of the owner are preserved.

In addition, according to §53 (6), the copied items should not be disseminated, which would

! Computer network Information(Computernetzwerk—Information), Federal Patents Court (BPatG), Decision of 17.
10. 2002, Docket No. 17 W (pat) 1/02, GRUR 2003, 323
* HiE 1
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be the case for web pages in an online archive.

Further, the German Federal Court decided that a copy does not fall within the exception
of § 53 Abs. 2 Nr. 2 UrhG, if it is (also) intended that the copy may be used by a third
party (BGH 16.01.1997 I ZR 9/95 “CB-infobank I”; GRUR 1997, Heft 6, 459°). This would be

the case for a web archiving system of the GPTO.

Q2: Describe the conditions (requirements) for legally using archived online information
as publicly—known evidential information after the information is deleted from the

Internet.

In principle it does not matter whether the information is deleted. It has to be proven how,
when and what was publicly available at a particular date (i.e. priority date). This point
of time will always be in the past. The proof of publication may be made by information
available from the web archive (such as time stamps of the archive, time of publication from

the item itself, duration of publication of the same item).

See also Q4: Information will only be seen as publicly—known evidential information, if there
is evidence for when and what information has been published. According to the decision of
BPatG 17 W (pat) 1/02% online archives are a “normal” internet address, so that no evidence

will be present per se.

Q3: Identify the fields or subject matters in connection of which online information is

often cited. Explain the reasons.

Since the internet is the most used communication platform for the “new technologies” ,
such as software technology and software products, there is more online information available
in this field. Respective technology and product information is discussed and published

online, which renders the web a valuable source for prior art in addition to other sources.

3 CB-infobank I, Federal Supreme Court (BGH), Decision of 16.01.1997, Docket No. I ZR 9/95, GRUR 1997, 459
4 e
it 1
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Q4: Describe the issues related to the use of online information as prior art information.

According to the decision of the German Federal Patent Court (BPatG), 17 W (pat) 1/02°
( “Computernetzwerk—Information” ), it is not sufficient to provide a reference to an
internet archive (e.g. http://www. archive. org), which supposedly keeps record of the history
of an internet address. The reliability of the information retrieved from such online
archives is no better than that of information from any other internet address. In addition,

those archives are usually neither complete nor contemporary.

It is therefore difficult to prove when and what information has been made publicly available

on an internet address

On the other hand, if a web page contains, for example, a newspaper article, the chances
that the web page has been modified are rather low, since the modification is determinable
(by looking into the non—digital archives of the newspaper). Further, the evidence has to
be considered and it has to be determined whether the information found in an online archive

is prior art or not.

2) The use of web archiving service in the course of examination

Q5: Describe all the German and non—German web archiving services that you are aware of.

Wayback Machine;
archive. org;

Google cache;

Q6: Describe whether and how web archiving service is used in the course of examination.

As shown above (Ql), the internet is one source of information when determining the prior
art.

It can be assumed that each examiner will use the internet as a (or the) source of information.
The result, however, can vary broadly, e.g. whether it is a web page or an article provided

online.

° A 1
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Q7: Describe the conditions (requirements) for legally using web-archived information

as publicly—known evidential information.

See Q1 and issues discussed under Q4 (regulations on prior art are the same for applicant

and examiner)

Q8: Describe the conditions (requirements) for legally using web—archived information
as publicly—known evidential information after the information is deleted from the

Internet.

See Q2 (regulations on prior art are the same for applicant and examiner)

Q9: Describe the issues related to the use of web—archived information as prior art

information in the course of examination.

See answer of Q1 and Q4 (regulations on prior art are the same for applicant and examiner)

3) The patent office’ s decisions and court decisions where the web—archived

information was used as prior art information

Q10: Regarding the judgment of the Bundespatentgericht, No. 17 W (pat) 1/02, provide us

with a summary of the case and the key points from the perspective of this study.

Summary:
The application was rejected, since its subject matter was a computer program, which is
excluded from patentability. The examining division cited seven internet addresses as prior

art references.

The Court argued that the examination was not proper, since it had to be proven that the
prior art existed before the effective date of the application and that its content was
available (see also decision of the BGH, GRUR 1985, 1035 - “Mehtylomonas” ). The Court was
of the opinion that the examining division had not provided this evidence. Information
retrieved via the internet does not allow you to determine when the information has been

published.

—167—



Further, the Court is of the opinion that it is not sufficient to provide a reference to
an internet archive (e.g. http://www.archive.org), which supposedly keeps record of the
history of an internet address. The reliability of the information retrieved from such online
archives is no better than that of information from any other internet address. In addition,

those archives are usually neither complete nor contemporary.

Q1l1: Describe the patent office’ s decisions and court decisions where the reliability
(credibility) of the web—archived information, which was used as prior art information,

was disputed. (except for Q10)

The following information has been retrieved from the internet address of the BPatG, as well

as from publishing house “Beck”

The decision 23 W (pat) 359/04%, for example, mentioned a prior art document (D10) which
had evidence of publication from the internet archive www. archive. org. The Court did not,
however, decide the case on the basis of this document. It seems that the determination of

validity of the online archive “evidence” has been avoided.

Further, the decision 14 W (pat) 28/04" discusses a case, where the application was rejected
due to lack of novelty regarding a “newsletter’ available via an internet address. The
applicant filed an appeal against the rejection of the application arguing that there could
be a possibility that the internet archive had been manipulated. The appeal was successful,
although it was not decided whether the “newsletter” was evidentially prior art. . The
Court stated that even if the “newsletter” is a prior art document, it does not destroy

novelty.

The decision 14 W (pat) 50/05% includes a similar case, where information from the internet
has been cited. It has again been argued that the claimed subject matter is novel despite

this online information (assuming it is prior art).

5 Federal Patents Court (BPatG), Decision of 3. May. 2007, Docket No. 23 W (pat) 359/04
" Federal Patents Court (BPatG), Decision of 27. November. 2007, Docket No. 14 W (pat) 28/04
8 Federal Patents Court (BPatG), Decision of 22. September. 2008, Docket No. 14 W (pat) 50/05
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4) Issues faced by the patent office in your country in creating a web archive

Q12. Do you think that a web archive should be created by the patent office? If yes, why?

Is the patent office currently creating a web archive or planning to do so?

Such a web—archive would provide a solution to the current situation, where information from
the internet is not accepted as prior art. However, it needs to provide “real” proof of
publication to avoid the problematic position created by the BPatG (17 W (pat) 1/02) with

respect to existing online archives

According to information from the GPTO, a worldwide database would be the preferred solution.
Information as to whether there is an intention to create such a database or whether there

are currently any similar projects could not be obtained.

Q13: Describe the issues that the patent office could face in the course of creating a
web archiving system (the criteria for publicly—known information, prevention of
falsification, treatment under the copyright law, technical problems such as the garbling

of characters, etc.).

The copyright act (UrhG) will presumably be the main issue. While the information/web pages
may be copied for the internal use of the GPTO, it will still be made publicly available
to others when cited during examination. The GPTO would prepare a further copy to be provided

to the applicant or even the public by online file inspection.

On the other hand, such an archive needs to be available for applicants and representatives
to ensure that all the parties involved receive equal treatment. This, however, would

infringe the rights of the owner, as it is the case with current online archive services

For instance, the German Federal Court decided that a copy does not fall under the exception
of § 53 Abs. 2 Nr. 2 UrhG, if it is (also) intended that a third party may use the copy
(BGH 16.01. 1997 I ZR 9/95 “CB-infobank I”; GRUR 1997, Heft 6, 459). This would be the case

for a web archiving system of the GPTO.

Further, the web archiving system has to store information together with the documents which
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prove that the website from which the documents were downloaded fulfill the requirements
for “being publicly available”

The documents have to be stored in a format which ensures that the content of the documents
cannot be changed in order to prevent falsification.

High quality scans are necessary, if the documents are not already digitally available

Q14: Describe the desirable structure and functions of a web archiving system, if created

by the patent office (technical information that should be archived for proper

examination, search, reference, disclosure to third parties).

It should have the same structure and functions as current archives:
- classification of (technical) field
- key word search
- search by date (From / To)
- publication date

- publisher

It should further provide:
- proof of publication date
- proof of published content (prevent falsification of stored documents)

- certifying authority for proof of publication, e.g. Patent office
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1) Treatment of online information in the course of examination

Q1: Describe the conditions (requirements) for legally using archived online information
as publicly—known evidential information. Specify the relevant articles of the laws,

regulations, examination guidelines, other guidelines, etc.

The European Patent Convention (EPC) does not specifically state whether online information

is made available to the public.

However, the EPC, Article 54 states that:

(1) An invention shall be considered to be new if it does not form part of the state of
the art.

(2) The state of the art shall be held to comprise everything made available to the public
by means of a written description, by use, or in any other way, before the date of

filing of the European patent application.

Whether or not online information has been “made available to the public” will be a question
of fact in each case. Ordinarily, if information is made available on a website which is
accessible by members of the public, and if the information remains on that website for long
enough that a member of the public might have been able to access it, then it will form part

of the state of the art.

The Guidelines for Examination in the EPO C-1IV 6.1 notes the width of the definition of the

state of the art and states that:

“There are no restrictions whatever as to the geographical location where or the language
or manner in which the relevant information was made available to the public” and later
“A written description i.e. a document, should be regarded as made available to the public
if, at the relevant date, It was possible for members of the public to gain knowledge of
the content of the document and there was no bar of confidentiality restricting the use or

dissemination of such knowledge.”
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The EPO has issued a “Notice from the European Patent Office concerning internet citations” !

( “EPO Notice” ). The EPO Notice states that “the search for prior art can also cover

. »
Internet sources .

Accordingly, it is clear that online information will form part of the start of the art in

relation to any EP Application.

The EPO Notice goes on to say that “/Information disclosed on the internet is considered
to be publicly available as of the date the information was publicly posted. It is considered
very unlikely that an internet disclosure identified by a patent examiner has been
manipulated and therefore unless there are specific indications to the contrary, the date

will be accepted as being correct.”

Whether or not the use of online information in the course of examining a European Patent

(EP) Application infringes copyright will depend on the applicable national laws.

In a hearing before the Technical Board of Appeal ( “TBoA” ) of the European Patent Office
(Konami Corporation, T 1134/06 - 3.2.04, 16 January 2007%), the TBoA found that in order
to establish that an internet disclosure forms part of the state of the art, the same questions
must be answered as with prior use or prior oral disclosure, namely “when, what and under
which circumstances this disclosure has been made available to the public” . The TBoA also
found that if an Internet disclosure is to be used as prior art, a strict standard of proof
should be adopted. The fact that an Internet disclosure is part of the state of the art should
be proved “beyond any reasonable doubt” . Where a website belongs to a reputable or trusted
publisher electronic versions of paper publication, content and date can be taken at face
value, and the need for supporting evidence can be dispensed with (para 4.2). Otherwise
evidence, for example, from the person who posted the information on the Internet or from

someone who accessed the information before the relevant date, will be required (para 3.2).

Although in Aonami it was found that for an Internet disclosure to form part of the state
of the art its availability before the relevant date had to be proved “beyond any reasonable

doubt” , the recently issued EPO Notice refers to the relevant test as being the “balance

I Amtsblatt EPA Official Journal EPO Journal officiel OEB 8-9/2009, pages 456—462
<http://archive. epo. org/epo/pubs/0j009/08_09_09/08_4569. pdf>

2 Konami Corporation/Internet citations, T 1134/06, the decision of 16 January 2007, EPO(Technical Board of
Appeal) <http://legal. european—patent—office. org/dg3/pdf/t061134eul. pdf>
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of probabilities” . Therefore, it is unclear which standard applies in the EPO. However,
as the EPO Notice is not binding and was issued for guidance purposes only, in our view,

the higher standard of proof as set out in Aonami continues to apply in the EPO.

The Guidelines for Examination in the EPO B-XII 5 states that Search Divisions should not
discard documents because of doubt as regards for example the exact date of publication or
public availability. The Search Division should try to ascertain the date of the document

but should nevertheless always cite the documents in the search report if it is relevant.

The Guidelines for Examination in the EPO B-X 9.1- state that documents must be cited
unambiguously indicating all the necessary bibliographic elements and should comply with
WIPO Standard ST. 14 but “this does not exclude deviations in those special cases where strict
adherence, whilst not necessary for the clear and easy identification, would require

considerable extra cost and effort.”

As far as we are aware, there is no specific guidance relating to searching online information

in cases where the EP application has not yet been published.

Q2: Describe the conditions (requirements) for legally using archived online information

as publicly—known evidential information after the information is deleted from the

Internet.

As the crucial date is the date on which the information was made available to the public,
it does not matter whether or not the information is still available online at the time of
citation or whether it has been deleted. As long as the Examiner can show that the document
was made available to the public before the relevant date then the information will be

considered to form part of the state of the art.

Q3: Identify the fields or subject matters in connection of which online information is

often cited. Explain the reasons.

Online documents can be cited in relation to inventions covering any subject matter. However,
they are perhaps most often cited in relation to information or software technology including
computer games and other products with a short life cycle (the EPO Notice). This is because

software developers are highly likely to post information online and may prefer this method
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of publication to print media.

Q4: Describe the issues related to the use of online information as prior art information.

It can be difficult to satisfy the evidentiary burden of proving “beyond any reasonable
doubt” that online information was available at the relevant date. If the document is still
available online and is dated earlier than the relevant date but is not stored in a web archive
or is not from a reputable source, there is a risk that the document may have been amended,
updated or manipulated. As websites are regularly updated, it can be difficult to ascertain

when an online document was made available in its current form.

2) The use of web archiving service in the course of examination

Q5: Describe all the European and non—-European web archiving services that you are aware
of.

(e. g., UKWAC of the British Library, Kopal of the German National Library, Internet Archive
Wayback Machine of the U.S.)

Denmark Netarchive.dk and the Royal Library (www.netarchive. dk)

e The Nordic Web Archive (http://nwatoolset. sourceforge. net)

e France- Bibliotheque de France (www.bnf.fr)

e Furopean Archive (www. europarchive. org)

e The National Library of Finland’ s Web Archive

(www. nationallibrary. fi/services/digitaalisetkokoelmat/webarchive. html)

e Australia’ s Web Archive Pandora (www.pandora.nla. gov. au/about. html)

e Sweden—Kulturarw

We know the British Library web archive by the name UK Web Archive and it is available at

www. webarchive. org. uk.

Q6: Describe whether and how web archiving service is used in the course of examination.

When an examiner is faced with determining the state of the art, he or she will use the Internet
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as a source of information and where information is contained on a webpage and is not itself
a reliably dated document, then the examiner will often use the Internet archive in order
to date the publication of the information. The EPO Notice states that “the fact that the
Internet Archive is incomplete does not detract from the credibility of the data it does

archive.”

Q7: Describe the conditions (requirements) for legally using web-archived information

as publicly—known evidential information.

See the answers above to questions 1 and 2.

Web archived information is treated in the same way as online information (see answer to
question 1 above), except that it may be easier to establish that a date stamped page from
the Internet Archive was made available on a particular date than undated online information

which is not contained in the Internet archive.

Whether or not the use of web archived information in the course of patent examination
constitutes copyright infringement will depend on the relevant national laws. As with
printing online information, printing information from a web archive will, on the face of
it, infringe copyright in the web page or document that is printed, unless an exception to
copyright infringement is available under the relevant national laws. In addition, the use
of web—archived material in the course of patent examination may infringe the web archive’ s
copyright in the web archive (as a database) and/or their database rights. Again, this will
depend on the relevant national laws and in particular how the EC Database Directive (96/9/EC)

has been implemented.

Use of web archived information will generally be at the user’ s risk. For example,
internetarchive. org states in its terms of use that “Some of the content available through
the Archive may be governed by local, national and/or international laws and regulations,

and your use of such content is solely at your own risk.”
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Q8: Describe the conditions (requirements) for legally using web—archived information

as publicly—known evidential information after the information is deleted from the

Internet.

See the answer to question 7 above.

Q9: Describe the issues related to the use of web—archived information as prior art

information in the course of examination.

The issues relating to the use of web—archived information as prior art are the same as the

issues relating to the use of Internet publications as prior art.

See answers above to questions 1 and 7

3) The patent office’ s decisions and court decisions where the web—archived

information was used as prior art information

Q10: Regarding the judgment of the EPO, Board of Appeal, No. T1134/06(2007)3 provide us

with a summary of the case and the key points from the perspective of this study.

The TBoA was required to consider the reliability of an internet archive disclosure as prior
art following the refusal of the Examining Division of the EPO to grant a patent for a European

patent application relating to a computer game system.

The TBoA noted the difference between the reliability of prior art in the form of traditional
publications made available by written description and the reliability of information made
available to the public by means of an oral description, or in any other way, pursuant to
Article 54(2) EPC. The TBoA considered that the reliability of information made available
to the public via the Internet should be judged in the same way as oral information. The
questions “when was the Internet disclosure made available to the public, what was made
available to the public and under which circumstances was it made available to the public?”

must be answered. These questions must be decided with a strict standard of proof beyond

any reasonable doubt.

RS 2
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Because of the transient nature of the internet and the speed and ease at which websites
can be updated, the lack of regulation and the insecure nature of most websites, the TBoA
considered that is often difficult to establish with a high degree of reliability the content
of a website, and when the relevant information was published. In addition, the Internet
disclosures in question were from a web archive and the TBoA considered that web archived
information poses further problems because links may not be preserved and the archiving
format may not be true to the original format. Further evidence was required to prove
reliability in these circumstances and this evidence had not been provided. Therefore, the
standard of proof had not been met and the internet archive disclosure was found not to form

part of the state of the art.

Q11: Describe the patent office’ s decisions and court decisions where the reliability
(credibility) of the web—archived information, which was used as prior art information,
was disputed. (except for Q10)

Specify each decision by the name of the case, the case number, the court in charge, the
judgment date, etc., and provide us with a summary and the key points from the perspective

of this study. Also specify the source of the decision (the casebook, database, etc.,

from which the decision was cited).

The following summaries of two other decisions cited in case T1134/06' at paragraph 3. 3.1

provide examples of instances where the reliability of online information was disputed:

“In T 91/98 the Board ruled that a date mentioned in the heading of an entry, which was
retrieved from the Lexis—Nexis database (an Internet resource) much later than the relevant
dates in question, could not be equated with the distribution date and, in particular, need
not be right. Affidavits and declarations were also not found to establish the date of
availability with the required degree of certainty. ”

(Boards of Appeal ( “BoA” ) of the European Patent Office (7he Wellcome Foundation Limited),
T 91/98 - 3.3.4, 29 May 2001)

P
Hi4g 2

> THE WELLCOME FOUNDATION LIMITED, T 0091/98, the decision of 29 May 2001, EPO(Technical Board of Appeal)
<http://legal. european—patent—office. org/dg3/pdf/t980091eul. pdf>
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“In T 373/03° neither the author date of a PBS document recovered from the Internet nor
Its date of creation as found embedded in the code were accepted by the Board
as proving a date of availability before the relevant dates in question.

Boards of Appeal ( “BoA” ) of the European Patent Office (/tag Technologies B. V. ), T 373/03-
3.4.01 2 September 2005)

“In both cases the information retrieved from the Internet was not excluded per se. However,
both cases demonstrate the difficulties In determining the exact date of availability of

such information” (T1134/06)

4) Issues faced by the patent office in your country in creating a web archive

Q12. Do you think that a web archive should be created by the patent office? If yes, why?

Is the patent office currently creating a web archive or planning to do so?

In our view, the cost of and difficulties associated with establishing a web archive
specifically for the purpose of patent examination outweighs the benefits and we do not
believe that the EPO should create a web archive at this time. A global web archive
specifically maintained for the purposes of patent examination may hold more appeal than
an EPO web archive. As far as we are aware, the EPO is not currently creating a web archive

or planning to do so.

Q13: Describe the issues that the patent office could face in the course of creating
a web archiving system (the criteria for publicly-known information, prevention of
falsification, treatment under the copyright law, technical problems such as the

garbling of characters, etc.)

Web archiving appears to inevitably involve infringing copyright in the archived content
in those jurisdictions which do not provide a relevant exception to infringement, unless
permission is obtained from each and every copyright owner whose content is stored in the
archive. This might be possible in the context of a l1imited domain (eg. a University website)

but would not be possible if the archive was to include material from a wide number of sources.

6 Ttag Technologies B.V., T 0373/03, the decision of 2 September 2005, EPO(Technical Board of Appeal)
<http://legal. european—patent—office. org/dg3/pdf/t030373eul. pdf>
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While storing online information in a web archive may be an infringement of copyright under
the applicable national laws, in practice, the web archive operator may not face objection
from the relevant copyright owners, particularly if they provide a facility to “opt-out”

of the archive. For example, the Internet archive provides this option.

If a web archive held any personal data, the operator of the archive would need to consider
its obligations under the national European laws implementing the EU Data Protection

Directive 1995.

A web archive operator may also potentially face liability for archived pages which are

defamatory, indecent, a breach of privacy or which are otherwise in breach of the law.

Q14: Describe the desirable structure and functions of a web archiving system, if created

by the patent office (technical information that should be archived for proper

examination, search, reference, disclosure to third parties).

Any web archive created by the patent office should include the following features:

e Key word and/or subject matter search

e Date search (to search for documents that were available as at, or prior to, a specified
date)

e [PC code search

e Publisher search

The archive would need to keep a reliable log of the dates on which web pages/Internet
publications were first made available, whether they were amended at any time and if so how.
The patent office archive would need to be able to provide confirmation of the content and
date of online publication which would be accepted as evidence in patent office proceedings

and in the courts.

Ideally, the web archive would be open to the public for searching. This would greatly
assist patent applicants to determine the state of the art prior to filing any patent
application. However, this may create liability issues for the web archive operator in

relation to copyright infringement and archived pages which are defamatory, indecent, a
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breach of privacy or which are otherwise in breach of the law. If the archive was accessible
by the public, the Patent Office would need to be confident that members of the public could
not manipulate any information stored in the archive. The patent office would need to
balance the public interest in being able to access the archived information against the

risks to the patent office if the archive was open to the public.
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1) The use of online information in the course of examination

Ql: Identify the fields or subject matters in connection of which online information is

often cited. Explain the reasons.

Online information is to be distinguished from information available searching specific
databases available through the Internet. The USPTO’ s Search and Information Resources
Administration screens these databases for both accuracy and reliability. Moreover, access
to these databases by US patent examiners is generally secure, whereas general online

searching is not.

Online information is available in all technical fields and may therefore be useful to patent
examiners in any technical field. However, patent examiners in nascent technologies,
fast—evolving technologies, and in the financial arts have found online information not only
useful, but even essential in the examination of patent applications in these areas. The
primary reason for needing to cite to online information is the lack of relevant information
in more traditional sources of prior art. Another reason for using online information is

that secure, specific databases are not yet available in these fields

Q2: Describe the issues related to the use of online information as prior art information.

A primary concern of the USPTO in the use of the Internet is the fact that all communications
and data transmitted from or to applicant by the Internet may be neither encrypted nor secure.
Where the Internet is used to search patent applications, PTO employees must restrict their
search operations to determining the general state of the art. Because security issues
concerning transmission and capture of search requests by unauthorized individuals have not
yvet been resolved, Patent Examiners are to exercise good judgment and restrict their searches

to nonspecific patent application uses

The USPTO Internet policy on Internet use as it applies to online information is as follows:
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Article 9. The ultimate responsibility for formulating individual search strategies lies
with individual Patent Examiners, Scientific and Technical Information Center (STIC) staff,
and anyone charged with protecting proprietary application data. When the Internet is used
to search, browse, or retrieve information relating to a patent application, other than a
reissue application or reexamination proceeding, Patent Organization users MUST restrict
search queries to the general state of the art. Internet search, browse, or retrieval
activities that could disclose proprietary information directed to a specific application,
other than a reissue application or reexamination proceeding, are NOT permitted

This policy also applies to use of the Internet as a communications medium for connecting
to commercial database providers.

Article 10. Documenting Search Strategies

All Patent Organization users of the Internet for patent application searches shall
document their search strategies in accordance with established practices and procedures
as set forth in MPEP 719. 05 subsection (B) (6).

Article 11. Citations

All Patent Organization users of the Internet for patent application searches shall
record their fields of search and search results in accordance with established practices
and procedures as set forth in MPEP 719.05 subsection (B) (6).

Subparagraph A. Internet document citations should include information which is normally
included for reference documents (i.e., Form PTO-892). In addition, any information which
would aid a future searcher in locating the document should be included in the citation.
Guidelines for citing electronic information can be found as an attachment to this policy.

Subparagraph B. When a document found on the Internet is not the original publication,
then the Patent Examiner or STIC staff shall pursue the acquisition of a copy of the originally
published document or an original of the document or Web object in question for all references
cited. Note: scanned images are considered to be a copy of the original publication.
Electronic—only documents are original publications.

Article 12. Professional Development

The Internet is recognized as a tool for professional development. It may be useful for
keeping informed of technological and legal developments in all art areas. For example, use
of the Internet for keeping abreast of conferences, seminars, and for receiving mail from

appropriate list servers is acceptable

Attachment——Guidelines for Citing Electronic Resources
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The International Organization for Standardization (ISO) has created a standardized
method for citing electronic resources. The formats are set forth in document ISO 690-2,
which was published on November 15, 1997. The formats in ISO 690-2 are consistent with those
proposed by the PTO in the fall of 1996.

IS0 690-2 references several ISO standards relating to documentation of publications.
These are namely ISO 4:1984
Documentation—Rules for the abbreviation of title words and titles of publications; ISO
639:1988 Code for the representation of names of languages; ISO 690:1987
Documentation—Bibliographic references——content, form, and structure (the parent standard
of 690-2); ISO 832:1994 Information and documentation——bibliographic description and
references—Rules for the abbreviation of typical words; ISO 2108:1992 Information and
documentation—International standard book numbering (ISBN); ISO 3297:1986
Documentation—International standard serial numbering (ISSN); ISO 5127-1:1983
Documentation and information——Vocabulary—Part 1: Basic concepts; ISO 8601:1988 Date
elements and interchange formats——Information interchange——Representation of dates and
times; ISO/TR 9544:1988 Information processing—computer—-assisted publishing—Vocabulary;
and ISO/IEC DIS 11179-3 Information technology—Coordination of data element

standardization.

Elements of a Bibliographic Citation

The typical elements of a bibliographic citation are:
a. Author (s)——individual and corporate

b. Title

Titles fall into two general categories:

Those that denote the source work (monograph, journal, conference,
anthology/compilation, etc.)
Those that describe the paper, chapter, or portion of work
c. Publication Date
d. Publisher
e. Report number/Series Number/Other identifying number
f. Editor(s)
g. Page numbers

h. Volume number
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i. Issue number

j. Edition

A single print resource may not have all of the elements listed above; however, they
will possess those which are appropriate to the work. In the case of monographs the volume
and/or issue number may not be essential; as with journals the element for edition will be
nonexistent. Therefore, it can be noted that even in traditional print publications the
format of citations will vary with the resource being cited.

The same can be said for the realm of electronic publications. Electronic documents with
originally published print equivalents will have most traditional bibliographic elements.
Those that have no print equivalents will most likely not have traditional elements, even

though they may look like and seem to possess many qualities of print publications.

Elements of Electronic Resource Citations

What makes the electronic resource different from the print resource? Initially it is
safe to state that basic elements of a print citation are also applicable to the electronic
form. These basic elements will include a title (even in the case of electronic mail in which
the subject line can become the title element), originator (author), publisher, and
publication date (although with electronic publications this element often raises problems
for those verifying the document). Characteristics which are inherent to print publications
but may not be to the electronic form include volumes, issues, and page numbers. The
electronic resource will have elements in addition to the print resource. These elements

include:

a. Type of Media

CD-ROM or other optical storage media

Diskette or other magnetic storage media

Online, including the Internet
b. Availability

The information required to retrieve the resource. In the case of online Internet
resources this would include address—type information, along with directories, filenames,
etc.
c. Date(s)

Posted/Publication
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The publication date is the date the author/originator affixes to the document. If that
is not present, the date the system administrator or webmaster placed the document on the
online system can be substituted.

Accessed on

The date the user found and read the document. They may also have downloaded the document
for personal use. This date will provide future readers with documentation as to what
version/edition the document was on when it was accessed. If a document was altered

subsequently there will not be confusion as to which document the user is referring to.

Proposed Formats

When an examiner retrieves a document from an electronic source, he/she will determine
if it is useful and will cite it if appropriate. Assuming the examiner has located all
pertinent bibliographic elements for a citation, the next task will be to format the citation.

Punctuation is an interesting problem for electronic documents. Traditionally,
academics and library scientists have used punctuation as a means for separating
bibliographic elements in a citation. In the case of retrieving electronic documents,
punctuation becomes part of the citation. When expressing URLs, directories, filenames, etc.,
punctuation marks are required to create an accurate citation. Therefore, limit the amount
of punctuation in the citation in order to avoid confusion.

Due to the ease and potential frequency of updates of electronic documents, ISO 690-2
recommends the use of month, date, year, and time of day on all date citations. There is
no stated preference for dates using standard abbreviated months (Jan., Feb., Mar.) or
complete numeric transcription (using standard format of year—-month-date).

Additionally, standard abbreviations for journal titles, countries, provinces, etc
should be applied to electronic citations.

The following formats are proposals for how an examiner might cite an electronic document.

However, all possible citation iterations are not included; this is a sampling.

CD-ROM, Diskette, Commercial Database

Author. (publication date). Title. Source ( source’’ defined as the entire work, i.e.

journal title). [Type of Medium], volume (issue), paging. Available:

Sample:
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Smith, Joe. (January 1999). How to do an online search. Database. [CD-ROM], 17(2), 1-2.
Available: UMI. File: General Periodicals Index.

FTP

Author. (publication date). Title. Source. [Type of Medium], volume (issue), paging.
Available: Accessed on:

Sample:

Smith, Joe. (January 1999). How to do an online search.

Database. [Online], 17(2), 1-2.

Available FTP: ftp. database. edu Directory: pubs/journals/database.online/voll7 File:
002dbs. txt Accessed on: February 1, 1999.

E-mail, Listservs, Usenet

Author. (publication/posted date). Title. Source (or Subject Line replaces
title/source). [Type of Medium], volume (issue), paging. Available: (either list the
listserv address or fill this position with personal e—mail’’) Accessed on (or received
on) :

Sample:

Smith, Joe. (January 1999). How to do an online search. Database. [Online], 17(2), 1-2.
Available: personal e-mail. Received on: February 1, 1999.

OR
Smith, Joe. Here' s some search advice. [Online] Available: PACS-L@UHUPVMI. uh. edu

Accessed on: February 1, 1999.

Gopher

Author. (publication date). Title. Source. [Type of Medium] volume (issue), paging.
Available: Accessed on:

Sample:

Smith, Joe. (January 1999). How to do an online search.
Database. [Online] 17(2), 1-2. Available Gopher: meckler. dbs. org /Database/pubs/journals/

vol17/Howsearch Accessed on: February 1, 1999.
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Web Site

Author. (publication date). Title. Source. [Type of Medium] volume (issue), paging.
Available: Last update: Accessed on:

Sample:

Smith, Joe. (January 1999). How to do an online search. Database [Online] 17(2), 1-2.
Available Web Site: www/meckler. database. org/Database/pbs/journals/vol17/002dbs. txt Last
update: January 1999 Accessed on: February 1, 1999.

Examiners are encouraged to speak to a PTO librarian or technical information specialist
when they find that crucial elements to the citation are lacking in their records. The
information specialist will work with the examiner to verify dates, authors, and other

elements as needed.

2) The use of web archiving service in the course of examination

Q3: Describe whether and how web archiving service is used in the course of examination.

Where the authenticity and date of a potential prior art document found during an online
search is not apparent from the electronic document itself, the web archive can be used to

determine these elements

Q4: Describe the issues related to the use of web—archived information as prior art

information in the course of examination.

An electronic publication, like any publication, may be relied upon for all that it would
have suggested to one having ordinary skill in the art. See MPEP 2121. 01, 2123 and 2128. 01.
One should note that for a document to be considered a published document, that document
need not necessarily be a printed document. “Given the state of technology in document
duplication, data storage and data systems retrieval, the ‘probability of
dissemination’ of an item very often has little to do with whether or not it is ‘printed’
in the sense of that word when it was introduced into the patent statutes in 1836.” In
re Wyer, 655 F.2d 221, 226, 210 USPQ 790, 794 (CCPA 1981).

An electronic publication, including an on—line database or Internet publication, is
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considered to be a “printed publication” within the meaning of 35 U.S.C. § 102(a) and
(b) provided the publication was accessible to persons concerned with the art to which
the document relates. Thus, “whether information is printed, handwritten, or on
microfilm or magnetic disk or tape, etc., the individual who wishes to characterize the
information as a printed publication should produce sufficient evidence of 1its
dissemination or that it has been otherwise available and accessible to persons concerned
with the art to which the document relates” Wyer, 655 F.2d at 227, 210 USPQ at 795,
Amazon. com v. Barnesandnoble.com, 73 F. Supp. 2d 1228, 53 USPQ 2d 1115, 1119 (W.D. Wash.
1999)

In situations where the electronic version and the published version of the same or
corresponding document differ appreciably, each version may need to be cited and relied
upon as independent references based on what they each disclose. MPEP 2128.

Note: Prior art disclosures on the Internet or in an on—line database are considered to be
publicly available as of the date the item was publicly posted. This is provided that
the item is dated and not temporal, and can be indexed for subsequent retrieval. An example
of a temporal item is a web broadcast that cannot be saved, retrieved or printed, e.g.,
a live simulcast feed that is not archived, and a “streaming” audio or video that

“flashes” across the screen.

The office policy requiring recordation of the field of search and search results weighs
in favor of finding that Internet and on—line database references cited by the examiner
are A “accessible to persons concerned with the art to which the document relates and
thus most likely to avail themselves of its contents.A” In re Wyer, 655 F.2d at 221,
210 USPQ at 790. Office copies of an electronic document must be retained if the same
document may not be available for retrieval in the future. This is especially important

for sources such as the Internet and on—-line databases. See MPEP 2128.

WEBSITES AS PRIOR ART
Websites can be used as references if posting dates can be found, and those posting dates

predate the invention.

SOFTWARE PRODUCTS AS PRIOR ART
Software products can be relied upon as prior art as of the date they were first installed
or released. In re Epstein, 32 F.3d 1559, 31 USPQ2d 1817 (Fed. Cir. 1994). Additionally,

database printouts of abstracts which were not themselves prior art publications were
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properly relied upon as providing evidence that the software products referenced therein
were A “first installedA” or A “releasedA” more than one year prior to applicantA’ s
filing date.

RESOURCES BUSINESS METHODS EXAMINERS USE TO ESTABLISH WEBSITE DATES

Examiners utilize commercial databases and the Wayback Machine to help establish website
posting dates in order to qualify the website as prior art.

A. COMMERCIAL DATABASES

Commercial Databases are often used by Examiners to discover dates for websites. Articles
can be used to provide the date of the website, however, only information in the website
that can be traced back to the date provided by the article can be relied upon.

B. WAYBACK MACHINE

The Wayback Machine finds archived web pages back to 1996 (each archived page is dated),
and it covers many, but not all, web pages

Find archived pages for: http://attrasoft. com

Electronic documents that are not themselves dated and have no posting date, but are/were
available as links on a website that is archived on the Wayback Machine, are dated as
of the archived date of the website

1. WAYBACK MACHINE - CAUTION

Clicking on links within an archived web page does not always take you to another archive
page. It may link you to a current web page

If “web.archives.org” and the archive date is part of the URL, you are still in the archived
pages. If it is not part of the URL, copy the URL you linked to, paste it into the Wayback

Machine, and search for archived pages of that URL.

See also MPEP 2128:
http://www. uspto. gov/web/offices/pac/mpep/documents/2100_2128. htmisect2128

3) Issues faced by the patent office in your country in creating a web archive

Q5. Do you think that a web archive should be created by patent office itself? If yes,
why?

Is the patent office currently creating or planning to create a web archive?

The creation of a web archive by the USPTO is neither a current priority nor is it a project
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under consideration. At the present time, the existence of the “Wayback Machine” web

archive provides a satisfactory verification of electronic documents

Q6: Describe the issues that the patent office could face in the course of creating a
web archive.
For your reference, the following is a sample answer in the case of the JPO.

(In the case of the JPO)

The JPO would face the issues of how to prove the date of archiving the online
information and how to prove that the information has not been falsified after being
archived. If the JPO discloses the archived information to third parties, it would face
the issue of the rights of public transmission specified in Article 23 of the Copyright
Act. Furthermore, in archiving online information, the JPO would face the issue of the
right tomaintain integrity specified in Article 20 of the Copyright Act. On the technical
side, the JPO could face the issue of how to solve such problem as the garbling of

characters.

The USPTO would have to provide a statistically reliable dating mechanism for all electronic
documents. As the current practice with the private Wayback Machine web archive places the
burden of proving that the archival date is incorrect on the patent applicant, and acts
performed by the government are generally presumed correct, the proof of archival date would

not present an issue if the USPTO created its own web archive with applied archival dates.

The creation of a web archive may create copyright issues. However, absent a response from

the USPTO copyright experts, it would be inappropriate to address these issues here.

The most significant issue the USPTO believes it would face would be justifying the expense

of creating and maintaining such a potentially massive database.

Q7: Describe the desirable structure and functions of a web archive, if created by the
patent office (technical information that should be archived for proper examination,

search, reference, disclosure to third parties).

A web archive would desirably provide a fully text searchable system available to both USPTO

staff as well as the public. With regard to content, it should contain those elements
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identified above (see question 2).
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1) The use of online information in the course of examination

Ql: Identify the fields or subject matters in connection of which online information is

often cited. Explain the reasons.

Internet—-based citations can be relevant to all fields of technology. Web-based documents
however tend to be most relevant in the field of computing as there is considerable technical
information available in this field online and this field also includes business methods
and the like. Another field for which the internet is particularly useful for searching patent

applications is the field of telecommunications.

Q2: Describe the issues related to the use of online information as prior art information.

Three key issues arise in relation to the use of online information. The first is the problem
of establishing the date the disclosure was made available to the public and whether it has
been amended since that date. The second is the problem of finding web—based documents that
provide enough technical information for the skilled person to be able to determine the
relevant technical features. A third issue is the need to be careful not to disclose the
invention when entering keywords into web—based search engines. These issues limit the
usefulness of web pages as prior art documents in the patent examination process and the
second of these issues would not be resolved by an archive. Nevertheless web—based prior

art is regularly cited by UK patent examiners and used effectively in the examination process.

A recent case in which the issues surrounding internet citations were discussed is that of
HSBC France’ s application, BL 0/180/09, available from the UK IPO’ s website at

http://www. ipo. gov. uk/pro—types/pro—patent/pro—p—os/p—challenge—decision—results—b1?BL_

Number=0/180/09. In this case the IPO hearing officer considered the date and disclosure

of an internet citation in the context of inventive step. This case discussed EPO practice
but it should be noted that EPO practice has changed since this decision was issued and they

now give more weight to dates verified by www. archive. org.
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2) The use of web archiving service in the course of examination

Q3: Describe whether and how web archiving service is used in the course of examination.

UK patent examiners use the web archiving service www. archive. org to provide evidence of

the date a particular web page was available to the public. A date verified by this service
is generally considered to be a valid date although the UK courts have not yet considered
the reliability of such dates. In a recent decision issued by the UK’ s Intellectual Property
Office, that in Ranger Services Ltd’ s application, BL 0/362/09, the hearing officer accepted

the date of a web page provided by www. archive. org as a valid date. This decision is available

at

http://www. ipo. gov. uk/pro—types/pro—patent/pro—p-os/p—challenge-decision-results—bl. htm
?BL_Number=0%2F362%2F09

Q4: Describe the issues related to the use of web—archived information as prior art

information in the course of examination.

www. archive. org is not complete and many web pages are not available on it. Other issues

in using web—archived information as prior art are the same as those for other online prior

art, as discussed in Q2 above

3) Issues faced by the patent office in your country in creating a web archive

Q5. Do you think that a web archive should be created by patent office itself? If yes,
why?

Is the patent office currently creating or planning to create a web archive?

A web archive created by a patent office would be a useful tool for patent examiners provided
it could be effectively searched and the dates of its contents were legally secure. It could
however be a very large task to create and maintain such an archive, particularly given the

useful function www. archive. org already provides. A cost-benefit analysis would carefully

examine the benefits that a patent office—based archive would provide over and above existing

services such as www. archive. org against the costs of setting up and maintaining such an

archive. There could be a case for patent offices joining together to consider whether to
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create such an archive, either on a multilateral basis or through WIPO. We would however
still wish to see such an archive deliver significant benefits over existing services in

order to justify the cost. A cost—benefit analysis would still be essential

The UK Intellectual Property Office currently has no plans to set up a web archive

Q6: Describe the issues that the patent office could face in the course of creating a
web archive.
For your reference, the following is a sample answer in the case of the JPO.

(In the case of the JPO)

The JPO would face the issues of how to prove the date of archiving the online
information and how to prove that the information has not been falsified after being
archived. If the JPO discloses the archived information to third parties, it would face
the issue of the rights of public transmission specified in Article 23 of the Copyright
Act. Furthermore, in archiving online information, the JPO would face the issue of the
right to maintain integrity specified in Article 20 of the Copyright Act. On the technical
side, the JPO could face the issue of how to solve such problem as the garbling of

characters.

A key issue in creating a web archive would be the cost, including both the cost of setting

up the archive and the cost of maintaining the archive.

There may also be some legal issues in terms of whether UK copyright legislation would allow
us to set up such an archive, and whether we would be allowed to share the results with third
parties (patent applicants, other patent offices, and the general public). Legal advice would
also be necessary during the design of the archive to ensure the dates it gave to web pages
would be legally secure even for web pages no longer available to the public on the web but

which were in the past.

Section 2(2) of the UK Patents Act 1977 states that “the state of the art shall be taken
to comprise all matter (whether a produce, a process, information about either, or anything
else) which has at any time before the priority date of the invention been made available
to the public (whether in the United Kingdom or elsewhere) by written or oral description,

by use or in any other way.” . Thus it would seem that web pages archived in a non—public
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archive and no longer made available to the public by other means would in the UK still
constitute part of the state of the art providing they were at some point made available

to the public.

There are also significant technical issues. How would date stamps be applied to web pages
archived in the archive? On what basis are web pages added to the archive? It what way will
the records be searchable? For example would classification terms be applied to web pages?
Would the archiving be automatic or manual? How large would the servers need to be in order
to store the archive? These technical issues could be overcome, but the cost of the resulting

system would be a large factor.

Q7: Describe the desirable structure and functions of a web archive, if created by the

patent office (technical information that should be archived for proper examination,

search, reference, disclosure to third parties).

There are different types of web disclosure:

1. Academic papers, journals and other technical documents in existing document archives
(some free, some subscription—based).

2. Technical news websites and online forums reporting on and discussing technology and
products.

3. Product or service provider web pages that provide information on their own products and
services.

4. Interactive websites such as Wikipedia which provide information editable by users.
5. Web sites that use inventions in the way they operate (particularly in the
computing/business method field, e.g. an online sales system).

6. Other web users discussing technology in their own web pages, blogs, etc.

It is generally more straightforward to determine the dates of disclosures of types 1 or
2 above. Types 3 to 6 however can cause problems in determining dates. It is in these areas
where an archive would add considerable value even if it was only used to check dates of
documents found on the public web. Archive.org is already a useful tool for this purpose.
A secure archive which could be searched without disclosing the keywords used would add value

over and above existing web searching and archiving tools.
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A web archive could operate in several ways

1. It could mirror the real web in structure (URLs, links etc) and be searchable using a
search engine such as Google. This could be fully automated and maintain 1inks between pages.
It would however be more difficult to search systematically.

2. It could store web content in a more formal database structure using database records
and fields and be searchable using database tools. This would allow some more formal searching
whilst perhaps, with the appropriate software, maintaining an automated archive function.
A question would arise over how links between pages would be maintained (this is very useful
when looking at a number of linked pages around a single product or piece of technology).
3. A patent-style database where web pages are stored in a similar way to patent
specifications. Value could be added such as classification terms, keywords, abstracts or
summaries, etc. This would however involve a huge amount of manual intervention in order
to set up and maintain the archive. If an archive was done on this basis, it would have to
be much more focused on subject matter, particular types of online documents, or particular

web domains.

In order to be of maximum use to patent examiners, a web archive would have to:

1. Date—stamp each archived page in a legally secure manner, and archive at regular intervals.
2. Include powerful search tools which allow private searching (that is, searching where
the keywords used are not disclosed to the public).

3. Include a significant number of records, even if restricted to certain areas of technology.

4. Classification terms would be useful to examiners but would be costly to add to web pages.
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1) The use of online information in the course of examination

Ql: Identify the fields or subject matters in connection of which online information is

often cited. Explain the reasons.

Subject fields according to the IPC:
1) HO4L, electric communication technique, transmission of digital information
2) GO6F, electric digital data processing
3) A61K, preparations for medical purposes, medicines
4) B64C, aeroplanes, helicopters

5) C12N, biochemistry, micro—organisms or enzymes

Library-based types of information cited :
1) Articles from journals (about 55%)
2) Reports on symposiums and conferences (about 20%)
3) Dissertations, theses (about 15%)

4) Corporate publications (about 5%)

For reasons please refer to Q2.

Q2: Describe the issues related to the use of online information as prior art information.

1) Access to databases (IEEE, Elsevier, Wiley, etc.) that can preferably be reached via
the Internet. More than 50% of non-patent literature of the prior art cited in the
procedure are available on the web.

2) Relevant prior art is predominantly found e.g. in the latest research reports, etc
These are subject matters that have not yet found entry into published patent
literature and can be found on the web only (more than 50% of all web searches).

3) Recognition of trends, directions of development (about 10 to 20%)

4) Basic or general introductions to a subject matter (about 20 %)

—229—



2) The use of web archiving service in the course of examination

Q3: Describe whether and how web archiving service is used in the course of examination.

Presently, the DPMA uses the free commercial providers, as the above mentioned ’Internet

Archive Wayback Machine (U.S.)’.

Reasons:

1) Ascertainment of the publication date (frequently)

2) Ascertainment of content no longer available on the web (less frequently)

3) Ascertainment of different publication stages or modifications of a publication

(less frequently)

Q4: Describe the issues related to the use of web—archived information as prior art

information in the course of examination.

See Q3.

3) Issues faced by the patent office in your country in creating a web archive

why?

Q5. Do you think that a web archive should be created by patent office itself? If yes,

Is the patent office currently creating or planning to create a web archive?

1)

2)

3)

It is useful to create web archives where the genuine data of publications, which
are of relevance under patent law, are available in a tamper—proof environment. Such
web archives must, at the very least, be commissioned by patent offices and be managed
under their supervision if they are to satisfy patent law requirements. It should
be explored whether the major patent offices might run such a web archive jointly.
Due to the immense storage space required, the publications to be included should
be selected / limited according to useful criteria. Currently, there is no generally
adopted opinion about this issue at the DPMA.

Within the scope of a feasibility study (pilot project *NPL-ZDB' ), the DPMA currently
establishes a non—patent literature database. The aim of this database is to ensure

that at least the following can be cited: the prior art cited in procedures and a
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state of the art which the examining section considers to be of possible relevance
for future procedures. The compilation of this database is mainly restricted by
copyright. Below you will find a list of the envisaged database fields (table fields
"NPL-ZDB’) :

Type of non—patent literature

Title

Date of publication

Date of publication trustworthy ?

Author

IPC search file

File number

Publication admissible (copyright restriction)

Journal / yearbook / conference report

Book / monograph --- (full title)

Organisation

Editor

Publisher

Place of publication

ISBN

ISSN

Abstract / paper number

Volume / year

Designation of edition / issue

Series

Issue number

Page numbers

URL/URN/DOT

Other source identifiers

Cross reference
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Q6: Describe the issues that the patent office could face in the course of creating a
web archive.
For your reference, the following is a sample answer in the case of the JPO.

(In the case of the JPO)

The JPO would face the issues of how to prove the date of archiving the online information
and how to prove that the information has not been falsified after being archived. If the
JPO discloses the archived information to third parties, it would face the issue of the
rights of public transmission specified in Article 23 of the Copyright Act. Furthermore,
in archiving online information, the JPO would face the issue of the right to maintain
integrity specified in Article 20 of the Copyright Act. On the technical side, the JPO

could face the issue of how to solve such problem as the garbling of characters.

See Q5. The contents of the JPO and DPMA statements are corresponding.

Q7: Describe the desirable structure and functions of a web archive, if created by the
patent office (technical information that should be archived for proper examination,

search, reference, disclosure to third parties).

1) See Q3 and Q5
2) Currently, the DPMA has not adopted any further concrete requirements for a web

archive.
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1) The use of online information in the course of examination

Ql: Identify the fields or subject matters in connection of which online information is

often cited. Explain the reasons.

Such an analysis would require an extensive study.

Some elements: online information has more chances to be cited in fields where no other
scientific literature is available. Examples are video games (interesting fora, chat rooms)
or some software manuals for inventions using software (no software patents per se at the

EPO) .

Q2: Describe the issues related to the use of online information as prior art information.

Article 54(2) EPC defines the state of the art as comprising everything made available to
the public in any way. Consequently, Internet publications (whether text, images, video,

audio or any other type of information) can be used as prior art against a patent application

The issues are mainly related to the publication date.

Despite isolated decisions of the Boards of Appeal (in particular T 1134/06) requiring a
higher standard of proof, the EPO has issued a notice indicating that it will only require
the more usual ‘balance of probabilities’ . That is to say, an allegation will be accepted

as correct if it is more likely to be true than it is to be untrue.

This means that publication dates given on Internet publications are prima facie accepted
as being valid unless there are specific indications to the contrary. The

applicant/proprietor would have to provide concrete arguments as to why the date is not valid

(whereas generic arguments, such as ‘the Internet is unreliable’ , will likely be
disregarded).
According to the principles of ‘free evaluation of evidence’ , the examining division will

weigh up and consider all evidence at its disposal to form an opinion on timing and
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circumstances of an Internet publication.

— Beyond these general principles it may be a separate issue in each individual case to
determine which dates are given on an Internet publication (or embedded within the electronic
copy), and to what extent such a date represents a date of publication. For example, a document
might have been posted on a site which was initially protected against external access (eg:

password, firewall) and made publicly available only later.

2) The use of web archiving service in the course of examination

Q3: Describe whether and how web archiving service is used in the course of examination.

The Wayback Machine (archive.org) is sometimes used to establish or confirm a date of
publication of a particular web page:

- sometimes Internet Archive (or equivalent) is the only source, for example if the document
itself has disappeared;

— sometimes the Internet Archive is used as secondary evidence to show that a particular
document was available in time

The acceptability of data can be challenged at any time, even after apparent agreement by

the applicant; any time can mean late in examination, but also as late as opposition or appeal

Q4: Describe the issues related to the use of web—archived information as prior art

information in the course of examination.

— Comprehensiveness and usability

The archive is not comprehensive and so one cannot rely on finding a particular web page
in the archive, or if it was archived, that it was archived prior to the relevant date of
the patent application. The lack of the ability to search by fulltext and by date is
disadvantageous to examiners. Finally, dynamic web pages are not always completely archived,

so elements of a page may be missing.
Validity

The information stored in the archive is assumed to be correct. Mistakes and manipulations

of the data are theoretical possibilities, but the chance of this happening is assumed to
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be very low. Consequently, it would be for the applicant/proprietor to show that the date

is incorrect or has been manipulated

However, one has to ensure that the date apparent from the URL of the archived page applies
to all sections of the page. For example, images and frames may have individual archiving
dates or may even be ‘live’ (taken from the web page as it currently exists). This requires

a certain technical expertise which many examiners do not have.

Finally, it is noted that only the source code of a page is archived, and not the page as
would be seen by a person browsing the Internet. While this is not yet an issue, as browsers
and web standards develop further, it could happen that the modern web browsers used to view
the archive are no longer able to accurately render an old web page (written to obsolete

standards).

3) Issues faced by the patent office in your country in creating a web archive

Q5. Do you think that a web archive should be created by patent office itself? If yes,
why?

Is the patent office currently creating or planning to create a web archive?

The EPO is currently not creating or planning to create a web archive. Discussions have taken
place and are still going on but no decision in this sense has been taken so far. However,
the EPO would in principle be competent for the creation and the use of such an archive in

the frame of its official duty of patent granting.

The Wayback Machine is not tailored to the needs of patent offices, as can be seen by the
various disadvantages noted above. Documenting (i.e. making searchable by existing examiner
search tools, e.g. by classification, fulltext, dates) non—patent literature, whether
published on the Internet or traditionally, is a key task of a patent office to ensure quality

of search.
If the reasoning of T 1134/06 (requiring the circumstances of an Internet publication to

be proven beyond reasonable doubt) prevails in the EPO Boards of Appeal, a comprehensive

and searchable archive will be necessary to ensure quality of the search and therefore of
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the finally granted patents. The search and examination procedures are administrative in
nature and do not allow the time or the resources necessary to investigate Internet
publications to the extent required by a higher standard of proof. However, Internet
publications are considered an essential part of the search documentation; this importance

will increase in the future.

Q6: Describe the issues that the patent office could face in the course of creating a
web archive.
For your reference, the following is a sample answer in the case of the JPO.

(In the case of the JPO)

The JPO would face the issues of how to prove the date of archiving the online
information and how to prove that the information has not been falsified after being
archived. If the JPO discloses the archived information to third parties, it would face
the issue of the rights of public transmission specified in Article 23 of the Copyright
Act. Furthermore, in archiving online information, the JPO would face the issue of the
right to maintain integrity specified in Article 20 of the Copyright Act. On the technical
side, the JPO could face the issue of how to solve such problem as the garbling of

characters.

In the case of the EPO:

— similarly to the JPO, the issue of proof of date and of integrity of content.

— the issue of costs of creating and maintaining such an archive: who would bear those costs.
Are those costs justified by the number and the importance of corresponding cases?

— Copyright: the download of such information would normally require consent of the copyright
holder, unless such right has been granted, e.g. under a creative commons license or
equivalent.

— Another copyright aspect which already applies to NPL in general is the availability to

the public within the file inspection process

Q7: Describe the desirable structure and functions of a web archive, if created by the

patent office (technical information that should be archived for proper examination,

search, reference, disclosure to third parties).

An archive would have to be designed to be secure and accurate enough such that EPO staff,

—241—



applicants and the general public all have absolute confidence in the reliability of the
archive. This will be difficult to achieve if the archive is not publicly accessible
The archive will have to produce an archived web page exactly as it would have appeared to
a user on the day of archiving, and it should retain this capability long into the future.
The archive should be searchable by date and preferably also by fulltext.
As JPO proposed in Question 1, Internet citations could be analysed to see which web sites
are most cited. These could be archived first. Limit archive (at least initially) to those
websites with largely technical content.

It should also be noted that such an archive would not render non-archived Internet
publications ‘unusable’ ; these would continue to be citable as prior art using the existing

means of establishing a publication date
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