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1 Saigon Kimdan Rubber JSC 45
2 Bao Dang Co., Ltd. 42
3 Saigon Com Thach Co., Ltd. 14
4 ESP Co., Ltd. 13
5 Dai Dong Tien JSC 12
AL RN K4 2009
1 A Chau Shoe Private Company 125
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(v) BACHBEANKRA (R¥EA)

No.- Names of Top 5 applicants 2007
01 HONDA MOTOR CO., LTD 8
02 UNI-CHARM CORPORATION 6
03 SHELL BRANDS INTERNATIONAL AG 4
04 MAGIC CYCLE INDUSTRIAL CO., LTD 3
05 DR. HONGKAD SOUVANNAVONG 2

No.- Names of Top 5 applicants 2008
01 HONDA MOTOR CO., LTD 12
02 V & S VIN & SPRIT AKTIEBOLAG (PUBL) 2

LA BICYCLE (THAILAND) CO., LTD 2
KUNIAKI TAKAMATSU 2
05 | MAHAPHAN FIBRE-CEMENT PUBLIC CO., LTD. 1

No.- Names of Top 5 applicants 2009
01 HONDA MOTOR CO., LTD 9
02 | MAHAPHAN FIBRE-CEMENT PUBLIC CO., LTD. 3
03 LA BICYCLE (THAILAND) CO., LTD 2
04 THE SIAM KUBOTA INDUSTRY CO., LTD 1

FRANS SEGHERS 1

No.- Names of Top 5 applicants 2010
01 HONDA MOTOR CO., LTD 14
02 Petroleum trading Lao Co., LTD 3
03 LA BICYCLE (THAILAND) CO., LTD 2

CANAL+DISTRIBUTION 2

04 THE SIAM KUBOTA INDUSTRY CO., LTD 1
ORION CORPORATION 1

Bavaria N.V. 1

No.- Names of Top 5 applicants 2011
01 HONDA MOTOR CO., LTD 18
02 Yeyang Naoyingyang 01

MR. CHAIYA SURIYAPORNPUN 01
KUBOTA CORPORATION 01
CHONGQING SOKON INDUSTRY GROUP STOCK CO., LTD 01
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guiding a number of articles of the Law on Intellectual Property regarding prtection of intellectua; property rights and on the State management of intellectual property
— Gircular No. 01/2007/TT-BKHCN of February 14,2007,Guiding the i of the G 's Decree No. 103/2006/ND-CP
— Circular No. 01/2008/TT-BKHCN Guiding the grant and withdrawal of industrial property assessor card and eligibility certificate for industrial property assessment organizations
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Issues for each ASEAN country in acceding to the Geneva Act of the Hague Agreement

1. Kingdom of Thailand

A study on design registration systems and practices in the ASEAN member states
was conducted by AIPPI JAPAN commissioned by the JPO, based on surveys on legislation,
examination standards, guidelines for users, and other documents, and on replies to
questionnaire and hearing surveys, while referring to issues for Japan’s accession to the Geneva
Act of the Hague Agreement (hereinafter referred as “the Geneva Act”) under consideration at
the JPO.

The following items were considered as issues for Thailand in acceding to the Geneva
Act.

Notation:
Article: An article of the Geneva Act,
Rule: A Rule of the Common Regulations under the 1999 Act and the 1960 Act of the
Hague Agreement
Al Section: A Section of the Administrative Instructions for the Application of the
Hague Agreement

1.1. Multiple industrial designs in one international application

The Geneva Act allows a single international application to include up to 100
industrial designs which belong to the same main class of the Locarno Classification (Article
5(4), Rule 7(3)(v)and(7)). A Contracting Party may restrict the requirement of the unity of
design, unity of production or unity of use, or that a design which belongs to the same set or to a
composition of items or only one independent and distinct design may be claimed in a single
application, by making a declaration under the Article 13(1) (Special Requirements Concerning
Unity of Design).

Since only one industrial design may be included in a single application under the
Patent Act of Thailand (Patent Act Section 60), it would be necessary to consider whether to
amend the legislation to accept applications for more than one industrial design, the so-called
“multiple design applications”, or make a declaration under Article 13 (1) (Special
Requirements Concerning Unity of Design) not to accept multiple design applications.

In the case of accepting multiple design applications, further consideration should be
taken with regard to how to handle the cases where a number of industrial designs in one
application have different creators from the others, and where only part of the industrial designs



has reasons for refusal while others do not. In addition, it is necessary to consider whether the
format of application, filing fees, and database structure for recording should also be modified.

1.2 Deferment of publication

The Geneva Act allows deferment of the publication of an industrial design for a
period of up to 30 months from the filing date or where priority is claimed, from the priority
date of the application concerned, when the law of the designated Contracting Party provides for
the deferment of publication, by applicants’ request at the time of filing an international
application (Article 11, Rule 16).

In Thailand, after formality examination (preliminary examination), the design
application is published to accept opposition by a third party (Patent Act Section 31 as applied
mutatis mutandis pursuant to Article 65). According to the reply by the Department of
Intellectual Property (DIP) to the questionnaire, although there is no specific provision in the
laws and regulations, an applicant may designate the publication date at the time of filing by
filling in the desired date on the application form, with no limitation on the date (This practice is
applied under “DIP Announcement”). Therefore, the publication date could be deferred for 30
months from the filing date. It would be necessary to consider adding specific provisions into
the present legislation to ensure the deferment of publication for an international application and
to consider prosecuting such applications at the DIP.

1.3 Period for notification of refusal

Under the Geneva Act, the notification of refusal of the effects of an international
registration designating an Office is in principle communicated by the Contracting Party to the
International Bureau within 6 months from the publication of the international registration. The
notification shall state all the grounds on which the refusal is based. However, a Contracting
Party which conducts substantive examinations or whose law provides a period for submitting
an opposition may notify through a declaration that the period of 6 months shall be replaced by
a period of 12 months. The Office of the Contracting Party shall complete the substantive
examination or examination for the opposition within that period and notify the International
Bureau of the decision (Article 12, Rule 18).

In Thailand, since substantive examination are conducted with prior design searches
after 90 days for submitting opposition has passed following publication of an application which
underwent preliminary examination (Patent Act Section 61), Thailand would be entitled to make
the above-mentioned declaration under Rule 18(1)(b). According to the DIP’s reply to the



questionnaire, the average time to complete substantive examinations was 18 months in 2011.
Therefore, it would be necessary to make the declaration to apply 12 months for this period and
at the same time, consider developing a system that enables to complete substantive
examination within the above period by improving the efficiency of examinations etc. .

1.4 Notification to receive confidential copies of an international registration

Under the Geneva Act, the refusal of the effects of an international registration shall
be notified by the Office of the Contracting Party to the International Bureau within the
prescribed period (See 1.3). By notifying wishes to receive confidential copies of the
international registration to the International Bureau, the designated Office can receive the
copies immediately after international registration has been completed (Article 10).

The notification for the confidential copies enables the designated Office to start
substantive examination before international publication. If the applicant withdraws the
application or the designation after the international registration before international publication,
substantive examination based on the confidential copies will go to waste. On the other hand,
without this notification, the designated office has to start substantive examination after the
publication since the copies shall be delivered after the international publication.

In light of the circumstances mentioned in 1.3, it would be necessary to consider
whether to notify wishes to receive confidential copies of international registration to the
International Bureau in order to secure sufficient time for conducting substantive examination
before international publication.

1.5 Applying “exception of lack of novelty” to an international application

While there are no provisions specifically stating “exception of lack of novelty” in the
Geneva Act, an international registration shall have at least the same effect as normal
applications filed in each designated Contracting Party for the grant of protection of the
industrial design under the law of the Contracting Party (Article 14(1)).

In Thailand, provisions concerning “exception of lack of novelty” are prescribed under
Section 19 as applied mutatis mutandis pursuant to Section 65 of the Patent Act. It would be
necessary to consider how to apply the procedure for domestic applications to international
applications by reviewing the procedure itself.

1.6 Use of dotted or broken lines in reproduction of designs for part protection is not
sought



The Geneva Act does not clearly provide protection for the so-called “Partial Design”.
However, matters which is shown in representation of designs but for which protection is not
sought may be indicated by descriptions and/or means of dotted or broken lines (Rule 9(2)(b),
Al Section 403).

At present, Thailand does not have a Partial Design System and does not allow the use
of dotted or broken line for indicating parts for which protection is not sought (Design Manual
3.1). Therefore, it would be necessary to consider how to handle such applications.

1.7 Related design system

The Geneva Act added provisions concerning the so-called “Related Design System”
in January 2012 and enabled designated Contracting Parties that has this system to accept an
international application together with an indication of the reference number to the principal
industrial design or to the principal application or registration (Al Section 407).

At present, Thailand does not have a Related Design System. However, the above
provision affects only those Contracting Parties that has such a system. Therefore no specific
issue has been found regarding this item for Thailand in acceding to the Geneva Act.

1.8 Requirements concerning drawings

The Geneva Act does not allow a Contracting Party to require more than one view
where the industrial design or product is two-dimensional or more than six views where the
product is three-dimensional (Rule 9). The size of and numbering of reproductions are also
specified under the Administrative Instructions. (Al Sections 401 to 406)

In Thailand, 7 views (front view, rear view, left side view, right side view, top view,
bottom view and perspective view) are required in principle, although some of them may be
omitted in case where they are the same (Design Manual 3.1). Therefore, it would be necessary
to consider having the number of the required views not more than six. In addition, according to
the reply to the questionnaire, the numbering system for the reproductions is “Fig. 1, Fig. 2...”
not “1.1, 1.2...” or “1-1, 1-2...” in Thailand. It will be necessary to consider changing this
numbering system if multiple design applications are to be accepted (See 1.1).

1.9 Brief descriptions and claims
It is necessary for a Contracting Party to make a declaration to the International
Bureau when requiring an international application to contain a brief description regarding



reproduction of the design or characteristic feature of the design as elements that identify the
design and when requiring stating the claims for which rights are sought. (Article 5(2)(ii), (iii)).
Even if the Contracting Party does not require a brief description or a claim, at the option of the
applicant, brief description may be included in the international application (Rule 7(5)). If the
description exceeds 100 words, an additional fee is required.

Stating the claim is required by the law of Thailand (Patent Act Section 59(3)) and a
brief description within 100 words may be included in the application (Regulation No.21 Rule
20).

If a brief descriptions and a claim are mandatory requirements in the current Thailand
Design Patent System, Thailand should consider making a declaration or changing the

requirement of the current provision.

1.10 Specimens

When an international application governed exclusively by the Geneva Act contains a
request for deferment of publication in respect of a two-dimensional industrial design, it is
possible to contain specimens of the industrial design instead of reproductions referred to in
Rule 9 (Rule 10). The Office of the Contracting Party may notify the International Bureau that
the Office wishes to receive a copy of the international registration, along with any relevant
statement, document or specimen for the international application (Article 10(5) of the Geneva
Act).

As the current design patent system of Thailand does not accept design applications
with specimens instead of reproductions (Regulation No.21 Rulel9), if Thailand does not make
a declaration under the Article 11(1)(b)( which means that Thailand will provide the deferment
of the publication of an industrial design), it will become necessary for Thailand to accept
specimens. Therefore, Thailand has to consider whether to accept specimens or notify that it
wishes to receive a copy of the international registration.

1.11 Requirement to file an application in the name of the creator

When the law of a Contracting Party requires that the application for protection of a
design should be filed in the name of the creator of the industrial design, the Contracting Party
may notify that fact and its procedure complying with the requirements in a declaration (Rule
8).

The law of Thailand requires that an application should be filed in the name of the



creator of the industrial design. When the applicant is not the creator, the applicant has to attach
the deed of assignment from the creator to the applicant (Patent Act Section 10 as applied
mutatis mutandis pursuant to Section 65). Therefore, Thailand has to consider notifying the
requirement to file the application in the name of the creator, or changing requirement of the

national system.

1.12 Formality examination

Under the Geneva Act, International Bureau examines the formality requirement of an
international application. When the formality requirement is satisfied, the international
application is registered and published in 6 months from the international registration date
(Article 8, 10).

In the design patent system of Thailand, preliminary examination is conducted before
the publication, and substantive examination is conducted after the publication. Furthermore, at
the preliminary examination in Thailand, in addition to formality requirements, substantive
matters such as consistency of drawing are examined. Since under the Geneva Act, formality
examination of international applications is conducted by the International Bureau, it would be
necessary for Thailand to change the procedure of design patent examinations.

1.13 International register/License information

Under the Geneva Act, international registration is recorded on the International
Register managed by the International Bureau. The International Register does not hold any
information regarding licenses or pledging (Article 16).

The register of design patent in Thailand may contain information regarding exclusive
or non-exclusive licenses (Ministerial Regulations No. 26, Rule 2). However, the international
register does not have any information regarding licenses. Therefore, Thailand should consider

how to manage the license information or amend the provision regarding licenses.

1.14 Duration of registration

Under the Geneva Act, the duration of protection in the Contracting Parties is 15 years
counted from the date of the international registration but when the period provided under the
domestic law in the designated Contracting Party is longer, the period will be the same as the
duration provided by the domestic law (Article 17).

The law of Thailand provides for the duration of protection for 10 years counted from



the filing date (Patent Act Section 62). Therefore, Thailand needs to amend the provision to
extend the duration of design patents.

1.15 Fees for international application/registration

Under the Geneva Act, the fee for an international application consists of (i) basic fee,
(ii) designation fee, and (iii) publication fee (in some cases, additional fee is required). Basic fee
and publication fee are calculated by the number of designs, pages, and the words in the
description for the international application. Only the designation fee depends on the designated
country or countries. The designation fee for a Contracting Party whose Office does not conduct
any substantive examination is Level 1, the designation fee for a Contacting Party whose Office
conducts substantive examination on matters other than novelty is Level 2 and a Contracting
Party whose office conducts substantive examination, including examination on novelty either
ex officio or following opposition by third parties is Level 3 (Article 7 and Rule 12). An
Examining Office may replace standard designation fee by individual designation fee through a
declaration, which may not exceed the fee charged in its country. Furthermore, an Examining
Office may specify that the individual fee will be divided into two parts, in which the first part
is paid at the time of filing the international application and the second part is paid at a later date
determined in accordance with the law of the Contracting Party concerned, in a declaration
(Article 1(xvii), 7 and Rule 12).

In Thailand, the DIP conducts substantive examination, including examination on
novelty ex officio. The fee for filing an application is 250 THB, another 750 THB is required for
registration, and annual renewal fee is further charged (reduction for bullet payment of renewal
fee is available) (Rule 2). Therefore, Thailand needs to consider whether to declare payment by
the individual designation fee and the amount of renewal fee when renewal of the fee as
prescribed by the Geneva Act is applied.

1.16 Effect of designation of the applicant’s Contracting Party

When a Contracting Party whose Office is an Examining Office is the domicile of the
applicant, it may make a declaration and notify the Director General that the designation of the
Contracting Party in an international registration will have no effect (Article 14(3)).

Without the declaration under Article 14(3), an applicant may file an industrial design
either directly as a national application or via the International Bureau as an international
application, by the option of the applicant, which may result in two equivalent applications for
the same design existing in different languages and formats.



Therefore, Thailand needs to consider whether to make a declaration under Article
14(3) and make a notification.

1.17 Intermediary Office

An international application may be filed, at the option of the applicant, either directly
with the International Bureau or through the Office of the applicant's Contracting Party (Article
4(1)). However, any Contracting Party may declare that international applications may not be
filed through its Office and notify the fact to the Director General (Article 14(2)).

In case an Office does not make a declaration under Article 4(1), and the Office allows
an applicant to file indirectly through the Office, the Office may notify and accept to collect and
forward the fees payable in connection with the application to the International Bureau (Rule

27(2)(b)).

The choice of option provided under Article 4(1) should be made by taking account of

the convenience for applicants.



2. Socialist Republic of Vietnam

A study on design registration systems and practices in the ASEAN member states
was conducted by AIPPI JAPAN commissioned by the JPO, based on surveys on legislation,
examination standards, guidelines for users and other documents, and on replies to
questionnaire and hearing surveys, while referring to issues for Japan’s accession to the Geneva
Act of the Hague Agreement (hereinafter referred as “the Geneva Act”) under consideration at
the JPO.

The following items were considered as issues for Vietnam in acceding to the Geneva
Act.

Notation:
Article: An article of the Geneva Act,
Rule: A Rule of the Common Regulations under the 1999 Act and the 1960 Act of the
Hague Agreement
Al Section: A Section of the Administrative Instructions for the Application of the
Hague Agreement

2.1 Multiple industrial designs in one international application

The Geneva Act allows a single international application to include up to 100
industrial designs which belong to the same main class of the Locarno Classification (Article
5(4), Rule 7(3)(v)and(7)). A Contracting Party may restrict the requirement of the unity of
design, unity of production or unity of use, or that a design which belongs to the same set or to a
composition of items or only one independent and distinct design may be claimed in a single
application, by making a declaration under the Article 13(1) (Special Requirements Concerning
Unity of Design).

The law of Vietnam allows multiple industrial designs in one application as
“Variations of industrial design that express a single common inventive idea and that are not
significantly different from such industrial design” (Law on Intellectual Property Article 101).
However, “the same main class” of Locarno Classification allows including a wider range of
designs in one application than this definition. Therefore, it should be considered whether to
make a notification through a declaration to restrict the requirement of multiple designs in one
application being complied with the present practice in Vietnam in accordance with Article 13
(Special Requirements Concerning Unity of Designs) or amend the provision of Article 101 to
expand the range of multiple designs in one application to the range of main class of the
Locarno Classification.



2.2 Deferment of publication

The Geneva Act allows deferment of the publication of an industrial design for a
period of up to 30 months from the filing date or where priority is claimed, from the priority
date of the application concerned, when the law of the designated Contracting Party provides for
the deferment of publication, by applicants’ request at the time of filing an international
application (Article 11, Rule 16).

In Vietnam, an industrial design application is published within 2 months after the
filing date and a registered industrial design is published in the gazette within 2 months from the
date of registration (Law on Intellectual Property Article 110).

Regarding deferment of publication, since there is no system to allow such deferment
in Vietnam, it would be necessary to consider whether to introduce deferment of publication
into the design registration system or make a declaration not to provide for deferment of
publication.

Either way, the timing of international publication is six months after the date of the
international registration in general (Rule 17(1)), which is different from the above-mentioned
timing of publication in Vietnam. Therefore, it would be necessary to consider how to
harmonize the timing of publication with that under the Geneva Act.

2.3 Period for notification of refusal

Under the Geneva Act, the notification of refusal of the effects of an international
registration designating an Office is in principle communicated by the Contracting Party to the
International Bureau within 6 months from the publication of the international registration. The
notification shall state all the grounds on which the refusal is based. However, a Contracting
Party which conducts substantive examinations or whose law provides a period for submitting
an opposition may, in a declaration, notify that the period of 6 months shall be replaced by a
period of 12 months. The Office of the Contracting Party shall complete the substantive
examination or examination for the opposition within that period and notify the International
Bureau of the decision (Article 12, Rule 18).

In Vietnam, since substantive examination are conducted with prior design searches
after 2 months for submitting opposition have passed following publication of an application
which underwent preliminary examination (Law on Intellectual Property Article 112 and 114),
Vietnam would be entitled to make the above-mentioned declaration under Rule 18(1)(b).
Although there is no information on the period necessary for conducting substantive



examinations in Vietnam, it would be necessary to consider making a declaration to apply 12
months for the above period.

2.4 Notification of wishes to receive confidential copies of an international registration

Under the Geneva Act, the refusal of the effects of an international registration shall
be notified by the Office of the Contracting Party to the International Bureau within the
prescribed period (See 2.3). By notifying wishes to receive confidential copies of the
international registration to the International Bureau, the designated Office can receive the
copies immediately after international registration has been completed (Article 10(5)).

The notification for the confidential copies enables the designated office to start
substantive examination before international publication. If the applicant withdraws the
application or the designation after the international registration before international publication,
substantive examination based on the confidential copies will go to waste. On the other hand,
without this notification, the designated office has to start substantive examination after the
publication, since the copies shall be delivered after the international publication.

In light of the circumstances mentioned in 2.3, it would be necessary to consider
whether to notify wishes to receive confidential copies of international registration to the
International Bureau in order to secure sufficient time for conducting substantive examination

before international publication.

2.5 Applying “exception of lack of novelty” to an international application

While there are no provisions specifically stating “exception of lack of novelty” in the
Geneva Act, an international registration shall have at least the same effect as normal
applications filed in each designated Contracting Party for the grant of protection of the
industrial design under the law of the Contracting Party (Article 14(1)).

In Vietnam, provisions concerning “exception of lack of novelty” are prescribed under
Article 65 of Law on Intellectual Property. It would be necessary to consider how to apply the
procedure for domestic applications to international applications by reviewing the procedure
itself.

2.6 Use of dotted or broken lines in a reproduction of designs for part protection is not
sought

The Geneva Act does not clearly provide protection for the so-called “Partial Design”.
However, matters which are shown in a reproduction of designs but for which protection is not



sought may be indicated by descriptions and/or by means of dotted or broken lines (Rule 9(2)(b),
Al Section 403).

The current laws of Vietnam do not provide protection for Partial Design and do not
allow the use of dotted or broken line for indicating the parts for which protection is not sought
(Circular No. 01/2007/TT-BKHCN, Point 33.6(a)). Therefore, it would be necessary to consider
how to handle such applications.

2.7 Related design system

The Geneva Act added provisions concerning the so-called “Related Design System”
in January 2012 and enabled designated Contracting Parties that have this system to accept an
international application together with an indication of the reference number to the principal
industrial design or to the principal application or registration (Al Section 407).

The current law of Vietnam does not provide for a Related Design System. However,
the abovementioned provision affects only those Contracting Parties that has such system.
Therefore, no specific issue has been found regarding this item for Vietnam in acceding to the
Geneva Act.

2.8 Requirements concerning drawings

The Geneva Act does not allow a Contracting Party to require more than one view
where the industrial design or product is two-dimensional or more than six views where the
product is three-dimensional (Rule 9). The size of and numbering of reproductions are also
specified under the Administrative Instructions. (Al Sections 401 to 406)

In Vietnam, 7 views (front view, rear view, left side view, right side view, top view,
bottom view and perspective view) are required and other necessary views (such as sectional
view and enlarged view) are required when needed. In addition, the required size of
representations is different from the Geneva Act (Circular No. 01/2007/TT-BKHCN, Point
33.6). Therefore, it would be necessary to consider how to adjust the requirements with those
under the Geneva Act.

2.9 Brief descriptions and claims

It is necessary for a Contracting Party to make a declaration to the International
Bureau when requiring an international application to contain a brief description regarding
reproduction of the design or characteristic feature of the design as elements that identify the



design and when requiring stating the claims for which rights are sought. (Article 5(2)(ii), (iii)).
Even if the Contracting Party does not require a brief description or a claim, at the option of the
applicant, a brief description may be included in the international application (Rule 7(5)). If the
description exceeds 100 words, an additional fee is required.

The law of Vietnam requires a description of the industrial design as a disclosure
requirement (Law on Intellectual Property Article 103). If Vietnam wishes to include
description as a mandatory requirement of an international application, it should consider
making a notification through the declaration under the Article 5(2)(b)(ii).

2.10 Specimens

When an international application governed exclusively by the Geneva Act contains a
request for deferment of publication in respect of a two-dimensional industrial design, it is
possible to contain specimens of the industrial design instead of reproductions referred to in
Rule 9 (Rule 10). The Office of the Contracting Party may notify the International Bureau that
the Office wishes to receive a copy of the international registration, along with any relevant
statement, document or specimen for the international application (Article 10(5) of the Geneva
Act).

As the current design patent system of Vietnam does not accept design applications
with specimens instead of reproductions (Law on Intellectual Property Article 108(1)(b)), if
Vietnam does not make a declaration under the Article 11(1)(b)( which means that Vietnam will
provide the deferment of the publication of an industrial design), it will become necessary for
Vietnam to allow specimens. Therefore, Vietnam has to consider whether to allow specimens or
notify that it wishes to receive a copy of the international registration.

2.11 Requirement to file an application in the name of the creator

When the law of a Contracting Party requires that the application for protection of a
design should be filed in the name of the creator of the industrial design, the Contracting Party
may notify that fact and the procedure complying with the requirements in a declaration (Rule
8),

The law of Vietnam requires that an application should be filed in the name of the
creator of the industrial design (Law on Intellectual Property Article 100(1)(d)). When an
applicant is not the creator, the applicant has to attach the deed of assignment from the creator to
the applicant. Therefore, Vietnam has to consider notifying the requirement to file an



application in the name of the creator, or changing requirement of the national system.

2.12 Formality examination

Under the Geneva Act, the International Bureau examines the formality requirement of
an international application. When the formality requirement is satisfied, the international
application is registered and published in 6 months from the international registration date
(Article 8, 10).

Through this study, specific issues in applying the formality examinations of the
Geneva Act to the law of Vietnam were not discovered.

2.13 International register/License information

Under the Geneva Act, international registration is recorded on the International
Register managed by the International Bureau. The International Register does not hold any
information regarding licenses or pledging (Article 16).

The register of industrial design registration in Vietnam requires registration of license
contracts (Law on Intellectual Property Article 149). However, the international register does
not have any information regarding licenses. Therefore, Vietnam needs to consider how to

manage the license information or amend the provision regarding licenses.

2.14 Duration of registration

Under the Geneva Act, the duration of protection in Contracting Parties is 15 years
counted from the date of the international registration but when the period provided under the
domestic law in the designated Contracting Party is longer, the period will be the same as the
duration provided by the domestic law (Article 17).

Under the law of Vietnam, a registered industrial design is valid for 5 years, and the
period may be renewed for two consecutive periods of 5 years (Law on Intellectual Property
Article 93(4)). Therefore, the current duration of protection meets the requirements of the
Geneva Act.

2.15 Fees for international application/registration

Under the Geneva Act, the fee for an international application consists of (i) basic fee,
(ii) designation fee, and (iii) publication fee (in some cases, additional fee is required). Basic fee
and publication fee are calculated by the number of designs, pages, and the words in the



description for the international application. Only the designation fee depends on the designated
country or countries. The designation fee for a Contracting Party whose Office does not conduct
any substantive examination is Level 1, the designation fee for a Contacting Party whose Office
conducts substantive examination on matters other than novelty is Level 2 and a Contracting
Party whose office conducts substantive examination, including examination on novelty either
ex officio or following opposition by third parties is Level 3 (Article 7 and Rule 12). An
Examining Office may replace standard designation fee by individual designation fee through a
declaration, which may not exceed the fee charged in its country. Furthermore, an Examining
Office may specify that the individual fee will be divided into two parts, in which the first part
is paid at the time of filing the international application and the second part is paid at a later date
determined in accordance with the law of the Contracting Party concerned, in a declaration
(Article 1(xvii), 7 and Rule 12).

In Vietnam, the National Office of Intellectual Property (NOIP) conducts substantive
examination, including examination on novelty ex officio. The fee for filing an industrial design
application is 180,000 VND with 60,000 VND for each drawing from the second one, for
searches 120,000 VND, and for examination 300,000 VND (Questionnaire reply). Although the
law of Vietnam has a 5 year renewal system in the same way as the Geneva Act, fees for the
presence of electronic data and for additional drawings are prescribed in detail. (The Table Fees
and Charges relating to Industrial Designs) Therefore, Vietnam needs to consider whether to
declare payment by the individual designation fee.

2.16 Effect of designation of the applicant’s Contracting Party

When a Contracting Party whose Office is an Examining Office is a domicile of the
applicant, it may make a declaration and notify the Director General that the designation of the
Contracting Party in an international registration will have no effect (Article 14(3)).

Without the declaration under Article 14(3), an applicant may file an industrial design
either directly as a national application or via the International Bureau as an international
application, by the option of the applicant, which may result in two equivalent applications for
the same design existing in different languages and formats.

Therefore, Vietnam needs to consider whether to make a declaration under Article
14(3) and make a notification.

2.17 Intermediary Office.



An international application may be filed, at the option of the applicant, either directly
with the International Bureau or through the Office of the applicant's Contracting Party (Article
4(1)). However, any Contracting Party may declare that international applications may not be
filed through its Office and notify the fact to the Director General (Article 14(2)).

In case an Office does not make a declaration under Article 4(1), and the Office allows
an applicant to file indirectly through the Office, the Office may notify and accept to collect and
forward the fees payable in connection with the application to the International Bureau (Rule

27(2)(b)).

The choice of option provided under Article 4(1) should be made by taking account of
the convenience for applicants.



3. Republic of Indonesia

A study on design registration systems and practice in the ASEAN member states was
conducted by AIPPI JAPAN commissioned by the JPO, based on surveys on legislation,
examination standards, guidelines for users and other documents, and on replies to
questionnaire and hearing surveys, while referring to issues for Japan’s accession to the Geneva
Act of the Hague Agreement (hereinafter referred as “the Geneva Act”) under consideration at
the JPO.

The following items were considered as issues for Indonesia in acceding to the Geneva
Act.

Notation:
Article: An article of the Geneva Act,
Rule: A Rule of the Common Regulations under the 1999 Act and the 1960 Act of the
Hague Agreement
Al Section: A Section of the Administrative Instructions for the Application of the
Hague Agreement

ID Law: Law No. 31 of December 20, 2000 regarding Industrial Designs
ID Regulation: Indonesia Government Regulation No. 1 of 2005

3.1 Multiple industrial designs in one international application

The Geneva Act allows a single international application to include up to 100
industrial designs which belong to the same main class of the Locarno Classification (Article
5(4), Rule 7(3)(v)and(7)). A Contracting Party may restrict the requirement of the unity of
design, unity of production or unity of use, or that a design which belongs to the same set or to a
composition of items or only one independent and distinct design may be claimed in a single
application, by making a declaration under the Article 13(1) (Special Requirements Concerning
Unity of Design).

The law of Indonesia allows several industrial designs that belong to the same class to
be included in one application (ID Law Article 13), in the same way as the Geneva Act.

If there are no issues regarding multiple creators of designs in one application, an
application with some designs that have reasons for refusal, application format, or data base
structure for recording, this system will not be an issue for Indonesia in acceding to the Geneva
Act.



3.2 Deferment of publication

The Geneva Act allows deferment of the publication of an industrial design for a
period of up to 30 months from the filing date or where priority is claimed, from the priority
date of the application concerned, when the law of the designated Contracting Party provides for
the deferment of publication, by applicants’ request at the time of filing an international
application (Article 11, Rule 16).

The law of Indonesia allows deferment of publication for up to 12 months from the
filing date or the priority date (ID Law Article 25(4), (5)). Therefore, it would be necessary to
consider whether to make a declaration under Article 11(1)(a) to notify that the period of
deferment is less than 30 months, or extend the period of deferment to conform with the Geneva
Act.

3.3 Period for notification of refusal

Under the Geneva Act, the notification of refusal of the effects of an international
registration designating an Office is in principle communicated by the Contracting Party to the
International Bureau within 6 months from the publication of the international registration. The
notification shall state all the grounds on which the refusal is based. However, any Contracting
Party which conducts substantive examinations or whose law provides a period for submitting
an opposition may, notify through a declaration that the period of 6 months shall be replaced by
a period of 12 months. The Office of the Contracting Party shall complete the substantive
examination or examination for the opposition within that period and notify the International
Bureau of the decision (Article 12, Rule 18).

In Indonesia, after 3 months have passed for submitting an opposition following
publication of an application which underwent preliminary examination (ID Law Article 26),
substantive examination is conducted with prior design search although there is no specific
provisions on substantive examination. In the reply to the questionnaire, the Directorate General
of Intellectual Property Rights (DGIPR) stated that the average time to complete a substantive
examination was 12 months in 2012. Therefore it would be necessary to add specific provisions
on substantive examination into the Design Law of Indonesia as well as consider making the
above-mentioned declaration to apply 12 months for this period and improve the efficiency of
substantive examination in order to be able to complete substantive examination within the

above period.

3.4 Notification to receive confidential copies of an international registration



Under the Geneva Act, the refusal of the effects of an international registration shall
be notified by the Office of the Contracting Party to the International Bureau within the
prescribed period (See 3.3). By notifying wishes to receive confidential copies of the
international registration to the International Bureau, the designated Office can receive the
copies immediately after international registration has been completed (Article 10).

The notification for the confidential copies enables the designated office to start
substantive examination before international publication. If the applicant withdraws the
application or the designation after the international registration before the international
publication, substantive examination based on the confidential copies will go to waste. On the
other hand, without this notification, the designated office has to start substantive examination
after the publication since the copies shall be delivered after the international publication.

In light of the circumstances mentioned in 3.3, it would be necessary to consider
whether to notify wishes to receive confidential copies of international registration to the
International Bureau in order to secure sufficient time for conducting substantive examination

before international publication.

3.5 Applying “exception of lack of novelty” to an international application

While there are no provisions specifically stating “exception of lack of novelty” in the
Geneva Act, an international registration shall have at least the same effect as normal
applications filed in each designated Contracting Party for the grant of protection of the
industrial design under the law of the Contracting Party (Article 14(1)).

In Indonesia, provisions concerning “exception of lack of novelty” are prescribed
under Article 3 of the ID Law. It would be necessary to consider how to apply the procedure for
domestic applications to international applications by reviewing the procedure itself.

3.6 Use of dotted or broken lines in a reproduction of designs for part protection is not
sought

The Geneva Act does not clearly provide protection for the so-called “Partial Design”.
However, matters which are shown in a reproduction of designs but for which protection is not
sought may be indicated by descriptions and/or means of dotted or broken lines (Rule 9(2)(b),
Al Section 403).

In Indonesia, the parts for which protection is not sought may be indicated by dotted
lines (ID Regulation, Article 6(1)(g)). Therefore, the use of dotted or broken lines would not be



a problem for Indonesia in acceding to the Geneva Act.

3.7 Related design system

The Geneva Act added provisions concerning the so-called “Related Design System”
in January 2012 and enabled designated Contracting Parties that has this system to accept an
international application together with an indication of the reference number to the principal
industrial design or to the principal application or registration (Al Section 407).

At present, Indonesia does not have a Related Design System. However, the above
provision affects only those Contracting Parties that has such a system. Therefore, no specific
issue has been found regarding this provision for Indonesia in acceding to the Geneva Act.

3.8 Requirements concerning drawings

The Geneva Act does not allow a Contracting Party to require more than one view
where the industrial design or product is two-dimensional or more than six views where the
product is three-dimensional (Rule 9). The size of each representation and numbering of
reproductions are also specified under the Administrative Instructions. (Al Sections 401 to 406)

As a result of this study, we consider that the above requirements would not be a
problem for Indonesia in acceding to the Geneva Act.

3.9 Brief descriptions and claims

It is necessary for a Contracting Party to make a declaration to the International
Bureau when requiring an international application to contain a brief description regarding
reproduction of the design or characteristic feature of the design as elements that identify the
design and when requiring stating the claims for which rights are requested. (Article 5(2)(ii),
(iii)). Even if the Contracting Party does not require a brief description or a claim, at the option
of the applicant, a brief description may be included in the international application (Rule 7(5)).
If the description exceeds 100 words, an additional fee is required.

The law of Indonesia requires a description of industrial design as a disclosure
requirement (ID Law Article 11 and 18). If Indonesia requires a description as a mandatory
element of an international application, it needs to consider notifying as such in a declaration
under the Article 5(2)(b)(ii).

3.10 Specimens



When an international application governed exclusively by the Geneva Act contains a
request for deferment of publication in respect of a two-dimensional industrial design, it is
possible to contain specimens of the industrial design instead of reproductions referred to in
Rule 9, (Rule 10). The Office of the Contracting Party may notify the International Bureau that
the Office wishes to receive a copy of the international registration, along with any relevant
statement, document or specimen for the international application (Article 10(5) of the Geneva
Act).

The current law of Indonesia allows to accept an industrial design application with
specimens (ID Law Article 11(4)(a)). In case a Contracting Party does not make a declaration
under Article 11(1)(b) (which means that the Contracting Party will provide the deferment of
the publication of an industrial design), the Contracting Party needs to accept specimens, but
through this study, the acceptance of specimens is not an obstacle for Indonesia in acceding to
the Geneva Act.

3.11 Requirement to file an application in the name of the creator

When the law of a Contracting Party requires that an application for protection of a
design should be filed in the name of the creator of the industrial design, the Contracting Party
may notify that fact and the procedure complying with the requirements in a declaration (Rule
8).

The law of Indonesia requires that an application should be filed in the name of the
creator of the industrial design (ID Law Article 11(6)). When an applicant is not the creator, the
applicant has to attach the deed of assignment from the creator to the applicant. Therefore,
Indonesia has to consider notifying the requirement to file an application in the name of the
creator, or changing the requirement of the national system

3.12 Formality examination

Under the Geneva Act, the International Bureau examines the formality requirement of
an international application. When the formality requirement is satisfied, the international
application is registered and published in 6 months from the international registration date
(Article 8, 10).

As a result of this study, specific problem in applying formality examinations under
the Geneva Act to the law of Indonesia was not discovered.



3.13 International register/License information

Under the Geneva Act, international registration is recorded on the International
Register managed by the International Bureau. The International Register does not hold any
information regarding licenses or pledging (Article 16).

The register of industrial design registration in Indonesia requires registration of
license contracts (ID Law Article 36), and without this registration of contract, the license
contract may be nullified. However, the international register does not have any information
regarding licenses. Therefore, Indonesia should consider how to manage the license information

or amend the provision regarding licenses.

3.14 Duration of registration

Under the Geneva Act, The duration of protection in Contracting Parties is 15 years
counted from the date of the international registration but when the period provided under the
domestic law in the designated Contracting Party is longer, is the period will be the same as the
duration provided by the domestic law (Article 17).

The law of Indonesia provides for the duration of protection for 10 years counted from
the filing date (ID Law Article 5). Therefore, Indonesia needs to amend the provision to extend
the duration of design patents.

3.15 Fees for international application/registration

Under the Geneva Act, the fee for an international application consists of (i) basic fee,
(ii) designation fee, and (iii) publication fee (in some cases, additional fee is required). Basic fee
and publication fee are calculated by the number of designs, pages, and the words in the
description for the international application. Only the designation fee depends on the designated
country or countries. The designation fee for a Contracting Party whose Office does not conduct
any substantive examination is Level 1, the designation fee for a Contacting Party whose Office
conducts substantive examination on matters other than novelty is Level 2 and a Contracting
Party whose office conducts substantive examination, including examination on novelty either
ex officio or following opposition by third parties is Level 3 (Article 7 and Rule 12). An
Examining Office may replace standard designation fee by individual designation fee through a
declaration, which may not exceed the fee charged in its country. Furthermore, an Examining
Office may specify that the individual fee will be divided into two parts, in which the first part
is paid at the time of filing the international application and the second part is paid at a later date
determined in accordance with the law of the Contracting Party concerned, in a declaration



(Article 1(xvii), 7 and Rule 12).

In Indonesia, the law provides for examination following opposition by third parties,
but according to the reply to our survey in this study, the DGIPR, in practice, conducts
examination without any submission of opposition. The fee for filing an application is 600,000
IDR and at registration 100,000 IDR (Tariff). It is necessary to consider applying a renewal
system and a fee schedule consistent with the system. If Indonesia wishes to declare payment by
individual designation fee, it needs to consider the amendment of law that conforms to

substantive examination conducted ex officio in practice.

3.16 Effect of designation of the applicant’s Contracting Party

When a Contracting Party whose Office is an Examining Office is the domicile of the
applicant, it may make a declaration and notify the Director General that the designation of the
Contracting Party in an international registration will have no effect (Article 14(3)).

Without the declaration under Article 14(3), an applicant may file an industrial design
either directly as a national application or via the International Bureau as an international
application, by the option of the applicant, which may result in two equivalent applications for
the same design existing in different languages and formats.

Therefore, Indonesia needs to consider whether to make a declaration under Article
14(3) and make a notification.

3.17 Intermediary Office

An international application may be filed, at the option of the applicant, either directly
with the International Bureau or through the Office of the applicant's Contracting Party (Article
4(1)). However, any Contracting Party may declare that international applications may not be
filed through its Office and notify the fact to the Director General (Article 14(2)).

In case an Office does not make a declaration under Article 4(1), and the Office allows
an applicant to file indirectly through the Office, the Office may notify and accept to collect and
forward the fees payable in connection with the application to the International Bureau (Rule

27(2)(b)).

The choice of option provided under Article 4(1) should be made by taking account of
the convenience of applicants.



4. Malaysia

A study on design registration systems and practices in ASEAN member states was
conducted by AIPPI JAPAN commissioned by the JPO, based on surveys on legislation,
examination standards, guidelines for users and other documents, and on answers to
questionnaire and hearing surveys, while referring to issues for Japan’s accession to the Geneva
Act of the Hague Agreement (hereinafter referred as “the Geneva Act”) under consideration at
the JPO.

The following items were considered as issues for Malaysia in acceding to the Geneva
Act.

Notation:
Article: An article of the Geneva Act,
Rule: A Rule of the Common Regulations under the 1999 Act and the 1960 Act of the
Hague Agreement
Al Section: A Section of the Administrative Instructions for the Application of the
Hague Agreement

4.1 Multiple industrial designs in one international application

The Geneva Act allows a single international application to include up to 100
industrial designs which belong to the same main class of the Locarno Classification (Article
5(4), Rule 7(3)(v)and(7)). A Contracting Party may restrict the requirement of the unity of
design, unity of production or unity of use, or that a design which belongs to the same set or to a
composition of items or only one independent and distinct design, may be claimed in a single
application, by making a declaration under the Article 13(1) (Special Requirements Concerning
Unity of Design).

The law of Malaysia allows several industrial designs that belong to the same class to
constitute one application (Industrial Design Act Section 15), in the same way as the Geneva
Act. If there are no issues regarding multiple creators in one application, an application with
some designs that have reasons for refusal, application format, and database structure for
recording, this system will not be an issue for Malaysia in acceding to the Geneva Act.

4.2 Deferment of publication

The Geneva Act allows deferment of the publication of an industrial design for a
period of up to 30 months from the filing date or where priority is claimed, from the priority
date of the application concerned, when the law of the designated Contracting Party provides for



the deferment of publication, by applicants’ request at the time of filing an international
application (Article 11, Rule 16).

Since there is no system that allows such deferment in Malaysia, it would be necessary
to consider whether to introduce deferment of publication into the design registration system or
make a declaration not to provide for deferment of publication.

4.3 Period for notification of refusal

Under the Geneva Act, the notification of refusal of the effects of an international
registration designating an Office is in principle communicated by the Contracting Party to the
International Bureau within 6 months from the publication of the international registration. The
notification shall state all the grounds on which the refusal is based. However, a Contracting
Party which conducts substantive examinations or whose law provides for a period for
submitting an opposition may, notify through a declaration that the period of 6 months shall be
replaced by a period of 12 months. The Office of the Contracting Party shall complete the
substantive examination or examination for the opposition within that period and notify the
International Bureau of the decision (Article 12, Rule 18).

In the reply to the questionnaire and hearing survey, the Intellectual Property
Corporation of Malaysia (MyIPO) stated that substantive examination for novelty with prior
design searches is in practice conducted after formality examination in Malaysia, although there
is no specific provision on substantive examination. However, since the scope of the prior
design searches for novelty examination is basically limited to registered designs in Malaysia, it
may become necessary to discuss with the International Bureau whether Malaysia would be
acknowledged as an Examining Office under Article 1 (xvii) and be acknowledged as having
grounds to make a declaration under Rule 18(1)(b) to extend the refusal period.

4.4 Notification to receive confidential copies of an international registration

Under the Geneva Act, the refusal of the effects of an international registration shall
be notified by the Office of the Contracting Party to the International Bureau within the
prescribed period (See 4.3). By notifying wishes to receive confidential copies of the
international registration to the International Bureau, the designated Office can receive the
copies immediately after international registration has been completed (Article 10).

The notification for the confidential copies enables the designated office to start
substantive examination before international publication. If the applicant withdraws the
application or the designation after the international registration before international publication,



substantive examination based on the confidential copies will go to waste. On the other hand,
without this notification, the designated office has to start substantive examination after the
publication since the copies shall be delivered after the international publication,.

In light of the circumstances mentioned in 4.3, it would be necessary to consider
whether to notify wishes to receive confidential copies of international registration to the
International Bureau in order to secure sufficient time for conducting substantive examination

before international publication.

4.5 Applying “exception of lack of novelty” to an international application

While there are no provisions specifically stating “exception of lack of novelty” in the
Geneva Act, an international registration shall have at least the same effect as normal
applications filed in each designated Contracting Party for the grant of protection of the
industrial design under the law of the Contracting Party (Article 14(1)).

In Malaysia, provisions concerning “exception of lack of novelty” are prescribed
under Section 12 of the Industrial Design Act. It would be necessary to consider how to apply
the procedure for domestic applications to international applications by reviewing the procedure
itself.

4.6 Use of dotted or broken lines in a reproduction of designs for part protection is not
sought

The Geneva Act does not clearly provide protection for the so-called “Partial Design”.
However, matters which are shown in a reproduction of designs but for which protection is not
sought may be indicated by descriptions and/or means of dotted or broken lines (Rule 9(2)(b),
Al Section 403).

In Malaysia, when protection is applied only for a particular part of an article, the part
for which protection is not sought may be indicated by dotted lines (“Intellectual Property
Guide”, 5. Industrial Design in Malaysia, 3.0(g)). Thus, use of dotted or broken lines would not
be a problem for Malaysia in acceding to the Geneva Act, although this practice should
preferably be provided for in laws and regulations.

4.7 Related design system
The Geneva Act added provisions concerning the so-called “Related Design System”
in January 2012 and enabled designated Contracting Parties that have this system to accept an



international application together with an indication of the reference number to the principal
industrial design or to the principal application or registration (Al Section 407).

In Malaysia, there is a similar system to the Related Design System. (Section 23 of the
Industrial Design Act) It is stated that the period of registration of an industrial design to be
registered by virtue of the provision of this section shall not exceed the period of registration or
the renewal period of the principal industrial design. Therefore, it would be necessary to
consider how the system shall be applied to an international application and how to apply the
system between two international applications or to an international application and a national

application.

4.8 Requirements concerning drawings

The Geneva Act does not allow a Contracting Party to require more than one view
where the industrial design or product is two-dimensional or more than six views where the
product is three-dimensional (Rule 9). The size of each representation and numbering of
reproductions are also specified under the Administrative Instructions. (Al Sections 401 to 406)

In Malaysia, the required size of photos or drawings is different from the Geneva Act
(“Intellectual Property Guide”, 5. Industrial Design in Malaysia, 3.0 (b)). Therefore, it would be
necessary to consider making the requirement conform to that under the Geneva Act.

4.9 Brief descriptions and claims

It is necessary for a Contracting Party to make a declaration to the International
Bureau when requiring an international application to contain a brief description regarding
reproduction of the design or characteristic feature of the design as elements that identify the
design and when requiring the claims for which rights are sought. (Article 5(2)(ii), (iii)). Even if
the Contracting Party does not require a brief description or a claim, at the option of the
applicant, a brief description may be included in the international application (Rule 7(5)). If the
description exceeds 100 words, an additional fee is required.

The law of Malaysia does not require a description as disclosure requirement.
(Industrial Design Regulations), Therefore, specific problem was not discovered through this
study.

4.10 Specimens
When an international application governed exclusively by the Geneva Act contains a



request for deferment of publication in respect of a two-dimensional industrial design, it is
possible to contain specimens of the industrial design instead of reproductions referred to in
Rule 9 (Rule 10). The Office of the Contracting Party may notify the International Bureau that
the Office wishes to receive a copy of the international registration, along with any relevant
statement, document or specimen for the international application (Article 10(5) of the Geneva
Act).

Under the law of Malaysia, a specimen is applicable for an application (Industrial
Regulations Section 10(3)), and the registrar may require the specimens to be replaced by
drawings or photos (Industrial Regulations Section 10(4)). The size of the specimen is limited to
a size smaller than 20cm x 20cm x 20cm in Malaysia. In case a Contracting Party does not make
a declaration under Article 11(1)(b) (which means that the Contracting party will provide the
deferment of the publication of an industrial design), the Contracting party should accept
specimens. In that case, Malaysia needs to reconsider the requirement concerning the size of
specimen. In addition, Malaysia needs to reconsider the requirement of replacing specimens
with drawings or photos.

4.11 Requirement to file an application in the name of the creator

When the law of a Contracting Party requires that an application for protection of a
design should be filed in the name of the creator of the industrial design, the Contracting Party
may notify the fact and the procedure complying with the requirements in a declaration (Rule
8),

In Malaysia, an application for registration of an industrial design requires a statement
that the applicant and the creator is the same person and when the applicant is not the creator, a
statement justifying the applicant’s right to the registration. (Industrial Design Regulations
Section 5(3)). In this regard, Malaysia has to consider notifying its requirement of filing an
application in the name of the creator or changing the requirement of the national system

4.12 Formality examination

Under the Geneva Act, the International Bureau examines formality requirement of an
international application. When the formality requirement is satisfied, the international
application is registered and published in 6 months from the international registration date
(Article 8, 10).

It may become necessary to adjust the law of Malaysia regarding the differences



between the items checked in the formality examinations of the Geneva Act and the items
prescribed by the law of Malaysia. However, through this study, specific problem in applying
the formality examinations of the Act to the law of Malaysia was not discovered.

4.13 International register/License information

Under the Geneva Act, international registration is recorded on the International
Register managed by the International Bureau. The International Register does not hold any
information regarding licenses or pledging (Article 16).

The register of industrial design registration in Malaysia requires registration of
license contracts (Industrial Design Act Section 30), and without this registration, the license
contract may be nullified. However, the international register does not have any information
regarding licenses. Therefore, Malaysia should consider how to manage the license information

or amend the provision regarding licenses.

4.14 Duration of registration

Under the Geneva Act, The duration of protection in the Contracting Parties is
15 years counted from the date of the international registration but when the period provided
under the domestic law in the Contracting Party is longer, the period will be the same as the
duration provided by the domestic law (Article 17).

Under the law of Malaysia, a registered industrial design is valid for 5 years, and may
be renewed for two consecutive periods of 5 years (Industrial Design Act Section 25). This
practice conforms to the Geneva Act.

4.15 Fees for international application/registration

Under the Geneva Act, the fee for an international application consists of (i) basic fee,
(ii) designation fee, and (iii) publication fee (in some cases, additional fee is required). Basic fee
and publication fee are calculated by the number of designs, pages, and the words in the
description for the international application. Only the designation fee depends on the designated
country or countries. The designation fee for a Contracting Party whose Office does not conduct
any substantive examination is Level 1, the designation fee for a Contacting Party whose Office
conducts substantive examination on matters other than novelty is Level 2 and a Contracting
Party whose office conducts substantive examination, including examination on novelty either
ex officio or following opposition by third parties is Level 3 (Article 7 and Rule 12). An
Examining Office may replace standard designation fee by individual designation fee through a



declaration, which may not exceed the fee charged in its country. Furthermore, an Examining
Office may specify that the individual fee will be divided into two parts, in which the first part
is paid at the time of filing the international application and the second part is paid at a later date
determined in accordance with the law of the Contracting Party concerned, in a declaration
(Article 1(xvii), 7 and Rule 12).

In Malaysia, fee for filing an application is 500 MYR for filing in paper, and 480
MYR for electronic filing with 200 MYR of publication fee for each drawing. No separate
registration fee is required, and fees for renewal are set separately. As mentioned in 4.3 above, it
is not clear whether MyIPO will be acknowledged as an Examining Office. Level 1 will be
applied as an Office without substantive examination and as mentioned above, it would be
necessary for Malaysia to choose Level 2 or Level 3 as well as consider payment by individual
designation fee if it is acknowledged as an Examining Office.

4.16 Effect of designation of the applicant’s contracting Party

When a Contracting Party whose Office is an Examining Office is the domicile of the
applicant, it may make a declaration and notify the Director General that the designation of the
Contracting Party in an international registration will have no effect (Article 14(3)).

Without the declaration under Article 14(3), an applicant may file an industrial design
either directly as a national application or via the International Bureau as an international
application, by the option of the applicant, which may result in two equivalent applications for
the same design existing in different languages and formats.

Therefore, Malaysia needs to consider whether to make a declaration under Article
14(3) and make a notification.

4.17 Intermediary Office.

An international application may be filed, at the option of the applicant, either directly
with the International Bureau or through the Office of the applicant's Contracting Party (Article
4(1)). However, any Contracting Party may declare that international applications may not be
filed through its Office and notify the fact to the Director General (Article 14(2)).

In case an Office does not make a declaration under Article 4(1), and the Office allows
an applicant to file indirectly through the Office, the Office may notify and accept to collect and
forward the fees payable in connection with the application to the International Bureau (Rule

27(2)(b)).



The choice of option provided under Article 4(1) should be made by taking account of
the convenience of applicants.



5. Singapore
Singapore has already acceded to the Geneva Act and the design registration system
conforms to the Geneva Act.



6. Republic of the Philippines

A study on design registration systems and practices in the ASEAN member states
was conducted by AIPPI JAPAN commissioned by the JPO, based on surveys on legislation,
examination standards, guidelines for users and other documents, and on replies to
questionnaire or hearing surveys, while referring to issues for Japan’s accession to the Geneva
Act of the Hague Agreement (hereinafter referred as “the Geneva Act”) under consideration at
the JPO.

The following items were considered as issues for the Philippines in acceding to the
Geneva Act.

Notation:
Article: An article of the Geneva Act,
Rule: A Rule of the Common Regulations under the 1999 Act and the 1960 Act of the
Hague Agreement
Al Section: A Section of the Administrative Instructions for the Application of the
Hague Agreement

IP Code: Intellectual Property Code of the Philippines
Revised Rule: The revised implementing rules and regulations for patents, utility
models and industrial designs

6.1 Multiple industrial designs in one international application

The Geneva Act allows a single international application to include up to 100
industrial designs which belong to the same main class of the Locarno Classification (Article
5(4), Rule 7(3)(v)and(7)). A Contracting Party may restrict the requirement of the unity of
design, unity of production or unity of use, or that a design which belongs to the same set or to a
composition of items or only one independent and distinct design, may be claimed in a single
application, by making a declaration under the Article 13(1) (Special Requirements Concerning
Unity of Design).

The law of the Philippines allows a single application to be comprised of several
different designs which belong to the same subclass of the Locarno Classification (IP Code
Section 115). It may be necessary to consider expanding the applicable scope of class to main
class of the Locarno Classification.

6.2 Deferment of publication



The Geneva Act allows deferment of the publication of an industrial design for a
period of up to 30 months from the filing date or where priority is claimed, from the priority
date of the application concerned, when the law of the designated Contracting Party provides for
the deferment of publication, by applicants’ request at the time of filing an international
application (Article 11, Rule 16).

In the reply to the questionnaire, the Intellectual Property Office of the Philippines
(IPOPHL) stated that although there is no specific provision in the law and regulation, an
applicant may designate the publication date at the time of filing an application by filling in the
desired date on the application form, with no limitation on the date. Therefore it is possible to
defer the publication date for 30 months from the filing date. It would be necessary to consider
adding specific provisions into the present legislation to ensure the deferment of publication for
an international application as well as consider how to handle such applications at the IPOPHL.

6.3 Period for notification of refusal

Under the Geneva Act, the notification of refusal of the effects of an international
registration designating an Office is in principle communicated by the Contracting Party to the
International Bureau within 6 months from the publication of the international registration. The
notification shall state all the grounds on which the refusal is based. However, a Contracting
Party which conducts substantive examinations or whose law provides a period for submitting
an opposition may, notify through a declaration that the period of 6 months shall be replaced by
a period of 12 months. The Office of the Contracting Party shall complete the substantive
examination or examination for the opposition within that period and notify the International
Bureau of the decision (Article 12, Rule 18).

In the Philippines, although substantive examinations are not conducted (Revised Rule
1505), oppositions are accepted until 30 days after the publication of applications (Revised Rule
1701). If the Philippines intends to make the above declaration under Rule 18(1)(b), it would
be necessary to discuss with the International Bureau whether the IPOPHL will be
acknowledged as an Office whose law provides for a period of submitting opposition to the
grant of protection by third parties. In either case, it would be necessary to confirm whether the
IPOPHL can complete examination on requirements other than formality examined by the
International Bureau within the period of 6 or 12 months.



6.4 Notification to receive confidential copies of an international registration

Under the Geneva Act, the refusal of the effects of an international registration shall
be notified by the Office of the Contracting Party to the International Bureau within the
prescribed period (See 6.3). By notifying wishes to receive confidential copies of the
international registration to the International Bureau, the designated Office can receive the
copies immediately after the international registration has been completed (Article 10).

The notification for the confidential copies enables the designated Office to start
substantive examination before international publication. If the applicant withdraws the
application or designation after the international registration before international publication,
substantive examination based on the confidential copies will go to waste. On the other hand,
without this notification, the designated office has to start substantive examination after the
publication since the copies shall be delivered after the international publication.

As mentioned in 6.3, substantive examinations are not conducted in the Philippines
(Revised Rule 1505). Unless the system is changed to conduct substantive examinations or the
process for the registration after receiving an international registration from the International
Bureau takes more than 6 months, there seems to be little need for the Philippines to notify
wishes to receive confidential copies.

6.5 Applying “exception of lack of novelty” to an international application

While there are no provisions specifically stating “exception of lack of novelty” in the
Geneva Act, an international registration shall have at least the same effect as normal
applications filed in each designate Contracting Party for the grant of protection of the industrial
design under the law of the Contracting Party (Article 14(1)).

In the Philippines, provisions concerning “exception of lack of novelty” are prescribed
under Revised Rule 1503. It would be necessary to consider how to apply the procedure for
domestic applications to international applications by reviewing the procedure itself.

6.6 Use of dotted or broken lines in a reproduction of designs for part protection is not
sought

The Geneva Act does not clearly provide protection for the so-called “Partial Design”.
However, matters which are shown in reproduction of designs but for which protection is not
sought may be indicated by descriptions and/or means of dotted or broken lines (Rule 9(2)(b),
Al Section 403).



In the Philippines, it is prescribed that in indicating the surrounding parts rights are not
sought in the drawing disclosure, only broken lines may be used (Revised Rule 1514.2).
Therefore, use of dotted or broken lines will not be an obstacle for the Philippines in acceding to
the Geneva Act.

6.7 Related design system

The Geneva Act added provisions concerning the so-called “Related Design System”
in January 2012 and enabled designated Contracting Parties that have this system to accept an
international application together with an indication of the reference number to the principal
industrial design or to the principal application or registration (Al Section 407).

The current law of the Philippines does not prescribe a Related Design System.
However, the above provision affects only those Offices whose law provides such a system.
Therefore no specific issue has been found regarding this provision for the Philippines in
acceding to the Geneva Act.

6.8 Requirements concerning drawings

The Geneva Act does not allow a Contracting Party to require more than one view
where the industrial design or product is two-dimensional or more than six views where the
product is three-dimensional (Rule 9). The size of each representation and numbering of
reproductions are also specified under the Administrative Instructions. (Al Sections 401 to 406)

Since the above requirements are within the scope of the current system in the
Philippines (Revised Rule 1514), they will not be an obstacle for the Philippines in acceding to
the Geneva Act.

6.9 Brief descriptions and claims

It is necessary for a Contracting Party to make a declaration to the International
Bureau when requiring an international application to contain a brief description regarding
reproduction of the design as elements that identify the design and when requiring stating the
claim for which rights are sought (Article 5(2)(ii), (iii)). Even if the Contracting Party does not
require a brief description or a claim, at the option of the applicant, brief description may be
included in the international application (Rule 7(5)). If the description exceeds 100 words, an
additional fee is required.

The law of the Philippines requires both a brief description and a claim for an



industrial design application (Revised Rule 1510). If the Philippines wishes to require a
description and/or a claim as mandatory elements in an international application, it will be

necessary to notify as such in a declaration under the Article 5(2)(b).

6.10 Specimens

When an international application governed exclusively by the Geneva Act contains a
request for deferment of publication in respect of a two-dimensional industrial design, it is
possible to contain specimens of the industrial designs instead of reproductions referred to in
Rule 9 (Rule 10). The Office of the Contracting Party may notify the International Bureau that
the Office wishes to receive a copy of the international registration, along with any relevant
statement, document or specimen for the international application (Article 10(5) of the Geneva
Act).

In the Philippines, submitting reproductions of the design in drawings or photographs
is mandatory for industrial design applications, and specimens are only accepted as attachments
(IP Code Section 114). Therefore, if the Philippines does not make a declaration under Article
11(1)(b) (which means that the Philippines will provide the deferment of the publication of an
industrial design), the Philippines needs to accept specimens. It will be necessary for the
Philippines to consider whether to accept specimens or notify the wish to receive a copy of the

international registration.

6.11 Requirement to file an application in the name of the creator

When the law of a Contracting Party requires that an application for protection of a
design should be filed in the name of the creator of the industrial design, the Contracting Party
may notify that fact and the procedure complying with the requirements in a declaration (Rule
8).

Although the Philippines does not require a deed of assignment at the time of filing,
the law of the Philippines requires a written statement justifying the right to the industrial design
when an applicant is not the creator (Revised Rule 1510)., Therefore, the Philippines needs to
consider whether to make a declaration under Article 5(2)(b)(i) (Mandatory requirement of an
application: ldenticalness of the creator of the industrial design) and notify the requirement of
filing an application in the name of the creator, or change the requirement of the national
system.



6.12 Formality Examination

Under the Geneva Act, the International Bureau examines the formality requirement of
an international application. When the formality requirement is satisfied, the international
application is registered and published in 6 months from the international registration date
(Article 8, 10).

It may become necessary to adjust the law of the Philippines regarding the
differences between the items to be checked in the formality examination of the Geneva Act and
those checked under the law of Philippines. However, through this study, no specific problem in
applying formality examinations of the Act to the law of Malaysia was found.

6.13 International register/License information

Under the Geneva Act, international registration is recorded on the International
Register managed by the International Bureau. The International Register does not hold any
information regarding licenses or pledging (Article 16).

The current system of the Philippines does not require information on licenses or
pledging to be recorded. However, according to the reply to the questionnaire, information on
licenses is recorded in a database. It will be necessary to consider how to obtain such
information for the database.

6.14 Duration of registration

Under the Geneva Act, The duration of protection in Contracting Parties is 15 years
counted from the date of the international registration but when the period provided under the
domestic law in the designated Contracting Party is longer, the period will be the same as the
duration provided by the domestic law (Article 17).

Under the law of the Philippines, a registered industrial design is valid for 5 years, and
may be renewed for two consecutive periods of 5 years (IP Code Section 118), making the
maximum duration 15 years. Therefore this practice conforms to the Geneva Act.

6.15 Fees for international application/registration

Under the Geneva Act, the fee for an international application consists of (i) basic fee,
(ii) designation fee, and (iii) publication fee (in some cases, additional fee is required). Basic fee
and publication fee are calculated by the number of designs, pages, and the words in the
description for the international application. Only the designation fee depends on the designated



country or countries. The designation fee for a Contracting Party whose Office does not conduct
any substantive examination is Level 1, the designation fee for a Contacting Party whose Office
conducts substantive examination on matters other than novelty is Level 2 and a Contracting
Party whose office conducts substantive examination, including examination on novelty either
ex officio or following opposition by third parties is Level 3 (Article 7 and Rule 12). An
Examining Office may replace standard designation fee by individual designation fee through a
declaration, which may not exceed the fee charged in its country. Furthermore, an Examining
Office may specify that the individual fee will be divided into two parts, in which the first part
is paid at the time of filing the international application and the second part is paid at a later date
determined in accordance with the law of the Contracting Party concerned, in a declaration
(Article 1(xvii), 7 and Rule 12).

In the Philippines, substantive examinations are not conducted (Revised Rule 1505).
As long as the Philippines does not conduct substantive examinations, designation fee for Level
1 will be applied. Since the country adopts a 5 years renewal system (IP Code Section 118),
there seems to be no specific issue for the Philippines regarding this item in acceding to the
Geneva Act.

6.16 Effect of designation of the applicant’s Contracting Party

When a Contracting Party whose Office is an Examining Office is the domicile of the
applicant, it may make a declaration and notify the Director General that the designation of the
Contracting Party in an international registration will have no effect (Article 14(3)).

Without the declaration under Article 14(3), an applicant may file an industrial design
either directly as a national application or via the International Bureau as an international
application, by the option of the applicant, which may result in two equivalent applications for
the same design existing in different languages and formats.

Therefore, the Philippines needs to consider whether to make a declaration under
Article 14(3) and make a notification.

6.17 Intermediary Office.

An international application may be filed, at the option of the applicant, either directly
with the International Bureau or through the Office of the applicant's Contracting Party (Article
4(1)). However, any Contracting Party may declare that international applications may not be
filed through its Office and notify the fact to the Director General (Article 14(2)).



In case an Office does not make a declaration under Article 4(1), and the Office allows
an applicant to file indirectly through the Office, the Office may notify and accept to collect and
forward the fees payable in connection with the application to the International Bureau (Rule

27(2)(b)).

The choice of option provided under Article 4(1) should be made by taking account of
the convenience of applicants.



7. Lao People’s Democratic Republic (herein after referred as Lao PDR)

A study on design registration systems and practice in the ASEAN member states was
conducted by AIPPI JAPAN commissioned by the JPO, based on surveys on legislation,
examination standards, guidelines for users and other documents, and on replies to
questionnaire or hearing surveys, while referring to issues for Japan’s accession to the Geneva
Act of the Hague Agreement (hereinafter referred as “the Geneva Act”) under consideration at
the JPO.

According to the reply to the questionnaire, the “Intellectual Property Laws (2008)”
was modified and the current law is the “Law on Intellectual Property (2011)”, and another law
the “Ministerial Decision No. 0755/MOST on the Implementation of IP Law regarding
Industrial Designs” was added. However, these new/modified laws cannot be accessed through
the WIPO LEX and the text is also not available. Therefore, the following items were
considered as issues for Lao PDR in acceding to the Geneva Act based on the previous law and
regulation.

Notation:
Article: An article of the Geneva Act,
Rule: A Rule of the Common Regulations under the 1999 Act and the 1960 Act of the
Hague Agreement
Al Section: A Section of the Administrative Instructions for the Application of the
Hague Agreement

IP Law: Intellectual Property Law (2008)
Regulation: Regulation No. 322/STEA-PMO on the Implementation of Decree on
Patent, Petty Patent and Industrial Designs

7.1 Multiple industrial designs in one international application

The Geneva Act allows a single international application to include up to 100
industrial designs which belong to the same main class of the Locarno Classification (Article
5(4), Rule 7(3)(v)and(7)). A Contracting Party may restrict the requirement of the unity of
design, unity of production or unity of use, or that a design which belongs to the same set or to a
composition of items or only one independent and distinct design, may be claimed in a single
application, by making a declaration under the Article 13(1) (Special Requirements Concerning
Unity of Design).

In Lao PDR, there is similar system (Regulation Article 20) that allows several designs



to be filed in one application. However, as a copy of filing documents is required for each
design (Regulation Article 21), Lao PDR needs to consider how to apply this requirement to
international applications.

7.2 Deferment of publication

The Geneva Act allows deferment of the publication of an industrial design for a
period of up to 30 months from the filing date or where priority is claimed, from the priority
date of the application concerned, when the law of the designated Contracting Party provides for
the deferment of publication, by applicants’ request at the time of filing an international
application (Article 11, Rule 16).

The law of Lao PDR allows deferment of publication for up to 12 months from the
filing date or the priority date (Regulation Article 20). Therefore, it would be necessary to
consider whether to make a declaration under Article 11(1)(a) and notify that the period of
deferment is less than 30 months or extend the period of deferment to accord with the Geneva
Act.

7.3 Period for notification of refusal

Under the Geneva Act, the notification of refusal of the effects of an international
registration designating an Office is in principle communicated by the Contracting Party to the
International Bureau within 6 months from the publication of the international registration. The
notification shall state all the grounds on which the refusal is based. However, a Contracting
Party which conducts substantive examinations or whose law provides a period for submitting
an opposition may, notify through a declaration that the period of 6 months shall be replaced by
a period of 12 months. The Office of the Contracting Party shall complete the substantive
examination or examination for the opposition within that period and notify the International
Bureau of the decision (Article 12, Rule 18).

In Lao PDR, substantive examinations are conducted (IP Law Section 40) with prior
design searches and the average period for conducting a substantive examination is 6 months.
The recent number of design applications filed with the Department of Intellectual Property,
Standardization and Metrology (DISM) in a year was about 20, but once Lao PDR accedes to
the Geneva Act, the number of applications is expected to increase since it will facilitate the
filing process. Therefore, it would be necessary to consider making the above declaration to
apply 12 months for the refusal period as well as consider improving the efficiency of

substantive examinations in order to complete substantive examinations within the



abovementioned period.

7.4 Notification to receive confidential copies of an international registration

Under the Geneva Act, the refusal of the effects of an international registration shall
be notified by the Office of the Contracting Party to the International Bureau within the
prescribed period (See 7.3). By notifying wishes to receive confidential copies of the
international registration to the International Bureau, the designated Office can receive the
copies immediately after international registration has been completed (Article 10).

The notification for the confidential copies enables the designated Office to start
substantive examination before international publication. If the applicant withdraws the
application or the designation after the international registration before the international
publication, substantive examination based on the confidential copies will go to waste. On the
other hand, without this notification, the designated office has to start substantive examination
after the publication since the copies shall be delivered after the international publication.

In light of the circumstances mentioned in 7.3, it would be necessary for Lao PDR to
consider whether to notify wishes to receive confidential copies of international registration to
the International Bureau in order to secure sufficient time for conducting substantive

examinations before international publication.

7.5 Applying “exception of lack of novelty” to an international application

While there are no provisions specifically stating “exception of lack of novelty” in the
Geneva Act, an international registration shall have at least the same effect as normal
applications filed in each designated Contracting Party for the grant of protection of the
industrial design under the law of the Contracting Party (Article 14(1)).

No provision on “exception of lack of novelty” of industrial designs was found in the
law of Lao PDR. However, taking into account of the fact that Lao PDR is a member state of
the Paris Convention, “exception of lack of novelty” is at least applicable within the scope of
the Paris Convention. Therefore, it would be necessary to consider reviewing the applicable
conditions in order to apply the practice to international applications

7.6 Use of dotted or broken lines in a reproduction of designs for part protection is not
sought

The Geneva Act does not clearly provide protection for the so-called “Partial Design”.
However, matters which are shown in a reproduction of designs but for which protection is not



sought may be indicated by descriptions and/or means of dotted or broken lines (Rule 9(2)(b),
Al Section 403).

There is no provision in the law of Lao PDR for Partial Design but Lao PDR replied to
the questionnaire that a Partial Design System “exists”. It also replied that there is no provision
that prescribes the use of dotted or broken lines for indicating the parts for which protection is
not sought. Therefore, it would be necessary to consider providing for the use of dotted or

broken lines in the laws or regulation.

7.7 Related design system

The Geneva Act added provisions concerning the so-called “Related Design System”
in January 2012 and enabled designated Contracting Parties that has this system to accept an
international application together with an indication of the reference number to the principal
industrial design or to the principal application or registration (Al Section 407).

Although a provision on Related Design System was not found in the law of Lao PDR,
Lao PDR replied to the questionnaire that a Related Design System “exists”. In that case, it
would be necessary to consider how to handle the relationship between international
applications and between international and domestic design application for related designs. If
the System does not exist, there is no specific issue in this regard for Lao PDR in acceding to
the Geneva Act.

7.8 Requirements concerning drawings

The Geneva Act does not allow a Contracting Party to require more than one view
where the industrial design or product is two-dimensional or more than six views where the
product is three-dimensional (Rule 9). The size of each representation and numbering of
reproductions are also specified under the Administrative Instructions. (Al Sections 401 to 406)

The requirements for drawings are not stated in the law and regulation of Lao PDR.
Therefore, no specific issue has been found regarding the above requirements for Lao PDR in
acceding to the Geneva Act.

7.9 Brief descriptions and claims

It is necessary for a Contracting Party to make a declaration to the International
Bureau when requiring an international application to contain a brief description regarding
reproduction of the design or characteristic feature of the design as elements tha identify the
design and when requiring stating the claims for which rights are sought. (Article 5(2)(ii), (iii)).



Even if the Contracting Party does not require a brief description or a claim, at the option of the
applicant, a brief description may be included in the international application (Rule 7(5)). If the
description exceeds 100 words, an additional fee is required.

The requirement for description or claim on the design filing document is not
stated in the law and regulation of Lao PDR. Therefore, no specific problem regarding this
requirement for Lao PDR in acceding to the Geneva Act was found.

7.10 Specimens

When an international application governed exclusively by the Geneva Act contains a
request for deferment of publication in respect of a two-dimensional industrial design, it is
possible to contain specimens of the industrial design instead of reproductions referred to in
Rule 9 (Rule 10). The Office of the Contracting Party may notify the International Bureau that
the Office wishes to receive a copy of the international registration, along with any relevant
statement, document or specimen for the international application (Article 10(5) of the Geneva
Act).

According to the reply to the questionnaire, the design system in Lao PDR does not
allow using specimens as representations of designs. However, there is a provision allowing
specimens in the law (IP Law Section 31). It will be necessary to consider how to handle
international applications containing specimens that request deferment of publication (see 7.2).
If Lao PDR does not make a declaration under Article 11(1)(b) (which means that the Lao PDR
will provide the deferment of the publication of an industrial design), Lao PDR needs to accept
specimens. Therefore, Lao PDR has to consider whether to accept specimens or notify that the
Office wishes to receive a copy of the international registration.

7.11 Requirement to file an application in the name of the creator

When the law of a Contracting Party requires that an application for protection of a
design should be filed in the name of the creator of the industrial design, the Contracting Party
may notify that fact and the procedure complying with the requirements in a declaration (Rule
8).

There is no requirement for submitting a deed of assignment at the time of filing an
application in the law and regulation of Lao PDR. On the other hand, if an applicant is not the
creator, it is required to attach a power of attorney to the application documents (Regulation
Article 20). As the Geneva Act does not require a power of attorney for international



applications, Lao PDR needs to consider changing the requirement of power of attorney.

7.12 Formality Examination

Under the Geneva Act, the International Bureau examines the formality requirement of
an international application. When the formality requirement is satisfied, the international
application is registered and published in 6 months from the international registration date
(Article 8, 10).

There is no provision in the law and regulation of Lao PDR regarding details of
formality examinations. Therefore we were not able to make a study of this issue..

7.13 International register/License information

Under the Geneva Act, international registration is recorded on the International
Register managed by the International Bureau. The International Register does not hold any
information regarding licenses or pledging (Article 16).

Although there is no provision regarding details of the register in the law and
regulation of Lao PDR, in the reply to the questionnaire, Lao PDR stated that there is a database
recording license information. It will be necessary to consider how to obtain such information

for the database.

7.14 Duration of registration

Under the Geneva Act, the duration of protection in the Contracting Parties is 15 years
counted from the date of the international registration but when the period provided under the
domestic law in the designated Contracting Party is longer, the period will be the same as the
duration provided by the domestic law (Article 17).

In Lao PDR, a registered industrial design is valid for 5 years, and may be renewed for
two consecutive periods of 5 years making the duration 15 years (IP Law Section 48). This
practice accords with the Geneva Act.

7.15 Fees for international application/registration

Under the Geneva Act, the fee for an international application consists of (i) basic fee,
(ii) designation fee, and (iii) publication fee (in some cases, additional fee is required). Basic fee
and publication fee are calculated by the number of designs, pages, and the words in the
description for the international application. Only the designation fee depends on the designated



country or countries. The designation fee for a Contracting Party whose Office does not conduct
any substantive examination is Level 1, the designation fee for a Contacting Party whose Office
conducts substantive examination on matters other than novelty is Level 2 and a Contracting
Party whose office conducts substantive examination, including examination on novelty either
ex officio or following opposition by third parties is Level 3 (Article 7 and Rule 12). An
Examining Office may replace standard designation fee by individual designation fee through a
declaration, which may not exceed the fee charged in its country. Furthermore, an Examining
Office may specify that the individual fee will be divided into two parts, in which the first part
is paid at the time of filing the international application and the second part is paid at a later date
determined in accordance with the law of the Contracting Party concerned, in a declaration
(Article 1(xvii), 7 and Rule 12).

Under the law of the Lao PDR, the DISM conducts substantive examination including
examination on novelty ex officio. The fee for filing an application in Lao PDR is 600,000 LAK
which includes the renewal fee for the initial period of 5 years, and fee for renewal is charged
every 5 years. Since Lao PDR is an Examining Office, it needs to consider whether to declare
payment by the individual designation fee, as well as consider applying the renewal fee
structure prescribed in the Geneva Act.

7.16 Effect of designation of the applicant’s Contracting Party

When a Contracting Party whose Office is an Examining Office is the domicile of the
applicant, it may make a declaration and notify the Director General that the designation of the
Contracting Party in an international registration will have no effect (Article 14(3)).

Without the declaration under Article 14(3), an applicant may file an industrial design
either directly as a national application or via the International Bureau as an international
application, by the option of the applicant, which may result in two equivalent applications for
the same design existing in different languages and formats.

Therefore, Lao PDR needs to consider whether to make a declaration under Article
14(3) and make a notification.

7.17 Intermediary Office.

An international application may be filed, at the option of the applicant, either directly
with the International Bureau or through the Office of the applicant's Contracting Party (Article
4(1)). However, any Contracting Party may declare that international applications may not be
filed through its Office and notify the fact to the Director General (Article 14(2)).



In case an Office does not make a declaration under Article 4(1), and the Office allows
an applicant to file indirectly through the Office, the Office may notify and accept to collect and
forward the fees payable in connection with the application to the International Bureau (Rule

27(2)(b)).

The choice of option provided under Article 4(1), should be made by taking account of
the convenience for applicants.



8. Brunei Darussalam

A study on design registration systems and practices in the ASEAN member states
was conducted by AIPPI JAPAN commissioned by the JPO, based on surveys on legislation,
examination standards, guidelines for users and other documents, and on replies to
questionnaire or hearing surveys, while referring to issues for Japan’s accession to the Geneva
Act of the Hague Agreement (hereinafter referred as “the Geneva Act”) under consideration at
the JPO.

The following items were considered as issues for Brunei in acceding to the Geneva
Act.

Notation:
Article: An article of the Geneva Act,
Rule: A Rule of the Common Regulations under the 1999 Act and the 1960 Act of the
Hague Agreement
Al Section: A Section of the Administrative Instructions for the Application of the
Hague Agreement

ID Order: Emergency (Industrial Design) Order, 1999
ID Rules: Industrial Design Rules, 2000

8.1 Multiple industrial designs in one international application

The Geneva Act allows a single international application to include up to 100
industrial designs which belong to the same main class of the Locarno Classification (Article
5(4), Rule 7(3)(v)and(7)). A Contracting Party may restrict the requirement of the unity of
design, unity of production or unity of use, or that a design which belongs to the same set or to a
composition of items or only one independent and distinct design, may be claimed in a single
application, by making a declaration under the Article 13(1) (Special Requirements Concerning
Unity of Design).

Since Brunei has a similar system as the system under the Geneva Act (ID Order
Section 15), there is no specific issue in this regard for Brunei in acceding to the Act.

8.2 Deferment of publication

The Geneva Act allows deferment of the publication of an industrial design for a
period of up to 30 months from the filing date or where priority is claimed, from the priority
date of the application concerned, when the law of the designated Contracting Party provides for



the deferment of publication, by applicants’ request at the time of filing an international
application (Article 11, Rule 16).

The law of Brunei allows deferment of publication for up to 12 months from the filing
date or the priority date (ID Order Section 26). Therefore, it would be necessary to consider
whether to make a declaration under Article 11(1)(a) to notify that the period of deferment is
less than 30 months or extend the period of deferment to conform to the Geneva Act.

8.3 Period for notification of refusal

Under the Geneva Act, the notification of refusal of the effects of an international
registration designating an Office is in principle communicated by the Contracting Party to the
International Bureau within 6 months from the publication of the international registration. The
notification shall state all the grounds on which the refusal is based. However, any Contracting
Party which conducts substantive examinations or whose law provides a period for submitting
an opposition may, notify through a declaration that the period of 6 months shall be replaced by
a period of 12 months. The Office of the Contracting Party shall complete substantive
examination or examination for the opposition within that period and notify the International
Bureau of the decision (Article 12, Rule 18).

In Brunei, substantive examinations are not conducted (ID Order Section 26) and
according to the reply to the questionnaire, the period of time recently required for examinations
is relatively short. Therefore, no specific issue was found for Brunei with regard to this item.
However, once Brunei accedes to the Geneva Act, the number of applications may rapidly
increase because filing process will be facilitated. In this case, it may become necessary to
implement measures accordingly.

8.4 Notification to receive confidential copies of an international registration

Under the Geneva Act, the refusal of the effects of an international registration shall
be notified by the Office of the Contracting Party to the International Bureau within the
prescribed period (See 8.3). By notifying wishes to receive confidential copies of the
international registration to the International Bureau, the designated Office can receive the
copies immediately after international registration has been completed (Article 10(5)).

The notification for the confidential copies enables the designated office to start
substantive examination before international publication. If the applicant withdraws the
application or the designation after international registration before international publication,



substantive examination based on the confidential copies will go to waste. On the other hand,
without this notification, the designated office has to start substantive examination after the
publication since the copies shall be delivered after the international publication.

As mentioned in 8.3, the period of time recently required for examination in Brunei is
relatively short, and therefore the necessity of making this notification is low.

8.5 Applying “exception of lack of novelty” to an international application

While there are no provisions specifically stating “exception of lack of novelty” in the
Geneva Act, an international registration shall have at least the same effect in each designated
Contracting Party as normal applications filed in each designated Contracting Party for the grant
of protection of the industrial design under the law of the Contracting Party (Article 14(1)).

The law of Brunei allows applying “exception of lack of novelty” to applications for
exhibited designs filed within 6 months from the holding of the official international exhibitions
and within 12 months to applications for designs disclosed by any person other than the right
holder in breach of good faith (ID Order Section 12).

Although there is a column on the international application form for stating that the
application is for disclosure in official exhibitions, there is no column to state that the
application is for disclosure by a person other than the right holder. Therefore, Brunei needs to
consider how to obtain information on disclosure by a person other than the right holder and
apply the same level of protection as national applications to such international applications.

8.6 Use of dotted or broken lines in a reproduction of designs for part protection is not
sought

The Geneva Act does not clearly provide protection for the so-called “Partial Design”.
However, matter which are shown in a reproduction of designs but for which protection is not
sought may be indicated by descriptions and/or means of dotted or broken lines (Rule 9(2)(b),
Al Section 403).

Brunei does not have a Partial Design System and there is no specific provision that
provides for the use of dotted or broken lines for indicating the parts for which protection is not
sought (Examination standard was not provided). Therefore, it would be necessary to consider
how to handle such applications.



8.7 Related design system

The Geneva Act added provisions concerning the so-called “Related Design System”
in January 2012 and enabled designated Contracting Parties that have this system to accept an
international application together with an indication of the reference number to the principal
industrial design or to the principal application or registration (Al Section 407).

In Brunei, there is a provision that has certain common points with the Related Design
System (ID Order Section 14). The period of right for a design registered by virtue of this
Section cannot extend beyond the duration of rights of the principal design. Therefore, it would
be necessary to consider how to apply this system to an international application and to the
relationship between international applications, and between an international application and a
national application.

8.8 Requirements concerning drawings

The Geneva Act does not allow a Contracting Party to require more than one view
where the industrial design or product is two-dimensional or more than six views where the
product is three-dimensional (Rule 9). The size of each representation and numbering of
reproductions are also specified under the Administrative Instructions. (Al Sections 401 to 406)

According to our study, the requirement concerning drawings in Brunei is similar to
the requirements under the Geneva Act (ID Rules Section 7). Therefore, the above requirements
will not be a problem for Brunei in acceding to the Geneva Act.

8.9 Brief descriptions and claims

It is necessary for a Contracting Party to make a declaration to the International
Bureau when requiring an international application to contain a brief description regarding
reproduction of the design or characteristic feature of the design as elements that identify the
design and when requiring stating the claims for which rights are sought (Article 5(2)(ii), (iii)).
Even if the Contracting Party does not require a brief description or a claim, at the option of the
applicant, a brief description may be included in the international application (Rule 7(5)). If the
description exceeds 100 words, an additional fee is required.

In Brunei, as a “statement that specifies the article” is required as an attached
document to the filing documents (ID Rules Section 6), it will be necessary to consider whether
this statement can be replaced by a brief description allowed through making the

abovementioned declaration.



Furthermore, it will be necessary to consider how to handle the “statement on
novelty” required as an attached document (1D Order Section 15) for international applications.

8.10 Specimens

When an international application governed exclusively by the Geneva Act contains a
request for deferment of publication in respect of a two-dimensional industrial design, it is
possible to contain specimens of the industrial design instead of reproductions referred to in
Rule 9 (Rule 10). The Office of the Contracting Party may notify International Bureau that the
Office wishes to receive a copy of the international registration, along with any relevant
statement, document or specimen for the international application (Article 10(5) of the Geneva
Act).

As the law of Brunei does not accept specimens as representations of industrial design
(ID Rules Section 7), if Brunei does not make a declaration under Article 11(1)(b) (which
means that the Brunei will provide the deferment of the publication of an industrial design),
Brunei needs to accept specimens. Therefore, Brunei has to consider whether to accept
specimens or notify that it wishes to receive a copy of the international registration.

8.11 Requirement to file an application in the name of the creator

When the law of a Contracting Party requires that an application for protection of a
design should be filed in the name of the creator of the industrial design, the Contracting Party
may notify that fact and the procedure complying with the requirements in a declaration (Rule
8),

When an applicant is not the creator, the law of Brunei requires a statement explaining
the applicant’s rights to the industrial design (ID Rules Section 6(2)(d)). Therefore, it will be
necessary to consider whether this statement could be replaced by a deed of assignment for an
international application. In addition, Brunei needs to consider whether to notify the
requirement of filing an application in the name of the creator or change the requirement of the

national system

8.12 Formality examination

Under the Geneva Act, the International Bureau examines the formality requirement of
an international application. When the formality requirement is satisfied, the international
application is registered and published in 6 months from the international registration date
(Article 8, 10).



Through this study, specific problem in applying formality examinations under the
Geneva Act to the law of Brunei was not discovered.

8.13 International register/License information

Under the Geneva Act, international registration is recorded on the International
Register managed by the International Bureau. The International Register does not hold any
information regarding licenses or pledging (Article 16).

The law of Brunei requires recording mortgage or licensing information of designs in
the register (ID Order Section 34, ID Rules Section 25). However, the international register does
not have any information regarding licenses. Therefore, Brunei needs to consider how to

manage license information or amending the provision regarding licenses.

8.14 Duration of registration

Under the Geneva Act, the duration of protection in the Contracting Parties is 15 years
counted from the date of the international registration but when the period provided under the
domestic law in the designated law in the designated Contracting Party is longer, the period will
be the same as the duration provided by the domestic law (Article 17).

The law of Brunei prescribes that a registered industrial design is valid for 5 years, and
may be renewed for two consecutive periods of 5 years (ID Order Section 29). This practice
accords with the Geneva Act.

8.15 Fees for international application/registration

Under the Geneva Act, the fee for an international application consists of (i) basic fee,
(ii) designation fee, and (iii) publication fee (in some cases, additional fee is required). Basic fee
and publication fee are calculated by the number of designs, pages, and the words in the
description for the international application. Only the designation fee depends on the designated
country or countries. The designation fee for a Contracting Party whose Office does not conduct
any substantive examination is Level 1, the designation fee for a Contacting Party whose Office
conducts substantive examination on matters other than novelty is Level 2 and a Contracting
Party whose office conducts substantive examination, including examination on novelty either
ex officio or following opposition by third parties is Level 3 (Article 7 and Rule 12). An
Examining Office may replace standard designation fee by individual designation fee through a
declaration, which may not exceed the fee charged in its country. Furthermore, an Examining



Office may specify that the individual fee will be divided into two parts, in which the first part
is paid at the time of filing the international application and the second part is paid at a later date
determined in accordance with the law of the Contracting Party concerned, in a declaration
(Article 1(xvii), 7 and Rule 12).

In Brunei, substantive examinations are not conducted (ID Order Section 26). As long
as Brunei does not conduct substantive examinations, the designation fee of Level 1 will be
applied. Since a renewal system for each 5 years is provided (ID Order Section 29), no specific
issue was found in this study.

8.16 Effect of designation of the applicant’s Contracting Party

When a Contracting Party whose Office is an Examining Office is the domicile of the
applicant, it nay make a designation and notify the Director General that the designation of the
Contracting Party in an international registration will have no effect (Article 14(3)).

Without the declaration under Article 14(3), an applicant may file an industrial design
either directly as a national application or via the International Bureau as an international
application, by the option of the applicant, which may result in two equivalent applications for
the same design existing in different languages and formats.

Therefore, Brunei needs to consider whether to make a declaration under Article 14(3)
and make a notification.

8.17 Intermediary Office

An international application may be filed, at the option of the applicant, either directly
with the International Bureau or through the Office of the applicant's Contracting Party (Article
4(1)). However, any Contracting Party may declare that international applications may not be
filed through its Office and notify the fact to the Director General (Article 14(2)).

In case an Office does not make a declaration under Article 4(1), and the Office allows
an applicant to file indirectly through the Office, the Office may notify and accept to collect and
forward the fees payable in connection with the application to the International Bureau (Rule

27(2)(b)).

The choice of option provided under Article 4(1) should be made by taking account of
the convenience of applicants.



9. Kingdom of Cambodia

A study on design registration systems and practices in the ASEAN member states
was conducted by AIPPI JAPAN commissioned by the JPO, based on surveys on legislation,
examination standards, guidelines for users and other documents, and on replies to
questionnaire or hearing surveys, while referring to issues for Japan’s accession to the Geneva
Act of the Hague Agreement (hereinafter referred as “the Geneva Act”) under consideration at
the JPO.

The following items were considered as issues for Cambodia in acceding to the
Geneva Act.

Notation:
Article: An article of the Geneva Act,
Rule: A Rule of the Common Regulations under the 1999 Act and the 1960 Act of the
Hague Agreement
Al Section: A Section of the Administrative Instructions for the Application of the
Hague Agreement

Law: Law on the Patents, Utility Model and Industrial Designs

9.1 Multiple industrial designs in one international application

The Geneva Act allows a single international application to include up to 100
industrial designs which belong to the same main class of the Locarno Classification (Article
5(4), Rule 7(3)(v)and(7)). A Contracting Party may restrict the requirement of the unity of
design, unity of production or unity of use, or that a design which belongs to the same set or to a
composition of items or only one independent and distinct design, may be claimed in a single
application, by making a declaration under the Article 13(1) (Special Requirements Concerning
Unity of Design).

As the law of Cambodia provides a similar system (Law Article 97) as the Geneva Act,
there is no specific issue regarding this item for Cambodia in acceding to the Geneva Act.

9.2 Deferment of publication

The Geneva Act allows deferment of the publication of an industrial design for a
period of up to 30 months from the filing date or where priority is claimed, from the priority
date of the application concerned, when the law of the designated Contracting Party provides for
the deferment of publication, by applicants’ request at the time of filing an international



application (Article 11, Rule 16).

The law of Cambodia allows deferment of publication for up to 12 months from the
filing date or the priority date (Law Article 98). Therefore, it would be necessary to consider
whether to make a declaration under Article 11(1)(a) to notify that the period of deferment is
less than 30 months or extend the period of deferment to accord with the Geneva Act.

9.3 Period for notification of refusal

Under the Geneva Act, the notification of refusal of the effects of an international
registration designating an Office is in principle communicated by the Contracting Party to the
International Bureau within 6 months from the publication of the international registration. The
notification shall state all the grounds on which the refusal is based. However, any Contracting
Party which conducts substantive examinations or whose law provides a period for submitting
opposition may, in declaration, notify through a declaration that the period of 6 months shall be
replaced by a period of 12 months. The Office of the Contracting Party shall complete
substantive examination or examination for the opposition within that period and notify the
International Bureau of the decision (Article 12, Rule 18).

In Cambodia, substantive examinations on novelty are not conducted (Law Article
103) and according to the reply to the questionnaire, the period of time required for formality
examination is in average 6 months at present. However, once Cambodia accedes to the Geneva
Act, the number of applications is expected to increase due to improved convenience of filing
applications. Therefore, it will be necessary to confirm whether the Department of Intellectual
Property (DIP) can complete the formality examination within 6 months including the period for
formality examination by the International Bureau.

9.4 Notification to receive confidential copies of an international registration

Under the Geneva Act, the refusal of the effects of an international registration shall
be notified by the Office of the Contracting Party to the International Bureau within the
prescribed period (See 9.3). By notifying wishes to receive confidential copies of the
international registration to the International Bureau, the designated Office can receive the
copies immediately after international registration has been completed (Article 10(5)).

The notification for the confidential copies enables the designated office to start
substantive examination before international publication. If the applicant withdraws the
application or the designation after the international registration before international publication,
substantive examination based on the confidential copies will go to waste. On the other hand,



without this notification, the designated office has no choice but to start substantive examination
after the publication since the copies shall be delivered after the international publication.

As mentioned in 9.3, while substantive examinations on novelty are not conducted in
Cambodia, the period of time required for formality examinations is 6 months in average at
present. Taking account of the possible improvement of efficiency of formality examination at
the DIP, it would be necessary to consider whether to notify the wishes to receive confidential
copies of international registration to the International Bureau.

9.5 Applying “exception of lack of novelty” to an international application

While there are no provisions specifically stating “exception of lack of novelty” in the
Geneva Act, an international registration shall have at least the same effect as normal
applications filed in each designated Contracting Party for the grant of protection of the
industrial design under the law of the Contracting Party (Article 14(1)).

In Cambodia, provisions concerning “exception of lack of novelty” are prescribed
under Article 92 of the Law on Patents, Utility Models and Industrial Designs. It would be
necessary to consider how to apply the procedure for domestic applications to international
applications by reviewing the procedure itself.

9.6 Use of dotted or broken lines in reproduction of designs for part protection is not
sought

The Geneva Act does not clearly provide protection for the so-called “Partial Design”.
However, matters which are shown in a reproduction of designs but for which protection is not
sought may be indicated by descriptions and/or means of dotted or broken lines (Rule 9(2)(b),
Al Section 403).

The law of Cambodia does not have any specific provisions on Partial Design.
However, it is allowed to attach a “statement that certain disclosures be disregarded” to the
application request (Form No.1 ID, Box No. 8, accompanied item 4) which serves as a
disclaimer regarding parts of articles acknowledged as designs, according to the DIP’s reply to
the questionnaire. It would be necessary to consider how to amend this statement to accord with
the Geneva Act.

9.7 Related design system
The Geneva Act added provisions concerning the so-called “Related Design System”



in January 2012 and enabled designated Contracting Party that have this system to accept an
international application together with an indication of the reference number to the principal
industrial design or to the principal application or registration (Al Section 407).

The current law of Cambodia does not provide for a Related Design System. However,
the above provision affects only those Offices that have such a system. Therefore, no specific
issue has been found regarding this item for Cambodia in acceding to the Geneva Act.

9.8 Requirements concerning drawings

The Geneva Act does not allow a Contracting Party to require more than one view
where the industrial design or product is two-dimensional or more than six views where the
product is three-dimensional (Rule 9). The size of each representation and numbering of
reproductions are also specified under the Administrative Instructions. (Al Sections 401 to 406)

As far as this study goes, there is few detailed information about requirements for
representations of designs in Cambodia. Therefore, no specific issue has been found regarding
the above requirements under the Geneva Act.

9.9 Brief descriptions and claims

It is necessary for a Contracting Party to make a declaration to the International
Bureau when requiring an international application to contain a brief description regarding
representation of the designs or characteristic feature of the design as elements that identify the
design and when requiring stating the claims for which rights are sought (Article 5(2)(ii), (iii)).
Even if the Contracting Party does not require a brief description or a claim, at the option of the
applicant, a brief description may be included in the international application (Rule 7(5)). If the
description exceeds 100 words, an additional fee is required.

The law of Cambodia does not require a description or a claim for designs (Industrial
Design Regulations). Therefore, no specific problem regarding this requirement was found.

9.10 Specimens

When an international application governed exclusively by the Geneva Act contains a
request for deferment of publication in respect of a two-dimensional industrial design,, it is
possible to contain specimens of the industrial design instead of reproductions referred to in
Rule 9 (Rule 10). The Office of the Contracting Party may notify International Bureau that the
Office wishes to receive a copy of the international registration, along with any relevant



statement, document or specimen for the international application (Article 10(5) of the Geneva
Act).

The law of Cambodia allows specimens as representation of industrial design
application when the design is two-dimensional (Law on the Patents, Utility Model and
Industrial Designs Article 95). Therefore, it would be necessary to consider the requirements on
specimens such as the size that conforms to the Geneva Act in order to maintain or expand the
system of deferring publication stated in 9.2.

9.11 Requirement to file an application in the name of the creator

When the law of a Contracting Party of the Geneva Act requires that an application for
protection of a design should be filed in the name of the creator of the industrial design, the
Contracting Party may notify that fact and the procedure complying with the requirements in a
declaration (Rule 8),

The law of Cambodia requires that an application should be filed in the name of the
creator of the industrial design. When an applicant is not the creator, the applicant has to attach
the deed of assignment from the creator to the applicant (Law on the Patents, Utility Model and
Industrial Designs Article 96). Therefore, Cambodia needs to consider notifying the requirement
to file an application in the name of the creator or changing the requirement of the national
system.

9.12 Formality examination

Under the Geneva Act, the International Bureau examines the formality requirement of
an international application. When the formality requirement is satisfied, the international
application is registered and published in 6 months from the international registration date
(Article 8, 10).

Through this study, specific problem in applying formality examinations of the
Geneva Act to the system of Cambodia was not found.

9.13 International register/License information

Under the Geneva Act, international registration is recorded on the International
Register managed by the International Bureau. The International Register does not hold any
information regarding licenses or pledging (Article 16).



The law of Cambodia requires license contract information to be recorded in the
register (Law on the Patents, Utility Model and Industrial Designs Article 115 and 118).
However, the international register does not have any information regarding licenses. Therefore,
Cambodia needs to consider how to manage license information or amending the provision on

licenses.

9.14 Duration of registration

Under the Geneva Act, the duration of protection in the Contracting Parties is 15 years
counted from the date of the international registration but when the period provided under the
domestic law in the designated Contracting Party is longer, the period will be the same as the
duration provided by the domestic law (Article 17).

The law of Cambodia prescribes an initial period of registration of 5 years which may
be renewed for two additional 5 years periods (Law on the Patents, Utility Model and Industrial
Designs Article 109). This practice conforms to the Geneva Act.

9.15 Fees for international application/registration

Under the Geneva Act, the fee for an international application consists of (i) basic fee,
(ii) designation fee, and (iii) publication fee (in some cases, additional fee is required). Basic fee
and publication fee are calculated by the number of designs, pages, and the words in the
description for the international application. Only the designation fee depends on the designated
country or countries. The designation fee for a Contracting Party whose Office does not conduct
any substantive examination is Level 1, the designation fee for a Contacting Party whose Office
conducts substantive examination on matters other than novelty is Level 2 and a Contracting
Party whose office conducts substantive examination, including examination on novelty either
ex officio or following opposition by third parties is Level 3 (Article 7 and Rule 12). An
Examining Office may replace standard designation fee by individual designation fee through a
declaration, which may not exceed the fee charged in its country. Furthermore, an Examining
Office may specify that the individual fee will be divided into two parts, in which the first part
is paid at the time of filing the international application and the second part is paid at a later date
determined in accordance with the law of the Contracting Party concerned, in a declaration
(Article 1(xvii), 7 and Rule 12).

In Cambodia, as substantive examinations are not conducted (Law on the Patents,
Utility Model and Industrial Designs Article 103), designation fee of Level 1 will be applied.
No specific issue was found through this study since a renewal system every 5 years is provided



(Law on the Patents, Utility Model and Industrial Designs Article 109) .

9.16 Effect of designation of the applicant’s Contracting Party

When a Contracting Party whose Office is an Examining Office is the domicile of the
applicant, it may make a declaration and notify the Director General that the designation of the
Contracting Party in an international registration will have no effect (Article 14(3)).

Without the declaration under Article 14(3), an applicant may file an industrial design
either directly as a national application or via the International Bureau as an international
application, by the option of the applicant, which may result in two equivalent applications for
the same design existing in different languages and formats.

Therefore, Cambodia needs to consider whether to make a declaration under Article
14(3) and make a notification.

9.17 Intermediary Office.

An international application may be filed, at the option of the applicant, either directly
with the International Bureau or through the Office of the applicant's Contracting Party (Article
4(1)). However, any Contracting Party may declare that international applications may not be
filed through its Office and notify the fact to the Director General (Article 14(2)).

In case an Office does not make a declaration under Article 4(1), and the Office allows
an applicant to file indirectly through the Office, the Office may notify and accept to collect and
forward the fees payable in connection with the application to the International Bureau (Rule

27(2)(b)).

The choice of option provided under Article 4(1) should be made by taking account of
the convenience for applicants.



10. Republic of the Union of Myanmar

At present, Myanmar does not have a legislation system to protect industrial designs
and therefore it needs to consider establishing a legislation system in acceding to the Geneva
Act.
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Céc van dé ctia mbi nwéc ASEAN trong viéc gia nhap Dao luat Geneva vé Théa wéc Hague

2. Nwée Cong hoa Xa héi Cha nghia Viét Nam

Mét nghién ctru vé cac hé théng dang ky thiét ké va thuc tién tai cac quéc gia thanh vién ASEAN da duoc
AIPPI Nhat Ban thuc hién (AIPPI: Hiép hoi Quéc t& Bao hd Quyén S& hiru Tri tué) dwéi sw Gy nhiém clia
JPO (Phong Sang ché Nhat Ban), can clr trén nhitng khao sat vé phap luat, cac tiéu chuan thdm dinh, cac
hwéng dan cho ngwoi dung va nhiing tai liéu khac, va can clv trén nhivng cau tra 161 cho bang cau héi tham
do va/hoac cac cude khdo sat truc tiép, vai dan chiéu toi nhirng véan dé dé Nhat Ban gia nhap Dao luat
Geneva vé Thda wéc Hague (sau day goi 1a “Dao luat Geneva”) dang dwoc xem xét tai Phong Sang ché
Nhat Ban.

Céac muc sau day la nhirng phét hién lién quan dén cac van dé dé Viét Nam gia nhap Dao luat Geneva.

Chu thich:

Diéu: mét diéu trong Pao luat Geneva,

Quy téc: mét Quy tic trong Cac Quy dinh Chung thudc Dao luat Nam 1999 va Dao luat Nam 1960 vé Théa
wéc Hague

Phan Al: mét Phan vé Cac Chi dan Hanh chinh dé& Dang ky tham gia Thda wéc Hague

2.1 M6t vai kiéu dang cong nghiép trong mét don dang ky qudc té

Dao luat Geneva cho phép mét don dang ky quéc té bao gbm hai hodc hon hai kiéu dang cong nghiép thudc
cuing loai chinh trong Phan loai Locarno, nhiéu nhét 1a 100 (Diéu 5(4), Quy tac 7(3)(v) va (7)). Bén ky két Pao
luat Geneva c6 thé han ché yéu cau vé sw théng nhat kiéu dang, thdng nhét cach san xuét hoac thdng nhét
vé cach st dung, hodc thudc cling bd hay ciu thanh cac san phdm, hoéc chi mét kiéu dang doc 1ap va riéng
biét m&i co thé dwoc yéu ciu déng ky trong mét don theo tuyén bd trong Didu 13(1) (Cac Yéu ciu Dac biét

V& Sy thdng nhét Kiéu dang).

Luat phap Viét Nam cho phép dwa mét vai kiéu dang cong nghiép vao mét don dang ky khi “Cac kiéu dang
cong nghiép ctia mdt bd san phdm gém nhiéu san pham thé hién y twdng sang tao chung duy nhét, dwoc st
dung cuing nhau ho&c dé thwe hién chung mét muc dich” (Luat S& hivu Tri tué, Biéu 101). Tuy nhién, mét loai
chinh trong Phan loai Locarno c6 thé bao gém rong hon dinh nghiia nay. Do dd, cé thé can nhac xem trong
tuyén bb sé théng bao khoéng chap nhan mét don dang ky gébm vai kiéu dang theo nhw Diéu 13 (Céc Yéu cau
Déc biét V& Sy théng nhat Kiéu dang) hay mé réng quy dinh dé chap nhan mét don dang ky gdm vai kiéu

dang thudc cung mét loai chinh trong Phan loai Locarno.

2.2 Hodn cong bd

Dao luat Geneva cho phép hoan cdng bb v& mét kiéu dang cong nghiép trong thoi han 1én dén 30 thang ké
tlr ngay ndp don, hodc, khi cd yéu cau wu tién, ké tir ngay wu tién clia don dang ky lién quan, trong trwéng
hop luat phap tai Bén Ky két dwoc chi dinh cé quy dinh vé viéc hoan cong bd, khi bén ding ky cé yéu cau

vao luc ndp don dang ky quéc t& (Bidu 11, Quy téc 16).
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O' Viet Nam, mot don dang ky kiéu dang cong nghiép sé duoc cong bd trong vong 2 thang sau ngay ndp don
va mot kidu dang cong nghiép dwoc ding ky sé dwoc cong bd trén cong béo trong vong 2 thang ké tir ngay
dang ky (Diéu 110 Luat S& hivu Tri tué).

V& viéc tri hodn cong bd, vi & Viét Nam khong cé hé théng nao cho phép hodn nhw vay, nén sé can phai can
nhac xem c6 dua viéc hodn cong bd vao hé théng dang ky kiéu dang hay dwa ra tuyén bd khéng quy dinh
cho hoan cong bé.

Thém vao do, ngay c& néu mét trong hai phuong an trén dwoc lwa chon, thi quy dinh thdi gian cdng bb qubc
té, thudng la sau thang sau ngay dang ky quéc t& (Quy téc 17(1)), cling khac so v&i quy dinh thoi gian cong
bb nai trén & Viét Nam. Do dd, s& can phai can nhac xem lam thé nao dé phu hop véi quy dinh vé thdi gian

cong bé ctia Dao luat Geneva.

2.3 Thoi gian théng béo tir chéi

Theo Pao luat Geneva, mot van dé nguyén tac la thong bao vé viéc tir chéi hiéu lwc clia mot don dang ky
qudc té phai do Phong sang ché duoc chi dinh truyén dat t&i Van phong Quéc té trong vong 6 thang ké tir khi
cong bd dang ky quéc té. Ban thdng bao phai néu toan bd cac co' s lam cén ct cho viéc tir chéi. Tuy nhién,
bét ky Bén Ky két nao c6 Van phong la mét Van phong Tham dinh, hodc luat phap nuwéc dé ¢ quy dinh vé
mot thdi han cho phép kha néng phan déi viéc cip van bang bao ho, cé thé thdng bao trong tuyén bd cho
Téng Giam déc la thdi han 6 thang sé duoc thay thé bang thdi han 12 thang. Van phong phai hoan tt viéc
tham dinh néi dung ho&c thadm dinh viéc phan déi trong vong thdi han dé va théng bao cho Van phong Quéc
té vé quyét dinh dé (Diéu 12, Quy tic 18).

Do viéc thdm dinh néi dung phai dwoc tién hanh khi da kiém tra kiéu dang sau 2 thang xem c6 sy phan dbi
sau khi cong bd mét don dang ky da dwoc thdm dinh so b du diéu kién & Viét Nam (Luat S& hivu Tri tué,
Diéu 112 va 114), nén Viét Nam c6 thé dwoc quyén dwa ra tuyén bd néu trén theo Quy tac 18(1)(b). Méc du
khong c6 thong tin vé& thoi han can thiét dé thdm dinh ndi dung & Viét Nam, nhung c6 thé can phai can nhac

dén viéc dua ra tuyén bd ap dung 12 thang cho thdi han néi trén.

2.4 Thong béo vé y muén nhan cac ban sao tin can clia mot ban dang ky quéc té

Theo Dao luat Geneva, viéc tir chdi hiéu lwc clia mot don dang ky quéc té phai do Phong sang ché truyén
dat dén Van phong Quéc t& bang mét théng béo tir chéi trong vong thoi han quy dinh (xem 2.3). Bang viéc
théng bao y muén nhan cac ban sao tin can clia ban dang ky québc té téi Van phong Quéc té, Phong sang
ché dworc chi dinh c6 thé nhan dwoc cac ban sao ngay sau khi viéc dang ky quéc té hoan tat (Biéu 10(5)).
Viéc théng bao vé cac ban sao tin can cho phép phong sang ché dworc chi dinh bat dau thdm dinh néi dung
trudrc khi cong bd qudc té. Néu ngudi ndp don rit don dang ky hodc viéc chi dinh sau khi dang ky quéc té va
trudrc khi cong bd quédc &, thi viec tham dinh néi dung can ct trén cac ban sao tin can sé bi hlly bd. Mat khac,
néu khong cé théng bao nay, thi, do cac ban sao dwoc cung cap sau khi cong bd qudc t& nén phong sang
ché duoc chi dinh s& khdng ¢d lwa chon nao khéc ngoai viéc bat dau thdm dinh ndi dung sau khi cong bd

qubc té.
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Xét vé cac trudng hop néu & muc 2.3, sé can phai can nhic xem cé thdng bao cho Van phong Quéc té vé y
mudn nhan cac ban sao tin can clia ban dang ky qudc t& dé cé thé dadm bao di thdi gian cho thdm dinh noi

dung trwére khi cong bd québc té.

2.5 Ap dung “ngoai I& vé mét tinh m&i" cho mét don dang ky quéc té
Mé&c du trong Dao luat Geneva khéng cé céc diéu khodn rd rang vé “ngoai 1& v& mét tinh méi”, nhwng mét
ban d&ng ky quéc t& phai it nhat Ia c6 cung hiéu lwc véi don dang ky bao ho kiéu dang cong nghiép dwoc

ndp thong thuwéng & mdi Bén Ky két dworc chi dinh theo phap Iuat clia Bén Ky két do (Biéu 14(1)).

O Viét Nam, céc diéu khodn vé “ngoai 1& v& mét tinh méi” duwoc quy dinh tai Diéu 65 Luat S& hivu Tri tué.
Cén phai can nhéc céach thire ap dung quy trinh yéu ciu déi véi cac don déng ky trong nwédc cho cac don

dang ky quéc t&, cé xem xét lai ban than quy trinh dé.

2.6 Str dung dwong cham roi hay nét dirt trong mét ban vé& mé phéng cho phan khéng yéu cau bao hod
Dao luat Geneva khoéng quy dinh rd rang viéc bao hd cho cai goi la “Kiéu dang M6t phan”. Tuy nhién, phan
néi dung dwoc thé hién trong mot ban vé mé phdng nhung khdng duoc yéu cau bdo ho cé thé duwoc néu

trong phan mé ta va/hodc nhér nhitng dwdng cham roi hodc nét dit (Quy tae 9(2)(b), Phan Al 403).

Cac luat hién hanh cta Viét Nam khéng quy dinh vé viéc bao hd cho “Kiéu dang Mot phan” va khéng cho
phép st dung dwdng chadm roi hay nét dut dé thé hién nhitng phan khong yéu cau bdo hd (Thong tw
01/2007/TT-BKHCN, Biém 33.6(a)). Do d6, can can nhac céch thirc x& Iy nhitng don dang ky nhw vay.

2.7 Hé théng Kiéu dang Lién quan

Dao luat Geneva da bd sung céc diéu khodn vé cai goi la “Hé théng Kiéu dang Lién quan” vao thang 1/2012
va Bén Ky két dwoc chi dinh ¢6 luat phap quy dinh vé& hé thdng nay c6 thé chip nhan mét don dang ky qubc
té co thé hién sé tham chiéu téi kidu dang cong nghiép chinh hodc t&i ban ding ky hodc don dang ky chinh
(Phan Al 407).

Luat hién hanh & Viét Nam khéng quy dinh vé Hé théng Kiéu dang Lién quan. Tuy nhién, diéu khodn ndi trén
chi anh huwéng dén nhitng Phong sang ché & cac quéc gia cé luat quy dinh vé hé théng d6. Do dd, vé muc

nay, khong thay van dé cu thé nao cho Viét Nam gia nhap DPao luat Geneva.

2.8 Céc yéu cau vé ban v& mo phéng

Pao luat Geneva khéng cho phép Bén Ky két nao dwoc yéu cau co hon mot hinh chiéu trong trwdng hop
san pham hoac kiéu dang cong nghiép c6 hai chiéu hodc cé hon sau hinh chiéu trong truerng hop sén pham
d6 c6 ba chiéu (Quy tic 9). Kich thudc clia mbi ban dai dién va cach danh sé ban vé mé phéng ciing duwoc
quy dinh trong Céc Chi dan Hanh chinh. (Cac Phan Al tir 401 t6i 406)
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O Viét Nam, theo yéu cau phai c¢é 7 hinh chiéu (ttr phia trudc, tir phia sau, tr bén trai, tr bén phai, tlr trén
xuéng, tlr dwéi én, va hinh phdi canh), va céc hinh chiéu can thiét khac (nhw mat cat va hinh phéng to) khi
can. Thém vao dé, kich thudc yéu cau clia cac ban dai dién khac véi yéu cau trong Dao luat Geneva (Thong
tw 01/2007/TT-BKHCN, Diém 33.6). Do d6, can can nhac dé sao cho nhirng yéu cau nay phu hop véi cac

yéu cau trong Dao luat Geneva.

2.9 X&c nhan va ban mé ta ngén gon

Bat ky Bén Ky két nao ctia Dao luat Geneva déu c6 thé yéu cau mét don dang ky qubc té phai gbm mét ban
xac nhan hodc ban mé ta ngan gon, théng béao cho Tong Giam dbc bang mét tuyén b néu bén d6 cé Phong
sang ché [a mot Phong Tham dinh va c6 luat phap tai thdi diém tré thanh thanh vién clia Dao luat nay (Diéu
5(2)(ii), (iii). Ngay ca néu Bén Ky két d6 khong yéu ciu cé ban mé ta va / hodc ban xac nhan ngan gon, thi tly
theo ngudi ndp don, ban mé ta ngén gon c6 thé dwoc dwa vao trong don dang ky qudc t& (Quy téc 7(5)).

Néu ban mé ta vwot qua 100 tir thi sé can déng phi bd sung).

Luat phap Viét Nam yéu cau cé ban mod ta kiéu dang cong nghiép (Luat S& hivu Tri tué, Didu 103). Néu Viét
Nam muén yéu ciu ban mé ta tré thanh mot yéu t& bat budc ctia mét don dang ky quéc té, thi phai thdng
bao diéu do trong ban tuyén bd theo nhw Digu 5(2)(b)ii).

2.10 MAu vat

Trong trwéng hop mét don dang ky quéc t& chiu sw chi phéi riéng clia Pao luat Geneva co chiva yéu cau tri
hoan cong bb dbi véi mét kiéu dang cong nghiép co hai chiéu va dwoc kém theo cac mau kiéu dang cong
nghiép (Quy tac 10) thay vi cac ban vé mé phdng nhw néu trong Quy tac 9. Phong Sang ché clia Bén Ky két
c6 thé théng bao cho Van phong Quéc té rang Phong Sang ché mudn nhan mét ban sao ctia ban dang ky
quéc t&, ciing véi bat ky phat biéu, tai liéu hay mau vat nao di kém véi don dang ky qudc té& (Biéu 10(5) Pao

luat Geneva).

Luat hién hanh ctia Viét Nam khong chap nhan don dang ky kiéu dang cé kém mau vat thay cho ban vé mé
phéng (Luat S& hiru Tri tué, Diéu 108(1)(b)), vay nén trong trudng hop Viét Nam khong tuyén bd vé bidu
11(1)(b)(nghia la Viét Nam c6 quy dinh vé viéc tri hodn cong bd kiéu dang cong nghiép), Viét Nam nén chap
nhan mau vat. Do dd, Viét Nam phai can nhac viéc chap nhan mau vat va can nhic xem c6 théng bao hay

khéng vé viéc phong sang ché mudn nhan mét ban sao ctia ban dang ky quéc té.

2.11 Yéu cau Nop Pon dang ky Duwéi Tén Ngudi Sang tao
Trong trudng hop luat phap clia mot Bén Ky két Dao luat Geneva yéu cau don dang ky phai dwoc ndp duéi
tén ngudi sang tao ra kiéu dang cong nghiép, Bén Ky két phai théng bao trong mét tuyén bé vé thuc t& dé va

vé quy trinh tuan tha c&c yéu cau do (Quy tic 8),

Theo yéu cau cla Luat phap Viét Nam, don dang ky phai dwoc ndp duéi tén ngudi sang tao ra kiéu dang

cong nghiép (Luat S& hivu Tri tué, Biéu 100(1)(d)). Trwdng hop ngudi ndp don khong phai la ngudi sang tao,
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thi nguwoi ndp don phai dinh kém van ban Gy nhiém clia ngwdi sang tao cho nguwoi ndp don. Do do, Viét Nam
phai can nhac thong bao yéu cau clia minh vé viéc nop don ding ky duéi tén nguoi sang tao, hodc thay dbi

yéu cau clia hé thdng quéc gia.

2.12 Tham dinh Hinh thirc
Theo Pao luat Geneva, Van phong Quéc té s& thdm dinh yéu cau hinh thire clia mét don dang ky quéc té.
Khi yéu cau vé hinh thirc da dat, don dang ky qudc té sé dwoc dang ky va cong bd trong 6 thang ké tir ngay

clia ban dang ky quéc té (Diéu 8, 10).

T nghién ctru ndy cho thay khéng phat hién ra van dé cu thé nao vé viéc ap dung céac thdm dinh hinh thic

theo Dao luat Geneva vao luat Viét Nam.

2.13 Sé dang ky Quéc t&/Théng tin Quyén st dung
Theo Pao luat Geneva, ban dang ky qudc té sé& dwoc ghi vao Sé Dang ky Quéc té do Van phong Québc té

quan ly. S6 DBang ky Quéc t& khéng ndm gil bat ky théng tin nao vé quyén str dung hay dam bao (Diéu 16).

Sé dang ky cho ban dang ky kiéu dang cdng nghiép & Viét Nam yéu ciu viéc dang ky cac hop déng st dung
ddi twong s& hiru cdng nghiép (Luat S& hiku Tri tué, Diéu 149). Tuy nhién, sb ding ky qudc t& khong cé bt
ky théng tin ndo vé quyén st dung. Do d6, Viét Nam can can nhéc cach quan ly théng tin vé quyén s dung

hoac cai t6 lai diéu khoan vé quyén st dung.

2.14 Thdi han clia ban dang ky
Theo Dao luat Geneva, thdi han bao hd & cac Bén Ky két phai la 15 nam tinh tir ngay ctia ban dang ky quéc

té ho&c cac thoi han dai hon gidng nhw thdi han cho ban d&ng ky trong nwéc (Diéu 17).

Theo Luat phap Viét Nam, kiéu dang cdng nghiép da dang ky sé cé hiéu lwc trong vong 5 ndm, va co thé gia
han thém hai 1an lién tiép, mdi 1an 5 nam (Luat S& hiru Tri tué, Didu 93(4)), diéu nay phu hop véi Dao luat

Geneva.

2.15 Lé phi cho don/ban dang ky quéc té

Theo Pao luat Geneva, & phi cho mét don d&ng ky qudc t& bao gdém (i) phi co ban, (i) phi chi dinh, va (iii) phi
cong bd (trong mét s truorng hop sé can phi bd sung). Phi co ban va phi cong bd dworc tinh bang sb cac
kiéu dang, céc trang va céc tr trong ban mé ta ctia don dang ky quéc té. Chi co phi chi dinh 1a phu thudc vao
quéc gia hay cac quéc gia chi dinh. Lién quan dén phi chi dinh, phi chi dinh cho mét Bén Ky két co phong
sang ché khong thue hién bat ky viéc thdm dinh ndo trén co’ s& ndi dung sé & murc 1, phi chi dinh cho Bén Ky
két cd Phong sang ché thuc hién viéc thdm dinh trén co s& ndi dung chir khdng phai vé tinh mai la & murc 2
va phi chi dinh cho cac Bén Ky két cd phong sang ché thuc hién thdm dinh trén co s& néi dung, bao gébm ca
viéc thdm dinh vé tinh mai mét cach dwong nhién hay theo s phan déi clia cac bén thr ba la & mirc 3 (Biéu

7 va Quy téc 12). M6t Phong Tham dinh c6 thé thay thé phi chi dinh chudn bang phi chi dinh riéng biét trong
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ban tuyén b6, mirc phi nay khong thé vuot qua tdng ctia méi mire phi dia phwong cho ban dang ky ctia mét
don. Hon ni¥a, mét phong Tham dinh cé thé néu rd trong ban tuyén bé v& mure phi riéng biét gdm hai phan,
phan mét duoc thanh toan khi ndp don ding ky quéc té va phan hai duoc thanh toan sau, vao mot ngay xac

dinh theo luat ctia Bén Ky két c6 lién quan (Diéu 1(xvii), 7 va Quy tac 12).

O Viét Nam, NOIP (Cuc S& hiru Tri tué Viét Nam) thue hién viéc thdm dinh trén co' s& néi dung, bao gdm ca
tham dinh vé tinh m&i mét cach dwong nhién. Mdc phi tir lic ndp don dén Iic cong bd clia mdt don dang ky
kiéu dang cong nghiép 1a: ndp don: 180.000VND, cdng bd: 120.000VND cong thém 60.000VND cho méi ban
vé/anh chup ti 1an tht hai, cho viéc kiém tra: 120.000VND, cho viéc thdm dinh: 300.000 VND (Ban cau héi
tham do).

Luat Viet Nam ap dung hé thdng gia han 5 nam giéng nhw Dao luat, mic du quy dinh biéu phi rat chi tiét
(Biéu, I& phi va phi ton lién quan dén kiéu dang cong nghiép). Do dé, Viét Nam co thé can nhac xem ¢ tuyén

bb vé& murc phi chi dinh riéng biét hay khong.

2.16 Hiéu lyc ctia viéc Chi dinh Bén Ky két clia Ngudi ndp don

Bat ky Bén Ky két ndo cé Phong sang ché 1a mot Phong Tham dinh déu cé thé tuyén bd réng viéc chi dinh do
mot ngudi cé6 mét noi &, mot noi thwdng trd hay mét co s& cong nghiép hoac thwong mai that va hiéu qua
trong dia phan clia mot Bén Ky két trong moét ban dang ky quéc té la khdng co hiéu lwc (Biéu 14(3)).

Néu khong c6 tuyén bb theo Didu 14(3), mét ngudi ndp don cd thé ndp don dang ky kiéu dang cong nghiép
truc tiép véi hd so déng ky trong nwéc hodc théng qua Van phong Québc té véi mét hd sor dang ky québc té,
thy Iwa chon clia ngudi ndp don, diéu do co thé dan dén két qua 1a hai hd so dang ky twong duong cho cling

mot kiéu dang co thé ton tai dwdi cac mau va ngdn nglr khac nhau.

Do vay, Viét Nam c6 thé can nhac viéc théng béo trong tuyén b theo Diéu 14(3).

2.17 Céc hd so dang ky quéc té thong qua Phong sang ché.

Tuy lwa chon clia ngudi ndp don, hd sor ddng ky quéc té co thé duoc ndp truc tiép 1én Van phong Quéc té
hay théng qua Phong sang ché ctia Bén Ky két clia nguoi ndp don (Diéu 4(1)). Tuy nhién, bat ky Bén Ky két
nao ciing c6 thé tuyén bd la cac hd so dang ky quéc té khong thé duoc ndp qua Phong sang ché clia ho
(Didu 14(2)).

Trong trudng hop mét Phong sang ché khéng tuyén bd theo Diéu 4(1), va cho phép ngudi ndp don ndp (mot
céch truc tiép va) mot cach gian tiép thong qua Phong sang ché, Phong sang ché co thé théng bao, du chap

nhan hay khéng thanh toan t ngudi ndp don va chuyén sang Van phong Quéc té (Quy tac 27(2)(b)).

Co thé can can nhac dén viéc c6 thong bao theo Didu 4(1) hay khong, Iwu v téi loi ich ctia nguoi ndp don.
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Isu-isu pada masing-masing negara ASEAN dalam upaya penyetujuan Perjanjian Hague Akta Jenewa

3. Republik Indonesia

Sebuah studi yang mempelajari sistem dan praktik registrasi desain di negara-negara anggota ASEAN
dilaksanakan oleh AIPPI JAPAN yang dinaungi oleh JPO, berdasarkan jajak pendapat mengenai
perundang-undangan, standar pemeriksaan, pedoman bagi pengguna dan dokumen lainnya, dan
berdasarkan jawaban atas angket dan/atau dengar pendapat, dengan referensi terhadap isu-isu dalam
penyetujuan Perjanjian Hague Akta Jenewa untuk Jepang (selanjutnya akan disebut "Akta Jenewa") di
bawah pertimbangan JPO.

Berikut ini adalah hasil temuan terhadap isu-isu penyetujuan Akta Jenewa untuk Indonesia.

Catatan:
Pasal: pasal di Akta Jenewa,
Peraturan: Peraturan Regulasi Umum berdasarkan Akta 1999 dan Akta 1960 pada Perjanjian Hague

Seksi Al: Seksi Instruksi Administratif untuk Pengajuan Permohonan Perjanjian Hague

Undang-undang ID: Undang-undang No.31 tanggal 20 Desember 2000 mengenai Desain Industri

Peraturan ID: Peraturan Pemerintah Republik Indonesia No. 1 tahun 2005

3.1 Beberapa desain industri dalam satu pendaftaran internasional

Akta Jenewa mengizinkan sebuah pendaftaran internasional tunggal untuk mencakup dua atau lebih desain
industri yang berada di kelas utama Klasifikasi Locarno yang sama, sampai maksimal 100 (Pasal 5(4),
Peraturan 7(3)(v)dan(7)). Pihak pemohon Akta Jenewa dapat membatasi persyaratan untuk kesatuan desain,
kesatuan produksi atau kesatuan penggunaan, atau berada dalam susunan atau komposisi barang yang
sama, atau hanya satu desain unik dan independen yang dapat diklaim dalam satu pendaftaran oleh

deklarasi berdasarkan Pasal 13(1) (Persyaratan Khusus Menyangkut Kesatuan Desain).

Hukum di Indonesia mengizinkan beberapa desain industri yang berada pada kelas yang sama untuk
mengajukan satu pendaftaran (Undang-undang ID Pasal 13), yang serupa dengan Akta Jenewa.

Jika desain-desain tersebut tak memiliki masalah seperti misalnya terdapat lebih dari satu pencipta dalam
satu pendaftaran, penanganan pendaftaran terdiri atas beberapa desain yang dapat ditolak, formulir
pendaftaran, struktur basis data untuk register, maka sistem ini tidak akan menjadi isu dalam penyetujuan

Akta untuk Indonesia.

3.2 Penangguhan Publikasi

Akta Jenewa mengizinkan penangguhan publikasi untuk desain industri selama periode maksimal 30 bulan
sejak tanggal penerimaan atau, jika terjadi pengklaiman prioritas, sejak tanggal prioritas untuk pendaftaran
yang bersangkutan, atau jika undang-undang dari Pihak Pemohon terkait memberikan penangguhan

publikasi, maka terhitung sesuai permintaan si pemohon pada saat pengajuan pendaftaran internasional
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(Pasal 11, Peraturan 16).

Hukum di Indonesia mengizinkan penangguhan publikasi selama maksimal 12 bulan sejak tanggal
penerimaan atau tanggal prioritas (Undang-undang ID Pasal 25(4), (5)). Karena itu, diperlukan pertimbangan
antara membuat sebuah deklarasi berdasarkan Pasal 11(1)(@) untuk mengabarkan bahwa periode
penangguhan kurang dari 30 bulan, atau memperpanjang periode penangguhan agar selaras dengan Akta

Jenewa.

3.3 Periode pemberitahuan penolakan

Menurut Akta Jenewa, secara garis besar, pemberitahuan penolakan terhadap akibat registrasi internasional
wajib diberitahukan oleh Kantor terkait kepada Biro Internasional dalam jangka waktu 6 bulan sejak publikasi
registrasi internasional. Dalam pemberitahuan wajib dicantumkan dasar-dasar penyebab mengapa terjadi
penolakan. Akan tetapi bagi Pihak Pemohon yang Kantornya merupakan sebuah Kantor Pemeriksa atau
yang hukumnya memberikan periode untuk kemungkinan oposisi terhadap pemberian perlindungan, dapat
memberitahukan Direktur Jenderal melalui deklarasi bahwa periode 6 bulan akan digantikan oleh periode 12
bulan. Kantor akan melengkapi pemeriksaan substantif atau pemeriksaan oposisi dalam masa periode dan

memberitahukan keputusannya pada Biro Internasional (Pasal 12, Peraturan 18).

Setelah 3 bulan untuk publikasi yang menindaklanjuti oposisi terhadap pendaftaran yang lulus pemeriksaan
awal (Undang-undang ID Pasal 26), pemeriksaan substantif secara praktis dilakukan dengan pencarian
desain sebelumnya di Indonesia meski tidak ada ketentuan spesifik mengenai pemeriksaan substantif.
Menurut jawaban DGIPR terhadap kuesioner, waktu rata-rata untuk menyelesaikan pemeriksaan substantif
adalah 12 bulan pada tahun 2012, oleh karenanya diperlukan penambahan ketentuan menyangkut
pemeriksaan substantif pada Hukum Desain Indonesia dan mempertimbangkan untuk membuat deklarasi di
atas menerapkan 12 bulan untuk periode ini, meningkatkan efisiensi dari pemeriksaan substantif agar dapat

menyelesaikan pemeriksaan substantif selama periode di atas.

3.4 Pemberitahuan keinginan untuk menerima salinan rahasia dari registrasi internasional

Menurut Akta Jenewa, penolakan terhadap akibat registrasi internasional wajib diberitahukan oleh Kantor
Pusat kepada Biro Internasional dalam sebuah pemberitahuan penolakan dalam periode yang telah
ditentukan (lihat 3.3). Dengan pemberitahuan kepada Biro Internasional mengenai keinginan untuk menerima
salinan rahasia dari registrasi internasional, Kantor terkait dapat menerima salinan segera setelah registrasi
internasional telah selesai (Pasal 10(5)).

Pemberitahuan untuk salinan rahasia mengizinkan kantor terkait untuk memulai pemeriksaan substantif
sebelum publikasi internasional. Jika si pemohon menarik kembali pendaftaran atau penunjukannya setelah
registrasi internasional dan sebelum publikasi internasional, pemeriksaan substantif berdasarkan salinan
rahasia akan menjadi tidak berlaku. Di sisi lain, tanpa pemberitahuan ini, karena salinan akan dikirimkan
setelah publikasi internasional, kantor terkait tak memiliki pilihan lain selain memulai pemeriksaan substantif

setelah publikasi terbit.
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Dengan mempertimbangkan kondisi yang telah disebutkan di 3.3, perlu dipertimbangkan apakah akan
memberitahukan keinginan untuk menerima salinan rahasia dari registrasi internasional kepada Biro
Internasional dalam upaya agar dapat menyisihkan cukup waktu untuk pemeriksaan substantif sebelum

publikasi internasional.

3.5 Menerapkan "pengecualian kurangnya kebaruan” pada sebuah pendaftaran internasional

Meski tak ada ketentuan jelas mengenai "pengecualian kurangnya kebaruan" dalam Akta Jenewa, sebuah
registrasi internasional harus memiliki setidaknya akibat yang sama pada setiap Pihak Pemohon terkait
sebagai pendaftaran yang diajukan secara berkala untuk pemberian perlindungan desain industri

berdasarkan undang-undang dari Pihak Pemohon (Pasal 14(1)).

Di Indonesia, ketentuan mengenai "pengecualian kurangnya kebaruan" tercantum dalam Pasal 3 di
Undang-undang ID. Perlu dipertimbangkan bagaimana menerapkan prosedur yang diperlukan pada

pendaftaran domestik dan internasional, dengan mengkaji ulang prosedur itu sendiri.

3.6 Penggunaan garis titik-titik atau garis putus dalam reproduksi untuk bagian yang tidak diikutsertakan

Akta Jenewa tidak secara gamblang menyatakan pemberian perlindungan khusus untuk yang disebut
sebagai "Desain Sebagian". Akan tetapi pada bagian yang ditampilkan dalam sebuah reproduksi namun
tidak diinginkan perlindungan terhadapnya dapat diindikasikan dalam deskripsi dan/atau dengan metode
garis titik-titik atau garis putus (Peraturan 9(2)(b), Seksi Al 403).

Di Indonesia, bagian-bagian yang tidak ingin dilindungi dapat diindikasikan dengan garis titik-titik (Peraturan
ID, Pasal 6(1)(g)). Oleh karenanya, dalam hal ini penggunaan garis fitik-titik atau garis putus tak berpotensi

menjadi masalah serius dalam penyetujuan Akta Jenewa untuk Indonesia.

3.7 Sistem desain bertautan

Akta Jenewa menambahkan ketentuan menyangkut apa yang disebut dengan "Sistem Desain Bertautan"
pada bulan Januari 2012 dan Pihak Pemohon terkait yang dalam hukumnya memiliki sistem ini, dapat
menerima sebuah pendaftaran internasional bersamaan dengan sebuah indikasi dari nomor referensi untuk

desain industri pokok atau untuk pendaftaran atau registrasi pokok (Seksi Al 407).

Hukum Indonesia saat ini tidak mencakup Sistem Desain Bertautan. Akan tetapi, ketentuan di atas hanya
efektif bagi Kantor-Kantor yang memiliki undang-undang dengan sistem tersebut. Maka dalam hal ini, tak ada

isu spesifik yang telah ditemukan dalam penyetujuan Akta Jenewa untuk Indonesia.

3.8 Persyaratan representasi
Akta Jenewa tidak mengizinkan Pihak Pemohon untuk memerlukan lebih dari satu tampilan jika desain atau

produk industri berwujud dua dimensi atau lebih dari enam tampilan jika produk berwujud tiga dimensi
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(Peraturan 9). Ukuran masing-masing representasi dan penomoran reproduksi juga ditentukan dalam
Instruksi Administratif. (Seksi Al 401 sampai 406)

Sejauh studi ini berjalan, persyaratan di atas tidak akan menjadi masalah dalam penyetujuan Akta Jenewa

untuk Indonesia.

3.9 Deskripsi dan pernyataan singkat

Setiap Pihak Pemohon Akta Jenewa mungkin perlu memastikan jika dalam pendaftaran internasionalnya
mengandung deskripsi atau pernyataan singkat apa pun, wajib memberitahukan Direktur Jenderal melalui
sebuah deklarasi jika Kantornya merupakan sebuah Kantor Pemeriksa dan memiliki undang-undang yang,
pada saat menjadi bagian dari Akta ini, (Pasal 5(2)(ii), (iii)). Bahkan jika Pihak Pemohon tidak memerlukan
deskripsi dan/atau pernyataan singkat, sesuai pilihan si pemohon, deksripsi singkat dapat dicantumkan
dalam pendaftaran internasional (Peraturan 7(5)). Jika deskripsi melebihi 100 kata, akan dikenakan biaya

tambahan.

Undang-undang di Indonesia memerlukan deskripsi pada desain industri (Undang-undang ID Pasal 11 dan
18). Jika Indonesia berniat mewajibkan deskripsi sebagai elemen wajib pada sebuah pendaftaran

internasional, harap beritahukan melalui deklarasi sesuai Pasal 5(2)(b)(ii)

3.10 Spesimen

Jika sebuah pendaftaran internasional yang dikuasai sepenuhnya oleh Akta Jenewa memiliki sebuah
permohonan untuk penangguhan publikasi menyangkut desain industri dua dimensi dan, alih-alih disertai
dengan reproduksi yang merujuk pada Peraturan 9, pendaftaran harus disertai dengan spesimen dari desain
industri (Peraturan 10). Kantor milik Pihak Pemohon dapat memberitahukan Biro Internasional bahwa ia ingin
menerima salinan dari registrasi internasional beserta pernyataan, dokumen atau spesimen apa pun yang

relevan bersama dengan pendaftaran internasional (Pasal 10(5) pada Akta Jenewa).

Undang-undang di Indonesia saat ini mengizinkan untuk menerima sebuah pendaftaran desain industri
dengan spesimen (Undang-undang ID Pasal 11(4)(a)). Jika Indonesia tidak mendeklarasikan Pasal 11(1)(b))
(yang berarti bahwa Indonesia memberikan penangguhan publikasi untuk sebuah desain industri), Indonesia
harus menerima spesimen, namun melalui studi ini, tak ditemukan permasalahan spesifik dalam penyetujuan

Akta Jenewa untuk Indonesia

3.11 Persyaratan untuk Mengajukan Pendaftaran atas Nama si Pencipta
Jika Pihak Pemohon Akta Jenewa memiliki undang-undang yang mewajibkan pendaftaran untuk diajukan
atas nama si pencipta desain industri, Pihak Pemohon wajib memberitahukan fakta dan prosedurnya sesuai

dengan persyaratan dalam deklarasi (Peraturan 8),

Undang-undang di Indonesia mewajibkan pendaftaran untuk diajukan atas nama si pencipta desain industri
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(Undang-undang ID Pasal 11(6)). Jika pihak pemohon bukanlah si pencipta, pemohon tersebut harus
melampirkan surat penyerahan hak dari si pencipta kepada pemohon. Oleh karena itu, Indonesia harus
mempertimbangkan untuk memberitahukan persyaratannya untuk mengajukan pendaftaran atas nama si

pencipta, atau mengubah persyaratan pada sistem nasional

3.12 Pemeriksaan Formalitas
Menurut Akta Jenewa, Biro Internasional memeriksa persyaratan formalitas dari pendaftaran internasional.
Jika persyaratan formalitas terpenuhi, pendaftaran internasional akan diregister dan dipublikasikan dalam

waktu 6 bulan sejak tanggal registrasi internasional (Pasal 8, 10).

Melalui studi ini, tak ditemukan masalah spesifik dalam menerapkan pemeriksaan formalitas Akta kepada

hukum di Indonesia.

3.13 Regiister internasional/Informasi Lisensi
Menurut Akta Jenewa, registrasi internasional wajib dicatat dalam Register Internasional yang ditangani oleh
Biro Internasional. Register Internasional tidak memegang informasi apa pun menyangkut lisensi atau

jaminan (Pasal 16).

Register untuk registrasi desain industri di Indonesia memerlukan registrasi kontrak lisensi (Undang-undang
ID Pasal 36), dan tanpa registrasi kontrak ini, kontrak lisensi tidak berlaku. Akan tetapi, register internasional
tidak memiliki informasi apapun menyangkut lisensi. Karena itu, Indonesia sebaiknya mempertimbangkan

metode untuk menangani informasi lisensi atau merombak ketentuan yang menyangkut lisensi.

3.14 Durasi registrasi
Menurut Akta Jenewa, durasi perlindungan di Pihak Pemohon adalah 15 tahun terhitung sejak tanggal

registrasi internasional atau lebih lama sesuai dengan durasi pada registrasi nasional (Pasal 17).

Undang-undang di Indonesia memberikan durasi perlindungan selama 10 tahun terhitung sejak tanggal
penerimaan (Undang-undang ID Pasal 5). Karenanya, Indonesia wajib mengubah ketentuan yang

menyangkut durasi dari paten desain.

3.15 Biaya pendaftaran/registrasi internasional

Menurut Akta Jenewa, biaya pendaftaran internasional terdiri dari (i) biaya dasar (basic fee), (i) biaya
penetapan (designation fee), dan (iii) biaya publikasi (publication fee) (dalam beberapa kasus, diperlukan
biaya tambahan). Biaya dasar dan biaya publikasi ditentukan dari jumlah desain, halaman, dan jumlah kata
dalam deskripsi pada pendaftaran internasional. Hanya biaya penetapan yang bergantung pada negara
anggota. Mengenai biaya penetapan, biaya penetapan untuk Pihak Pemohon yang Kantornya tidak
melakukan pemeriksaan apa pun yang bersifat substantif akan digolongkan ke level 1, sedangkan biaya

penetapan untuk Pihak Pemohon yang Kantornya melaksanakan pemeriksaan substantif tapi tidak
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melakukan pemeriksaan kebaruan akan digolongkan ke level 2 dan Pihak Pemohon yang Kantornya
melaksanakan pemeriksaan substantif termasuk pemeriksaan terhadap kebaruan, entah itu ex offico atau
menindaklanjuti oposisi oleh pihak ketiga, akan digolongkan ke level 3 (Pasal 7 dan Peraturan 12). Kantor
Pemeriksa dapat mengganti biaya penetapan standar dengan biaya penetapan individu dalam deklarasi,
yang besarnya tidak boleh melampaui besar dari jumlah total dari masing-masing biaya registrasi sebuah
pendaftaran. Selain itu, Kantor Pemeriksa dapat menentukan bahwa biaya individu dibagi menjadi dua
bagian, yang pertama dibayarkan pada saat pengajuan permohonan internasional dan waktu pembayaran
kedua akan ditentukan sesuai dengan peraturan perundang-undangan negara Pihak Pemohon terkait

melalui deklarasi (Pasal 1(xvii), 7 dan Peraturan 12).

Di Indonesia, undang-undang menetapkan bahwa setelah oposisi diajukan oleh pihak ketiga, maka
pemeriksaan substantif akan dilakukan.

Meski begitu, menurut survei kami dalam penelitian ini, dalam praktiknya, DGIPR melakukan pemeriksaan
substantif tanpa permintaan oposisi.

Biaya untuk mengajukan aplikasi ini adalah Rp600.000 dan untuk mengambil sertifikatnya dikenakan biaya
Rp100.000 (Tarif_di).

Penerapan sistem pembaruan dan biaya yang sesuai dapat dipertimbangkan (karena sistem di Indonesia
saat ini tidak memungkinkan pembaruan).

Jika Indonesia ingin menyatakan biaya penetapan individu, Indonesia harus mempertimbangkan
amandemen undang-undang yang menyediakan pemeriksaan ex officio atas dasar substantif untuk

menyelaraskan dengan praktiknya.

3.16 Akibat Penetapan Pemohon Negara Anggota

Siapa pun Pihak Pemohon yang Kantornya merupakan Kantor Pemeriksa dapat mendeklarasikan bahwa
penetapan seseorang yang memiliki tempat tinggal berdomisili dan tetap atau memiliki sebuah badan industri
atau komersil yang nyata dan berjalan dalam wilayah Pihak Pemohon pada registrasi internasional tidak
diberlakukan (Pasal 14(3)).

Tanpa deklarasi, berdasarkan Pasal 14(3), seorang pemohon dapat mengajukan desain industri baik secara
langsung dengan pendaftaran nasional atau melalui Biro Internasional dengan sebuah pendaftaran
internasional, tergantung dari opsi yang dipilih pihak pemohon, yang dapat menghasilkan dua pendaftaran

yang setara untuk desain yang sama yang hadir dalam bentuk dan bahasa yang berbeda.

Karena itu, Indonesia dapat mempertimbangkan untuk memberitahukan melalui sebuah deklarasi, sesuai
Pasal 14(3).

3.17 Pendaftaran internasional melalui Kantor
Pendaftaran Internasional dapat diajukan baik secara langsung dengan Biro Internasional atau melalui
Kantor dari Pemohon Negara Anggota, tergantung pilihan pihak pemohon (Pasal 4(1)). Akan tetapi, setiap

Pihak Pemohon dapat mendeklarasikan bahwa pendaftaran internasional tidak akan diajukan melalui

(108)



Kantornya (Pasal 14(2)).

Dalam kasus sebuah Kantor tidak mengeluarkan deklarasi sesuai Pasal 4(1), dan kantor mengizinkan
pemohon untuk mengajukan (secara langsung dan) secara tak langsung melalui Kantor, Kantor dapat
memberitahukan apakah akan menerima pembayaran dari pemohon dan mentransfer ke Biro Internasional
(Peraturan 27(2)(b)).

Dapat dipertimbangkan apakah akan memberitahukan sesuai Pasal 4(1), dengan memperhatikan

keuntungan yang dimiliki pemohon.
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Isu-isu bagi setiap negara ASEAN untuk menjadi ahli kepada Akta Geneva dalam Perjanjian Hague

4. Malaysia

Satu kajian mengenai sistem pendaftaran reka bentuk dan amalan dalam anggota negara ASEAN telah
dijalankan oleh AIPPI Jepun melalui arahan oleh JPO. Kajian ini mengambil kira tinjauan mengenai
perundangan, standard pemeriksaan, garis panduan untuk pengguna dan dokumen-dokumen lain dan
berdasarkan pada jawapan kepada soal selidik dan/atau tinjauan sidang pembicaraan. la merujuk kepada
isu-isu untuk Jepun menjadi ahli kepada Akta Geneva dalam Perjanjian Hague (selepas ini dirujuk sebagai
"Akta Geneva") yang masih dipertimbangkan penyertaannya oleh JPO.

Butiran berikut pula merupakan hasil penemuan berkaitan dengan isu-isu untuk Malaysia menjadi ahli

kepada Akta Geneva ini.

Tatatanda:

Artikel: sebuah artikel daripada Akta Geneva,

Peraturan: sebuah Peraturan daripada Peraturan Awam di bawah Akta 1999 dan Akta 1960 daripada
Perjanjian Hague

Al Seksyen: Sebuah Seksyen daripada Arahan Pentadbiran untuk Permohonan Perjanjian Hague

4.1 Beberapa reka bentuk perindustrian dalam satu permohonan antarabangsa

Berdasarkan kelas utama yang sama dalam Klasifikasi Locarno, Akta Geneva membenarkan permohonan
antarabangsa tunggal untuk termasuk dua atau lebih, sehingga 100 (Artikel 5(4), Peraturan 7(3)(v)dan(7)).
Pihak pejanji Akta Geneva mungkin mengehadkan peraturan kepada keseragaman rekabentuk,
keseragaman pengeluaran atau penggunaan, atau tergolong dalam set atau komposisi barangan yang sama,
atau hanya satu rekabentuk yang tersendiri dan berbeza yang boleh dipohon perlindungan dalam satu

permohonan melalui perakuan di bawah Artikel 13(1) (Keperluan Khas Berkaitan Keseragaman Rekabentuk).

Undang-undang Malaysia membenarkan beberapa reka bentuk perindustrian yang berada dalam kelas yang
sama membentuk satu permohonannya (Seksyen 15 Reka Bentuk Perindustrian), sebagaimana yang
dinyatakan dalam Akta ini.

Sekiranya tidak terdapat isu dalam kes-kes seperti terdapat berbilang pencipta dalam satu permohonan,
permohonan yang terdiri daripada pelbagai reka bentuk yang memungkinkan sebab untuk penolakan,
borang permohonan, struktur pangkalan data dalam berdaftar, maka sistem ini tidak boleh menjadi isu untuk

Malaysia menjadi ahli dalam Akta Geneva.

4.2 Penangguhan penerbitan

Akta Geneva membenarkan penangguhan penerbitan sesuatu reka bentuk perindustrian bagi tempoh
sehingga 30 bulan daripada tarikh pemfailan atau, apabila terdapat tuntutan keutamaan, dari tarikh tuntutan
keutamaan sesuatu permohonan berkenaan, di mana undang-undang Negara Anggota yang dilantik

membenarkan penangguhan penerbitan, pada masa pemohon memohon pemfailan permohonan
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antarabangsa dibuat (Artikel 11, Peraturan 16).

Di Malaysia oleh kerana ketiadaan sistem yang membenarkan penangguhan sedemikian, maka
pertimbangan seharusnya dilakukan sama ada penangguhan penerbitan perlu mula dimasukkan ke dalam
sistem pendaftaran reka bentuk atau diisytiharkan bahawa penangguhan penerbitan tidak akan diguna

pakai.

4.3 Tempoh untuk pemberitahuan penolakan

Menurut Akta Geneva, berdasarkan pendiriannya, pemberitahuan pembatalan kesan-kesan pendaftaran
antarabangsa akan berkuatkuasa setelah diberitahu oleh Pejabat yang dilantik kepada Biro Antarabangsa
dalam tempoh 6 bulan daripada pendaftaran antarabangsa yang diterbitkan. Pemberitahuan harus
menyatakan semua sebab penolakan. Walau bagaimanapun, mana-mana Negara Anggota yang
Pejabatnya juga merupakan sebuah Pejabat Pemeriksaan, atau undang-undangnya membenarkan sebagai
satu bantuan berbentuk jaminan, satu tempoh diberikan untuk kemungkinan berlakunya penolakan, maka
dalam perakuan, memberitahu Ketua Pengarah bahawa tempoh 6 bulan itu seharusnya diganti dengan
tempoh 12 bulan. Pejabat berkenaan akan melengkapkan pemeriksaan substantif atau pemeriksaan
penolakan dalam tempoh tersebut dan menghubungi Biro Antarabangsa untuk memaklumkan keputusannya
(Artikel 12, Peraturan 18).

Berdasarkan jawapan soal selidik dan tinjauan sidang perbicaraan MylPO, pemeriksaaan substantif untuk
kebaharuan dengan pencarian reka bentuk terdahulu akan dilakukan secara praktis selepas pemeriksaan
formaliti di Malaysia walaupun tidak terdapat peruntukan khusus mengenai pemeriksaan substantif ini.
Sungguhpun begitu, oleh kerana ruang lingkup pencarian reka bentuk terdahulu untuk pemeriksaan
kebaharuan hanya terhad kepada pendaftaran reka bentuk domestik di Malaysia, perkara ini seharusnya
dibincangkan dengan Biro Antarabangsa sama ada MylPO boleh diperakukan sebagai sebuah Pejabat
Pemeriksaan di bawah Artikel 1 (xvii), sekiranya Malaysia mahu pengisytiharan di atas diletakkan di bawah
Peraturan 18(1)(b).

4.4 Pemberitahuan berkehendak untuk menerima salinan sulit pendaftaran antarabangsa

Menurut Akta Geneva, pembatalan kesan-kesan pendaftaran antarabangsa akan berkuatkuasa harus
diberitahu oleh Pejabat Biro Antarabangsa melalui satu pemberitahuan pembatalan dalam tempoh yang
ditentukan (lihat 4.3). Dengan pemberitahuan berkehendak untuk menerima salinan sulit pendaftaran
antarabangsa yang dikemukakan kepada Biro Antarabangsa, Pejabat yang dilantik boleh menerima salinan
dengan segera setelah pendaftaran antarabangsa telah diselesaikan (Artikel 10(5)).

Pemberitahuan salinan sulit ini membolehkan pejabat yang dilantik memulakan pemeriksaan substantif
sebelum penerbitan antarabangsa dibuat. Sekiranya pemohon menarik permohonan atau mengubah reka
bentuk selepas pendaftaran antarabangsa sebelum penerbitan antarabangsa, pemeriksaan substantif
berdasarkan salinan sulit akan menjadi satu pembaziran. Tetapi sekiranya, tanpa pemberitahuan, oleh

kerana salinan akan dihantar selepas penerbitan antarabangsa, maka pejabat yang dilantik tidak mempunyai
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pilihan selain memulakan pemeriksaan substantif selepas penerbitan dilakukan.

Berdasarkan keadaan yang dinyatakan dalam 4.3, seharusnya ditentukan sama ada Biro Antarabangsa
perlu dimaklumkan mengenai kehendak untuk menerima salinan pendaftaran antarabangsa, supaya masa
yang mencukupi dapat diperuntukan untuk melakukan pemeriksaan substantif sebelum penerbitan

antarabangsa.

4.5 Memohon 'pengecualian atas kekurangan kebaharuan' untuk permohonan antarabangsa

Peruntukan yang jelas mengenai '‘pengecualian atas kekurangan kebaharuan' tidak terdapat dalam Akta
Geneva. Sepatutnya pendaftaran antarabangsa mempunyai sekurang-kurangnya kesan yang sama pada
setiap Negara Anggota yang dilantik sebagaimana permohonan biasa untuk bantuan jaminan reka bentuk

industri di bawah undang-undang Negara Anggota (Artikel 14(1)).

Di Malaysia, peruntukan mengenai "pengecualian atas kekurangan kebaharuan" dinyatakan dalam Seksyen
12 Akta Reka Bentuk Perindustrian. Perlu dipertimbangkan cara untuk mengenakan prosedur yang
dikehendaki dalam permohonan domestik yang diguna pakai untuk permohonan antarabangsa. Prosedur itu

sendiri perlu dikaji semula.

4.6 Penggunaan garisan titik atau putus-putus dalam reproduksi bahagian yang tidak dituntut
Akta Geneva tidak menyatakan secara jelas mengenai "Reka Bentuk Separa". Walau bagaimanapun
perkara yang tidak ditunjukkan dalam reproduksi kerana tidak memerlukan jaminan boleh dihuraikan melalui

penerangan dan/atau dengan cara garisan titik atau putus-putus (Peraturan 9(2)(b) Al Seksyen 403).

Di Malaysia, sekiranya perlindungan dipohon hanya untuk sebahagian tertentu daripada satu Artikel,
bahagian yang tidak dipohon boleh ditunjukkan dengan garisan putus-putus ("Garis Panduan Harta Intelek”,
5 Reka Bentuk Perindustrian di Malaysia 3.0(g)). Oleh itu, dalam hal ini, penggunaan garisan titik atau
putus-putus tidak akan menjadi masalah dalam Malaysia menjadi ahli kepada Akta Geneva, walaupun

amalan ini seharusnya dinyatakan dalam undang-undang atau peraturan.

4.7 Sistem Reka Bentuk Berkaitan

Akta Geneva menambah peruntukkan mengenai "Sistem Reka Bentuk Berkaitan" pada Januari 2012 dan
Negara Anggota yang dilantik yang mana undang-undangnya memperuntukkan sistem ini boleh menerima
permohonan antarabangsa yang disertakan bersama petunjuk kepada nombor rujukan reka bentuk

perindustrian prinsipal atau kepada permohonan atau pendaftaran prinsipal (Al Seksyen 407).

Di Malaysia, undang-undang memperuntukkan satu sistem yang mempunyai petunjuk umum tertentu di
bawah Seksyen 23 Akta Reka Bentuk Perindustrian. Tempoh masa pendaftaran untuk sesuatu reka bentuk
perindustrian didaftarkan mengikut seksyen ini mestilah tidak melebihi tempoh masa pendaftaran reka bentuk

perindustrian asal didaftarkan dan mana-mana lanjutan tempoh masa yang ditetapkan. Perlu
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dipertimbangkan sama ada sistem ini sepatutnya diguna pakai untuk permohonan antarabangsa. Hubungan
antara permohonan antarabangsa dengan permohonan antarabangsa dan permohonan domestik juga perlu

dinilai semula.

4.8 Syarat-syarat berkaitan reproduksi

Akta Geneva tidak membenarkan Negara Anggota untuk mengemukakan lebih dari satu sudut pandangan
untuk reka bentuk perindustrian atau barang dua-dimensi atau lebih dari enam sudut pandangan untuk
barang tiga-dimensi (Kaedah 9). Saiz setiap representasi dan penomboran representasi juga dinyatakan
dalam Arahan Pentadbiran (Al Seksyen 401 hingga 406)

Di Malaysia, saiz representasi yang dikehendaki berbeza daripada Akta Geneva ("Garispanduan Harta
Intelektual”, 5. Reka Bentuk Perindustrian di Malaysia, 3.0(b)). Oleh itu, perlu dipertimbangkan,

sekurang-kurangnya, menjadikan peraturan ini seiring dengan yang terdapat dalam Akta Geneva.

4.9 Deskripsi ringkas dan perlindungan

Mana-mana Negara Anggota dalam Akta Geneva mungkin memerlukan permohonan antarabangsa
mengandungi deskripsi ringkas atau perlindungan, perlu menyatakan kepada Ketua Pengarah dalam satu
deklarasi sekiranya Pejabatnya adalah Pejabat Pemeriksaan dan undang-undangnya, pada masa itu
menjadi sebahagian daripada Akta ini (Artikel 5(2)(ii),(iii)). Sekiranya Negara Anggota tidak memerlukan
deskripsi ringkas dan/atau perlindungan, pemohon boleh memilih untuk menyertakan deskripsi ringkas dalam
permohonan antarabangsa (Kaedah 7(5)). Sekiranya deskripsi melebihi 100 patah perkataan, satu yuran

tambahan akan dikenakan.

Undang-undang Malaysia tidak memerlukan deskripsi atau perlindungan (Peraturan Reka Bentuk

Perindustrian), oleh itu dalam kajian ini, masalah khusus tidak ditemui

4.10 Spesimen

Apabila permohonan antarabangsa yang ditadbir secara eksklusif oleh Akta Geneva mengemukakan
penangguhan penerbitan kesan daripada reka bentuk perindustrian dua dimensi yang tidak disertakan