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(3) the bringing together, for the benefit of others, of a variety
of goods (excluding the transport thereof), enabling
customers to conveniently view and purchase those goods.

(4) such services may be provided by retail stores, wholesale
outlets, through mail order catalogues or by means of
electronic media, e.g., through web sites or television
shopping programmes.
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49.14 Retail Services: search of the Register

In case C-418/02, Advocate General Phillipe Leger opined
[agreeing with communication No. 3/01 from the President of
OHIM] that "the risk of confusion between [retail] services
and the products, if it cannot be excluded, is nevertheless
improbable except in particular circumstances, for example
when the respective marks are identical or almost identical and
well established on the market."

The ECJ did not feel the need to answer the referring court's
question about the scope of protection of retailers' marks and
so there is no definitive statement of law. Nevertheless, the
Advocate General's Opinion is of persuasive value. In the light
of it we will consider raising a section 5 (2) objection in the
course of official examination where:

- a mark is registered (or proposed to be registered) for retail
services (or similar descriptions of this service) connected
with the sale of specific goods or types of goods;

- another mark is registered (or proposed to be registered)
by a different undertaking for goods of the type expressly
mentioned in the specification of the retail services trade
mark;

+ the earlier trade mark has at least a normal degree of
distinctive character, i.e. marks with low distinctive character,
such as, for example, common surnames, need not be cited;

+ the later trade mark is not just similar to the earlier mark but
is identical or virtually identical to it, or contains a dominant
and/or independently distinctive feature of it.

The reputation of the earlier trade mark and (unless it is
obvious) the practices of the trade will only be taken into
account on the basis of evidence in opposition or invalidation
proceedings.

In view of these factors, we will conduct a search for earlier
trade marks as detailed in the guide to cross searching which is

an annex to this manual.
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