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6. FEE

ML VA (FRo & B A OEFEE) O FHE ORI E By M THHGE
FHEEIOME LT 2175 2 LI O0WTIEBE&REIT L o TIE 2 E HFEOF G 25
ZH. DO WVITEHFEREZBBTDEVSTZAEENRS D EHELIZMEEN 9
HThH o7,

ZOoftl 11 FEOEFEICHOWTIT, BERFEHFE L THLETH LN OLHFHFERT
LZDThHo> THEBIZL2EEBIIRN  FEMEHOTREWTZ O FEE N L DK
L TOLEER LTV EWVSTEERLRD - 72,

[ FEREME EFIc X0V EELHY | LRIZLEMAEE
-cﬁ(m%I%>Ff#§ﬁ@ﬁLfmét CfERETF oIz ko T SE
ERHTL2RZEREZ 500 LV

- It GESkER TE) [HAMEREMHR L, FBHERT LN E D K



HFiZonWTIE,. HEEFOBICEIsTiTELLIAREELH S, 272, HlE & L TiX
7R

- Qfh (BB HETE) TB&ICL 203 0HCmND MREEILIH S, 272 L, FH
FHREOME BT AT IO THNIE R OLAICEE&ZMT 2 L9 el E b
BRL U

- SHE CEEHEE T%) Tofl~mh 2 RS v, BUR, %3 ToOBERNK
WHIRRH Y, TENFEHERZMFITIFETCHELTBELVWEDER L H D

(SR HGESRBHE RiF I L o BhR L) LHRZLEAE

AR (B TFEHIVEEDOHFPIIREHRITZ O TEHAT S, LiL,
FHFHE KRB ~DEZEIRD REL RV

- Bt (b T %) TR&lc ka8 g8 enwE il 5, fad  CHEMSETH NI
% ]

- Fft (B L) TEHFERFER A TEHEVO T, EETFLTEHRL LS 2V,
Ho b LTIELLVYY

- LA (B E T IREABEHASAGVEZOEERNE TS

- Ml (B G R T (WERLNIXEFEHFERTLIOTH - T, FHFEX
FHEOMEFICL > THHEIFZEDLDLRWERES, 2L B2 R 2/
TBECETEZENLDLIOT, BETRETHDLH, £72, HIEBE&0FELE T TR
<, HEH, FEOPKRE, HES2EKLEKEATS Z2METH D

- NAE (ERSEMA R T3) THEMRLPEBEORITNEY &2 A THEHZERT
LB L TWD T, LA BT TIREEN 2]

- Pt (EIE - B - EHEFTNLE) BLROFBHOFHEHE T+ L, 240D
EEFTIEEBI2NEEbND, £, ERETHLEHEZHFE - FAICH SR
EMRET D Z LTI E AL
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EOBFIIL. i A SRR AR A M ON g 4t 7 4 0 il R

—

Ry =0

TN EOEMAEE NREFEH ., fiEEE, FtAEcROoHEIHE, ZERELRED
Hil B 2 . FICHERI O RGOS b RET 2 BT, FEAE O E ST
WT, WA EL L OWARBEA~OERICEICL DI ELZIT- T2,

[ 5 A S = - BEBE ]
KIEL BRMEFFFT. RAY - 4 XU 2 iE

[FA& D]

(1) fHAAE NIRE S (CUTEA) o E

B EE, FEoRrTRe e Wi, ARG ERF, ME- 7 L —L2 0 E, A/l
BEEAOAECOME, ZRLOFESKIER LS,

(2) M EETIZICHEANZRGT 52720, EREERNIRE LS CTRIGER F
Iz oW T

Bl 24X Sy HI R R0 oK E oo ket I RE - AR AR SR 22 E OB E I oW T,
B — P OFEHI W T &

(3) FrrsBEpflEICR T 2 RMFEHEOFEIZONT

RSB OGIEOAH - B2 - B, BEICLERFR, SEEZOFHF, +—
PFORMMAFEERLE,

(4) FHFHEREOEMIZET 2HFITONT

R L DA A E R - FPIRE R - I R E ol e F R AR - AT
A - EFEAE R o, BRI 2 FHHFHRHM R L,

(5) FEBERBLAICESHIEREIZONT

B Rr L - B LB Lo T, B ERET LIHRES, =2 —F OFEME
&,

[F8 A& HH 2 U 7o s ]

7 AU 1 : Westerman, Hattori, Daniels&Adrian, LLP (WHDA)
RN AFFFF)IT « A4 -« 4 F U X : Hoffman eitle

wEIE B EREE R TSRS
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1. XkHE

(1) il B AgE 2L

(i) KEIZBT DEHHEIZONT
O FHIFERDORG L 72 5 FrFF i E

FAEE O R R EH I ﬁbfﬁﬁﬁﬂ4/?7I7V/X%(Mmdd
Patent Appeals and Interferences) IZFAREZH L. TH Z & TE 5 CKESF
R 134 5%), FOHG jf%ﬂ“é_kﬂf’a“éﬁv 2, FAR 2 Bl o T A
KM A% 17727 L—AThH D (37 CFR 41.31, MPEP 1204),
© % 1 5 K 1

% OHEMBEEBEIICS T 2I0EHHAN, Tobb, REOHMEHEBHBEBHOH
MOJEAIE LT3 H (RK3NHDERNZATEE) OBBENICFER LR TR
5720y (37 CFR 1.134), FHIFERT D & =1L, FHFHRKRE (Notice of Appeal)
EEHENA Y T 2T L AT S,
@ FHIFERPLH E (Appeal brief) O HBIH K RE OHNE

O FE R BT HE G R A E (Appeal Brief) Z ikt 9 5, 7272 L. 4G
HABEORMIZ, FHHEKEFARTRITH L, FHEHFER»L, FALE LT,
222 AUWIZHRETiX v (37 CFR41.37(a)), Z @ 2 22 A O IX, FHE
DX NZFEICHEHFHEROBLPOHERTNPA (22 HOHMEOREENS 5
2A) OIEENFEETH D (HAI 1.136(a)(1)), FHFERMBIEIZIT, KOAR
Zaie k929D (37 CFR 41.37. Appeal brief.),

(i) Real party in | A statement identifying by name the real party in interest.

interest.

(EOREBFEAN)

(i) Related A statement identifying by application, patent, appeal or
appeals and interference number all other prior and pending appeals,
interferences. interferences or judicial proceedings known to appellant,
(B9 2% 5 - the appellant’s legal representative, or assignee which

SR —=T 2T T may be related to, directly affect or be directly affected by
) or have a bearing on the Board’s decision in the pending
appeal. Copies of any decisions rendered by a court or the
Board in any proceeding identified under this paragraph
must be included in an appendix as required by paragraph

(c)(1)(x) of this section.
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(iii) Status of

claims.

(7 L — ADIKHEE)

A statement of the status of all the claims in the

proceeding (e.g., rejected, allowed or confirmed,

withdrawn, objected to, canceled) and an identification of

those claims that are being appealed.

(iv) Status of

amendments.

(Hifi 1E o> fk f8)

A statement of the status of any amendment filed

subsequent to final rejection.

(v) Summary of
claimed subject

matter.

(F&BH D FHK))

A concise explanation of the subject matter defined in each
of the independent claims involved in the appeal, which
shall refer to the specification by page and line number,
and to the drawing, if any, by reference characters. For
each independent claim involved in the appeal and for each
dependent claim argued separately under the provisions of
paragraph (c)(1)(vii) of this section, every means plus
function and step plus function as permitted by 35 U.S.C.
112, sixth paragraph, must be identified and the structure,
material, or acts described in the specification as
corresponding to each claimed function must be set forth
with reference to the specification by page and line
and to the if any, by reference

number, drawing,

characters.

(vi) Grounds of
rejection to be

reviewed on

A concise statement of each ground of rejection presented

for review.

appeal.
(fEAf S AL 7= B )

(vii) Argument. The contentions of appellant with respect to each ground of
(FER A D FE) rejection presented for review in paragraph (c)(1)(vi) of

this section, and the basis therefor, with citations of the
statutes, regulations, authorities, and parts of the record
relied on. Any arguments or authorities not included in the
brief or a reply brief filed pursuant to § 41.41 will be
refused consideration by the Board, unless good cause is

shown. Each ground of rejection must be treated under a
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separate heading. For each ground of rejection applying to
two or more claims, the claims may be argued separately or
as a group. When multiple claims subject to the same
ground of rejection are argued as a group by appellant, the
Board may select a single claim from the group of claims
that are argued together to decide the appeal with respect
to the group of claims as to the ground of rejection on the
basis of the selected claim alone. Notwithstanding any
other provision of this paragraph, the failure of appellant
to separately argue claims which appellant has grouped
together shall constitute a waiver of any argument that
the Board must consider the patentability of any grouped
claim separately. Any claim argued separately should be
placed under a subheading identifying the claim by
number. Claims argued as a group should be placed under
a subheading identifying the claims by number. A
statement which merely points out what a claim recites
will not be considered an argument for separate

patentability of the claim.

(vii) Claims
appendix.

(IFER: 7 L —
LADE L)

An appendix containing a copy of the claims involved in

the appeal.

(ix) FEvidence

appendix.
(IRAHE R - GEHL)

An appendix containing copies of any evidence submitted
pursuant to §§ 1.130, 1.131, or 1.132 of this title or of any
other evidence entered by the examiner and relied upon by
appellant in the appeal, along with a statement setting
forth where in the record that evidence was entered in the
record by the examiner. Reference to unentered evidence is
not permitted in the brief. See § 41.33 for treatment of
evidence submitted after appeal. This appendix may also
include copies of the evidence relied upon by the examiner

as to grounds of rejection to be reviewed on appeal.

(x) Related

An appendix containing copies of decisions rendered by a
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proceedings

appendix.

court or the Board in any proceeding identified pursuant to

paragraph (c)(1)(ii) of this section.

@ FHICHBITDHHME - 7 L — AT x T D4 1E O [ A K O IE O il BB
FHFERT 29 FEE T, FHHEREAFOREAT, BERICHTCRMELH L

SNMTHIENTED

(37 CFR 41.33, MPEP 1206).

LHFE KRG, BHERBEEORBIOMET, HFEINAHDIFLTFoOMNSD
7 (37 CFR 41.33(a), MPEP 1206 1),

(A) cancel claims;

7 L—AhDWH

(B) comply with any requirement of
form expressly set forth in a

previous action;

WERioT 7 v a CHRENTEZEREK WS
WZHED b D

(C) present rejected claims in
better form for consideration on

appeal; or

N7 L —LA2EHORMMIZEL-FE
KXICETHD

(D) amend the specification or
claims upon a showing of good and
sufficient reasons why the
amendment is necessary and was
not earlier presented. See 37 CFR
41.33(a).

MERLETHY, ZHLUATIZHREE TE 20
Ol a A R EE N SRR A

FHE R . R 8 O % O M E T

HFENDHDHDIFILLTDO >0

7 (37 CFR 41.33(b), MPEP 1206 1),

(A)

cancellation does not affect the

cancel claims, where such

scope of any other pending claim in

the proceeding; or

7 L — LD (D7 L — & o #iPH Iz 55
HHZRWHEAICRD)

(B) rewrite dependent claims into

independent form.

MR V=L bMNL s L — A ~DFEEZE
L

Z O fth o E T,
1206 1),

FEINDbDIELLTFoM>DA (37 CFR 41.33(c), MPEP

CFR 41.39(b)(1) o4

7 AP B 1% O IE

CFR 41.50(a)(2)(3) DA

ZRLFRBRICEFEEE M AFREZRH L
=% & O Al IE
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CFR 41.50(b)(1) o H4& FHEE N - RERERE AL, BANH
Bl SN 7=%A OfiE

CFR 41.50(c) 04 &M D BRI HE o T2l 1B

® FHIZBTL2FEEFOMEE (542556, HIGRKOEER & OBKR)

FHFEREAENEH IS &, F I E (Appeal Conference) 231715,
FHWHHEosNE L, EAEOEfE] (Examiner’s answer) Z{ER9 2% Y4
FEE., BHBR CTHIFEAE. tORRREZ2ATI2MOBFEEENOME SN D
(MPEP 1207.01),

FEAEBFIXZ., FHHEREBDEFEOZHZ2DDAURNIC TEEE OE R HE
(Examiner’s answer) Z iR ANICH SR TNITR SV, ZpTEITIX, FHGE
RKEHEIZBTL2EE~DREZGH GHRADZ L—LDEFELIZHY BHIIE
EELXZ LR Tl Zes 2w (MPEP 1207.02), £72. %EE@/E@#%GL%U\T\
Ml fEEBEZ S N TE D,
® FHTHHTLIHEGLEALELETLEADENIIONT

BISAE 22356 Tl d 5 23, FHEIL, HGITWET XS THDH L Lz LT, Al
DIEHFEHREZBANT I ENHD, Z0HE, HENEEBICELRESH
(remand) FBENAMBIND,

Flo, BISSEE E LT, FBHHAREDZ L — L2 DWW THIE T I REEF
TOHEEBRRDZENTES (BAI 1.196(c ), ThICk > CTHEEIXFEAICE
LESN, ZOHMITIEEEZWRLT 5,

@ FHFERITHR D FHEF (37 CFR 41.20 (b) (1))

For filing a notice of appeal | By a small entity (§ 1.27(a) of thistitle)

from the examiner to the $250.00.
Board: By other than a small entity
(FHFERF DR $500.00.

In addition to the fee for | By a small entity (§ 1.27(a) of this title) $250.00.

filing a notice of appeal, for | By other than a small entity

filing a brief in support of $500.00.
an appeal: (BHIFE KRB H O
HREEOREM)
(1) For reply within first By a small entity (§ 1.27(a))—$60.00.
month: By other than a small entity—$120.00.

(12 H 3t &R )

(2) For reply within second By a small entity (§ 1.27(a))—$225.00.
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month: By other than a small entity—$450.00.
(272 H 3E & B 42)

(3) For reply within third By a small entity (§ 1.27(a))—$510.00.
month: By other than a small entity—
(37 At B 4) $1,020.00.

(4) For reply within fourth By a small entity (§ 1.27(a))—$795.00.

month: By other than a small entity—
(47> 7 IE 5 B 42 $1,590.00.

(5) For reply within fifth By a small entity (§ 1.27(a))—$1,080.00.
month: By other than a small entity—$2,160.00.

(57 J1 Ik 5= 42 )

(i) SKE M) R - 408 H R - ke A KHl Iz >\ T
A. Mg HFE A 1.53(b) 2 & % Continuation application) il 2 D>\ T
O HEOHMERAY v« F AU vk
BIHE R SND (RELZRWRY) 2, 2EHBEE LTSRS Z &
MWW, Tbb, FHFMEREO LN TWVWD NIXZOREENRE W L — A% Bl
MRS LTl & 2 F 8RB LOREFFIEER W 7 b — S22 0 TRk e R &2 17
25
© FF A A
B R O R dF B gk Al . SOE AT £ T OB I 3\ T HE AT RE,
@ A5 oo B4
(1) BHAORREMAPBHBEIZY R — ST, Z &
(i) PR tb¥EHABTO—FRnIELBEBTHDL L
(i) HHE L OBRRELHART 22 &
@ ke A 307 2 FHCBE - @ HE & [F) k4 (837 CFR 1.16(a))

Basic fee for filing each { By a small entity $ 150.00.
application By other than a small entity $ 300.00.

Search fee for each | By a small entity $ 250.00.
application By other than a small entity $ 500.00.

Examination fee for each | By a small entity $ 100.00.
application By other than a small entity $ 200.00.
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B. %% HFESFE (divisional application) (22T
O HEOCHHELRAY v kT AU v b

SEIHE ST, BHBETH RSN TEEH TH- T, BB T L—Lb St E
BMEFRLRLITFEEE7 VLT o0HBEE VS (121 &), REERKIZKS L TH v
YENLIEZ L= AICOWTHEIHBEE T2 2 ERZ0,
@ By A A

(a) BLH B O K FF O FEAT R, (b)) BB O fEERT, () BHEBE O Rk T TH
5 (120 &%), BHEAHFEAE - FHIHEE L T L,
@ WM E 5 O E A

B FHZEBENT 22 L3Ry, E5FH. ZEROBHITIAET, B
AEAE LB HBEICE N TIREBE L DR EMTE 5,
@ o EIHBIC BT D FEOR: @ HIE & R B2 (37 CFR 1.16(a))
Basic fee for filing By a small entity $ 150.00.

each application By other than a small entity $ 300.00.

Search fee for each By a small entity $ 250.00.
application By other than a small entity $ 500.00.

Examination fee for By a small entity $ 100.00.

each application By other than a small entity $ 200.00.

C. M AE Kl E (RCE: Request for Continued Examination M H| 1.114)
2OV T
O HEOCHHELRAY v kT AU v b

[fl—DOHBEICOWTEEDOMBE L RDDFHERTHY  BHBED THZ 5 & #,
© IF A A

M OFEENKE T L2#E Th o T, (a) FiF Bt o A WET, (b) F77F HFE O B
() FFFFEH] - A 2 =T =7 T 2 AT K 2 TR b3 2 8 H &K [a] 2 5 80 pr
~OHFF, OVWTFnRnEEETTHD (37 CFR 1.114 (a) ),

FHRBEF THh-oTH, FWRICKH T HOHFAM ChHIIT, MFEAFH KkKEZT 52
EMTE D, FHARRE T ICHBEFEAEFTRL T, FHFHERITIIRY TFonzd
DEBREND,

@ F e py 2

17 =t BH 7~ B 35 | Al 1F 35 SOIR R R 2 B2 A0 2 B 72 7o GIE AL A& Ak o 58 A GG ok & [
RFlZH T 5, 2L —2 73 —%2ZHLTORDILTTE R,

@ fkfesk AFERICIH T H FHE (37 CFR 1.17(e)) .
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iy

(e

e E AR (RCE) 790 Kv (/N B R 395 R L)

M

(iii ) 2K [E 5B lC R0 D R EIC B 5 )

AT By % T SPECIAL CASE D5t & & 72 o TWALIE . 5l X ¢ & % H < SPECIAL
CASE X% L 72 %, FHFHEREZTH., 5hE (petition) fEMHIC XLV REIFHEO
POl I R
MPEP 1203 “SPECIAL CASE”

Subject alone to diligent prosecution by the applicant, an application for patent
that once has been made special and advanced out of turn by the United States
Patent and Trademark Office (Office) for examination will continue to be special
throughout its entire course of prosecution in the Office, including appeal, if any,
to the Board. See MPEP § 708.02.

A petition to make an application special after the appeal has been forwarded to
the Board may be addressed to the Board. However, no such petition will be
granted unless the brief has been filed and applicant has made the same type of
showing required by the *>Director< under 37 CFR 1.102. Therefore, diligent

prosecution is essential to a favorable decision on a petition to make special.
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(2) KREMRBEA~DOER L [EZ
(i) KENCF T 2 R F O A 12> T

(OMPEPT14. 1B ICHEEINDT RAXAH Y « 727 v a v (advisory action) 28
HEINTEBICEAFREZ LELGAICEWT, TR AHF VT 72 a L5
Fit (FHFHICBITL2EET OHE & 5 VIXEHE ORI 123t LA S
DEBLHEZ D, G255 81FF0ONE,

T RALAYPFY T 7 a7 7 AT AT T ART 7 arRHENTEHZOH
FENDIREE (KimPmiE) L TiTbivd, BEERBIZIZTY KA F YT 7 v
g VIR OGBEICHI D,

(DT 7AFTNVF T4 AT 7 v a  Zx$ 5 HBEANORGO AT, fEMEEE S
WIEE L TR EREENHE LEEEA,

(D)7 7AFTNET 4 AT 7> a x4 5 HEEANOMIED F 7o 72 (R E 451
EELGER. M RMENLERGE Tho T, ERZTHINZWVWIES,

oA, BEIX. FOBMULIEEH T RBEFREICE S THRITUM E O£ R
ZEREBLELIELTWVWES—ZANRZL WD T, HFEAO— R 72 kb ik, ik & &
R (RCE) 2#H LT, A7 4 RAT7 273 a D77 A4AF )T 4 2RE+T5H2 L
Thd, IlZL, RCEEZE/HE LARWT, fIERTO 7 L— AIZE DS THEHFERZ
HT LI ELAEETH D,

—H T TATAFT A AT 7 v a it T 2 HMBAOISEE (KM iE)
WCE o THBERFASINDIGARICIET RS T I T 7 va i anzn,

Thbb, 7R P U T I arPHINDIDOIE, 774 TFTNVET 4 AT
VarBnHENTEHOHBEADISEE (KERSPMIE) ITX > THENE S IZFFA
TERWEEEENHWM LGS T DL, HEEAIZ, 7 RALAHF VT 73 0T
EHENTVWIEEEDO I AL MG LT, FHEZHERIT &L, b, 7
V=L ZMiETXEN (Thbb, FHEHEHRTDITITIRFHEE) a2k 52
EMTED, FELBEBICL o TCIE, T2y Il ARy 7 AT =y 7T 57107
T HEKOREROHFBOBRBEET RAXAYF IV T 7o arTRLTINBRVWEGES
HLdb D,

LR oT, HEAANIZ, 7TFAAXAHF VT I 0a VIZBTDIBEEBEDORIGSZ R T
DHFHEFERTRENDEIDERDDENTEL0 T, WHREHERZD
TIEMTEDEEZZALND,

RAEHEMZ I L — L OMIELZ L2 AT, TOMERNZE I N NE NN
T RARALF YT 7 g CTEMEND, 7 L — LD ENSZ I LI A IE %
DI L —LIZESWTEHNETT S,
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KEDHEMBEHZOMERNTEDOLNTZENRT RAALAPF VT 72 a TSN,
HERTOHEMBEENMEZO 7 L—AIZbHEHAINDENT AL HF U T 7 g
VTR ENTEHE MERDO I L— AT A EMEREZEAFTEREICTDL
ELTH, #HioiEHE A (New grounds of rejection) IZ5%2 % L 72 WY,

T RNRAYFY T vaviira—RELTESL, FHIZEWT, LE =2 —0x%t
RICBRDZEFHENTHAD, BEIZ. T FAALAYF VT 79 TOFEREE DK
S LTh, HBEAXEHGERBREETKmT I LItk b,

@ Appeal brief & O Notice of appeal @ & Hi # fi] 5 18

FHFERE (notice of appeal) K OVFHFE KRB EE (appeal brief) D2 H
Iz oW T, ﬁf@%%@iaﬁ@ﬂﬁ(mziﬁﬁ@ﬁmi%ﬂ RN
FERF T2+ THL), WU RFHFHERBEELI(EKT D LT+
AN D I S il fﬁﬁﬁiﬂr BWT, FHFEREEZE (appeal brief) % % H5E
K#E (notice of appeal) L RFFICIHEET A2 LA RD TR WVWEH LK OHTE
DOHIEIZKT D2 —F OFAHIZ DOV T,

¥ 35 K FH (notice of appea) 1T 7 7 A TN AT 4 AT 7 v a OWiEHMD
SHHAUN JEEEHOXHLWIZE > THIZ3IAEREAGE) ICH L2 TR
oy, Tbb, FBHHEREZI T AT AT AT 7 a OB EAND
BRR62DAUNICRELRTAE 620, ZOFHHEREBEIFTED 7 4+ —

LA F R ($500) 22 T2 DA TH 5,

FHFE R EE (appeal brief) 1%, % HGE K E (notice of appeal) D H 1 5
2 AL GEEEAO XL o THEIZS NHEREATHE) I L hid
BmHw, bbb, FHHERKBEFEIFHFREORLNLRERTNALAIC
RHELZ2TNIERE R0,

FHHERBEETIT, FETOHHNBY THHZ L ES D T TE L0,
%t&ﬁ%(%ziﬁk&%%ﬁmﬁ%%#)i\%hif_%ﬁﬁéﬁﬁot
REDRERI BB N RNRE X, BETERY, LR T, 7 AT AMEFT o
277 varPbFEHFRBEZEORHEET, KR IB3PAHLOTHDINDH,
HEEANIZ & o T, 550G *@E#EU FHMBE O ZIFZ R T 20 O W &
LT, =PI+ THIEVIOBRKRIFOERDL S TH D,

ﬁ%\ﬁ EHFERBEEEZRHLEZ TOoTH, FHOMENHL S 2
V~A@Eﬁéﬁ£ﬁ%%?%ékﬁ%kﬁ%%bk%émﬁ;m@ﬁ%ﬁbf
WD R DI, w<f@%ﬂ%ﬁ%E?”‘(RCE)ﬁﬁ%&ﬁf%éo‘iﬁ%i%\ﬁﬁﬁk
DEBICE T, FHIPLHEHFOFEEIZRT Z LN TE S,
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FHHERBEELZFWEREBLRAMBICERBT22E2RKRD TV RVOIE, FH
HREOREDNIGEHMAIVIVIIRLIZ22/BRVWEARLLINLTHA I,
BZIE. T 7AFTNANT T A RAT 7 a iCHTH0EE . AT 4 AT 7 ard
WEHNL 6HBIZIRH LSS, HEZMET 272007010, FH %2R
TONENDDL, DX G E . FHHERBEELFHFHREL L HICRDT
L2 L EEEERAETHS D,

@FHICBITHHME - 7 L — AT T DA IERE

FBHTFHRICBI DM EDOHIBRIZOWT, BIIEOHIE & 2o iR N2 —H%
DOFFAM, W ONT (HAX) FHE R FEFICE T DM IEDOHIRIZ DWW TOBLIER
CHENTWDBEIZOVT,

FHHEREZEH LB OME T, EATOHE CIX. BELY LE T - =,
LOL22Rs, TN TIEHFHFRELRZHNZICO RS, HBEARZ L—20OHE
L Affidavit OfEHZITWV, FENBELT D720, 2003 F T AICEIEOH AN 7
> 72,

BLIE Xk e <> RCE O [ ICHIBR A 2D T, FHEF R LEZOL TH -
ThH, HEZE U THFBEHBES RCE 21T THERBEFEFHEEMX 27 L — A
FREHT2Z2ENRAETHL, FHFRTCOMEICONTIH, =2—F bbb, 8
TEDLZAFZENIFEERRIT 2,

L2 L7 b, BUE#EM S 40TV 2 Mk <> RCE o [ £ il BR o> BLHI 23 38 A
SNDE HERBEFHREZMA 27 V—2 52T 520 AARERGAE LA
EINDHDOT, 2—Fnoid, b2 LEMLTIELVWEDOEENH TS 501
VHTHOD EEbRD,

@ Examiner’s answer Bi#

@D—1 IFEAEEOEFHFE] (Examiner’s answer) Z{ER T 2% & E (MPEP
1207.01) {Z>W T, Examiner’s answer Z{EKTH2HFEEIZT LD X I ITRE
SD D, E&EHD 5013 advisory action 1T > RO FEEE N & TAT
52 kb BbDH, ¥, Examiner’s answer OERIZ — ADOFEREIZ LD 72
SNLDN, BEOEEFICLIVRINIBE, ZOBEBOFEEETLED LD
WCIRE SN, EDOXDRFHTHB N R IND DD,

JFHI & LT, B#EEZITo =% A E ) Examiner’s answer # {EK3 5 (R HI
41.39), L7220 »->T, —ADOHEEE N Examiner’s answer Z1Ek 7T 5,
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HARICHEER 2 0WFEHFHRBEECH LT KA LTTE—AL T 7 L
YABMBRANI, AEOREREA R RIND, TE—A BT 7 L AT 3L T
MRS, A N—OWNRIZ., Examiner’s answer Z/ET 52 F AR . A — /X
— NP —(EE)FEEE., AMOMHRKEFELE CThH 5, Examiner’s answer &
ERT H2FEF T MOA L AN—DFEREZAEZ L L CHMEHBZHERT 208
D VHEIMT L, HERF T 24541213 Examiner’s answer Z1ERR T 5, B,
Examiner’s answer 2/ A U N—DELENTLAIIN., TR VIGEITITHE
HEEEREANPDODFEDPELRIND Z LITR D,

ZOXRDRBIEIZLY  FH ORI DN E TRV G 7 f#6 B 2 F AT
ZHEBR T 2 F L THAINTWD, 2O, NG 2 EMmIEHZEH O HERT S
##E L L C Pre-Appeal Brief Conference ffil E0NRIT I TW 5, Z Ol EF X
2006 FEnbRITSN TR D HEA N FHFE KRB EE 2 ERT 2000, EiEE
HICKRERBRY DBV RET S22 KT L2 T HBEAOT HEER L
R T H HETE A I L TUW5D, Pre-Appeal Brief Conference O i =K 1% 3 ¥
FERELEIFICL AR T NIZA 59, Pre-Appeal Brief Conference 23 i K & 11 %
L. XFORIEDOHKEANS 1 HETHEHFRBEZOREMMPIER S LD,

ZoEHIZ, TECHOMEIRITLONTWD W) ZEiE, 2 OFDOR
WY R EMBE BN FET DL E VWD 2 EE2EMT TWDH, KEFFFFTIL, AHE )72
FiFZ2 O T OICTEEL M T 2HELZEAL THWDLIB . ZORIEH &L
THEEENFHFECEZRO R0 E0nbR TS, 2F 0 BFFLEREDTL
£ L LRI ENREZT =y 7SN TLEN.Z L—ABKWGEE IR E
flehsbthhmn, —H HEEZERFLTOWDIHIZZEDOL I RY X7 R3320,
ZDH HBEANZ U—2%2H< T 5F TAAFEREMBME 2RI 2MHMIC
bHHELOICEDbRS,

@—2 WmE. FHHERKBEENELHINLZZMHT, ERELERTLI L L
72D LIS, BREEZEKRLEWESIZIGEET 20, RICHLGAE. B E
EAER L7 WRBIEORGIXTED L D70 b D,

%R BUE E (Appeal brief) BB SN B AEOEETOL T a v b L
T&D =22 % (MPEP1207),

N7 mEXxa—a 2L TCHEREMERZERT S,

B) 77 ATFTNVAET 4 AT 7 a0 P T, HEEFTT 5,

(C) Appeal Conference(MPEP1207.01) % B &, H&E O%& # & (Examiner’s
answer) Z ET %,
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L7225 > T (A) (B) ;A 121X Examiner’s answer [Z/ERR S 4172 0,

FATOREEBETOFEEITVWINH TS FHICRD LBFREEIITER
< 72 %, Appeal Conference(MPEP1207.01)ILX. HHUYHEEE L . HFEE D L7 &,
oLy =TFEEFENEMTHOT, ZOXFHFDORNIT, FEBEILFEHDHR T2
WEHIBITNIE, 77 AT AT I varERY TFTTFLZENDD, BAE O LA
LMD =T FEEENFEHMRGIIAATREEEB LT, BT rEF 2 — g
B (MPEP1207.04) #9567 <,

FTHFEREZIT > T Appeal Brief T THRHET A2 Z LI Lo THEENMET S Z
ElEREE B D

@D—3 ZERFLERFICKT 2FAE OHWOFIEEFIZ OV T, @ OFAR
ERDDRTHLD, RICHDZHEE. TONFIZED LS b D,

FIEEERZTFEAE LTIERCTH D, 2L, F7 b —LIZ20 T, £74H
FAEND G LT, il KwmT 2L B0 LFEELND LI THD,

@D—4 ZRELZHFERT IR TEEEIRVGLIA T a & LT
MPEP1207.04:Reopening of Prosecution after appeal EDHENH D25, =
DA T v a OFEM ML OER ORI ZREVTZ W,

MPEP1207.04 ® 7t % 22— 3 DB (Reopening of Prosecution after
appeal) (%, MJE A D Appeal Brief # L < IX Reply Brief Z 5 L 72/ R. 7
TATNET 4 AT 7 aryOEMBH TIEFEHAMER TSR EHE LS
BliThbh b,

BRI, BEENMEBOHE CYreXra—varaemlT 56 L.
Appeal Conference DfER LT ekFXa—va r 2HETLIHLERD D,

HIE O AL, 05 REEE(Appeal brief) & M5t L 72 B B C 5 4] 23 HE£F C
XWEHIBT LIS A Th D, HHEEABANHWIEEIZIE Appeal Conference (2
MNTHENCEEEIMBIC Y e X —va v a2HBETIENTED, 221,
TutFa—vaERBATOICELTCEEATO LRIOKENPLEL R D,

#%H DA 1X. Appeal Conference D HJiE A ' X—ThH DHHEHRE O L7, i
DY=THFEEEDOEDITE> T, FHI MR TS IIE, FrTT 5
GhzlRnT, Yotda—ra raHRL THLRERERIEMSND,

Fl.ko7etFa— g BT, —HOZ L —LARFAINTWIZE
AThHho T . FNOLDHFAZ L —LIZOoOWTHEMBERAHTHLERNELEZHAIC
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t . MPEP1207.04 2 L7ed o> Ty rtXda—va il Ins, FHIZBWD
T I77AFTNVF T4 AT 7 v arOffizfi Loo, & oIl oF 7z 2 Ei
M H % Examiner’s answer (ZBWTHMT 22 LT TH L2, BEICFF S
h, 7= STz L—2AZx LT, #ric2EfE# il 4 Examiner’s
answer [CBWTHMT 5 Z &3 T& v (MPEP12.03I1), L7272 -> T, BRI
FAIENTZZ L— A L TH e REMBER AR T O2LERNSL2GHICIETT
ntXa—TaiIEAINS,

5‘%5”? 1. FHEE R ERE E(Appeal brieH) A H L T THFEEAN O Kim» £

I = W (S T k%/}‘f£< T2k 9 Th D, FHEEKEBEE(Appeal

brlef)%i‘ieﬁjbfzfﬁ Wil 7 4 AT 7 v a i alia %D’zi’x gLz
L<IiE7eun,

7272 L . Appeal Conference D A V' N—THHHFABE O LFCMHMDO T =7
FEEEN HYEFEEFOBREZBAAICLTCELDIIRF I TV AN E bR
HEOBRT—ABEERNORFL H 5,

@—5 EIEIL, Bk, BHFERANCEMNSINDZ E L7250, USPTO N
B 5, %#%@%J‘“ﬂﬁik®i5ﬁbﬂ1méﬁ>3#1/K# DN
REBEZTMODOHKEZIT O OIX, EORFH M,

AP S 0K FpE @54\/7%%ﬁbf$@@£f&0774wiﬁﬂ
o~k S5 (MPEP 1210), @H . HFEA D Reply Brief Ik LT, HEE
HIZ K im T D ¥ A 121 Supplemental Examiner’s answer Z {Ei 9 5, Reply
Brief IZX LT, FAENHEICKG@ML2ZWEAICIE GBH TOFEHICDIENRD
SLREFENHWLESES) ITE IEOTF =y 7Ry 7 AT =y 7 LT, %
HlcBITESN D,

BRORE R TO [Board IZFHRE | 1T, FHELNFHHOFHRICPIENDL D
2, TIEDT =y IRy VAL TF 2y 7 LTI ANLOHHTH S,

@ —6 Examiner’s answer O N RFICONWT 2 —HF (T D X 5 RefMmAE L T
D, FZAICEE LT USPTO BB L CTWAREITH 20, IRIZH D5 A
ED X DI NE D,

TuetXa—TarRen FHEREZE (Appeal Brief) g T VIXEEE
O bR DO =T #HAEE (Appeal Conference) L HBEADOKNGEHRH T 5 2
L1272 %, Examiner’s answer (2 (L. Appeal Conference ® A ' X—"Th 5 H A&
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BEOLEFAEIEMOT=THEEELY A T 5, LB o> T, — KBy — 3% O
ELTIE., MEOA T4 AT 7 va kb ko BERTAIENRIGEN
Examiner’s answer ’C“&iﬁbﬂ’(b\é XoThHhsr Ltz ko,

U CKERFPEETIXEFE . TAOEEE N EA LD, TN T,
I E *@#ﬁ%&b#otszéi5@%éoiﬁmﬁﬁ%bfwf\&%
REFOMFBIZZLVOTEHRONEEDLNDLHIFEEENHEA TNDL LI
U D, FUHFEROEMIZHEST, V=T VLRVOBEEEOAM L E X, Appeal
Conference WIEEE L TWARWE IR T —RA AR ALND, BEZOLLEFEAEE
OERIRHMO =T HFEEFTIL, FAFTOELZERAICLTEZDOEE
Examiner’s answer (2% A4 > L TWHDTHA D,

FEEEFOLLON LR KERTEEITICBTOEROBETHAS 5,

®ZEKE L B

®©—1 HFH - A X =TT TVAHICBTHFEROKRL L THERTHHZ
LCHEAEDOHE 2 ET (reverse) A L FAFICER L (remand) 17 59 56
MWHDHMN, TOENMNIEDOLI) RBERICLDI O, /2, BHETLIELA &
ERLEITOHBEDOHFIZIED LS b DD,

FHE L., BEEOHM 2 5 E (affirm) #H L < (ZE T (reverse) T 5T %
L2 ENTE L0 A 45.50(a)(1), FHMOMERTHLE LB O LN DL HEIC
THEEBFICELEINDZ LD, Bl X, FH OGP THEDERERZEN I N
D, EBRREMEHEENREHINEHETho T, BEFICRFT ST LILENH
LEROOLND LD REA GHAI 41.500)(1)) 0, % 7= BEH 4 5 Je 47T SCHR S SR
ENTVWRVWERDLDNIGER ST . FEFEEFTICEAEIELILDICELRES
5 (MPEP1211),

Flo BHEHA G- 2B H AR LGS, HBEAOHB CHEEREIZLD
FEEZHHA ST LN TE D (BHI 41.50(2)(2)1)),

®—2 CFR41.50 (2o %x, BRCTH - 2EHMEHRHLZEMIT I — 23D
BREHLHDION, TLT, TOFRTEHEIEEETICELEINDGZ EITHDD
N, IRICHDIHEE. EORED DD,

R CH AR ZERT Ay — ROV TORIFBIETIZONTITZA
FENTWVWARVWOTARR, 2720, B THZREHRBEANERIND OITIHER
ENTH D,
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B, BRTHERERBHSER IR ZSA, HEAX, Biishz%27 1L
— 2o T (BEEOHRENQ TV 7OHFERNZEIRTE 5 (MPEP
1214.01), FENHA I NG AL, HEAXEE T ISR L THES B 72 722
AEMVE 2R L, FAEENEME LZGAICIE, FHERT LI ENTE D,

®—3 FEABF~OERLICEAL, 2—WIZED L5 2fk il (BlxiE, bo &2
RLZLTIELY, HLEHFEHTHEHMBMICAMZLTIELVWE) 2LTW5
D, FZHIICHEEL T USPTO B#E# L TWAHIREITH 500, IRIZH DGE.
ED XD INEN,

HFEEAN, =2—F L LT, FH CTreverse DIREZ L TIEFLWVEWV) DITR X
%5, £72, Reverse TE7Z2WIZLTH, HHLTIELWE WS EERIT, 2 X &
K O b HBRITH 5,

USPTO it IE, FEBOHFEARNEZM LT LTHA I,

(ii ) fME#e HRE GRAI 1.53(b)I1Z & % Continuation application). 47| H FE | =
o 6 A& 55 kR (RCE: Request for Continued

(divisional application) . ¥
Examination i H] 1.114) | E 2>\ T

O  FHFER, e, B HE, fkE AR RHEIC O WT, 2= ix L
DEIRMBENGTEIToTHD D, (EWVgITICBE L, FHFERITZRESCREM
EEREZHLRLS LELAIZITI) O TH Y | Mk H A, M5 &5 R IX Fheml
EZHLTHHAE. HOWVITER -GERERZH LR LTWiRWEFITHT
HFRICHETOIEORNMPRINTZERND S .,)

MR EFRIT, 774 TV OEMREBHIH I NG, BITHES L ER
GEIATOHETH L, FHICED L MIEDHBIZITZARVWOT, 774 TV
FT7 4 ATV arpnHInRIC, RICHEEZHFLT H2HBAZX, ZOflE %
FMHT &b, —hH,. FAEEOHMAB T EOICERDIMENLELR WL
WS 2 HBEANIT, FHLEZERT LN TE D,

BB, MEEEFRZMNALTH, ZL—20TFHEEZ2 2L LEET S5 L 95 MEIX
RBOLNRNZ EREZ W, Bl U7 L —LF T e& 7 N7 L—LDHT
HY.FDIL—LIZOWT T 7 AT AT 7 varPHENEHETH- T, 7
DX h7L—bEFy LA LT T AT L—AICEFET L8510, fkik
FBEFBRCTE AL, ME/oBEIHBECL20dRIE, FEBREX et R2 7 L —0%
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FEEL TSN RN LN DD,

FHNL, b 2EHBEAEMEIANIEFERTE 5, FHIT. HEAOE
RRRHERZH LR LRI RBEAEE OHBICAIRDS H D HEANDGE
THHETHDLZEITLHLAATHDL, LNLAERL, EEABOEE L NILICE
MRH LA, MEEEFREZMEITSTH, RN RBEN TR N &M
b, TOLIBRHEAICIE, FHEZFRLT, MOFEEELENEIEDLZ LIZL
- T (Appeal Conference), HHMEEZ XD Z LN TE S, LEBR-T, £ L
HHBEANO EZESCEHERZH LR LERICEHFH RINL TV DI DI Tidk
[

MR X BB B W TCH R 7 L— A2 HT 5568 THY . HARDI 5
] I TWd, £, KEO 5% HE] X, REERPZIB T ENTZHE
DIEBNFEPFICXH L TITHORHBETCH S, WIhh, BFIE, 2 X MIEWCICAH
OB ZZRE LT HHBEO Y r X2 — 9 /@ﬂ%%?ﬁ>0b\f:fﬁ HE S5
TENZW, EEIL, B S I TR EMGEHE (F1 21X, WoOIEH & FHiED S
%)%\ﬁm%i@%i@KW@ﬂﬂ.%ﬁék IZHBE IS5,

F72. KETIX Re-issue HFEIZ X 2R OILKIT. FFFFHIT2 6 24FEKN L
MTERNEWVWIHIERH D, LorLaenb, N H 2R X, i H
IZBWT, 71/*‘-57%5337F§7f\bfi"%;ﬂﬁaéyk75§f“%5 L7 » T,
Wiﬁ\%%@ﬁﬂ%%ibtk% . REFICLDRFHFELEZ DI ANA—T D7D
DHER Z G T 2720 \ﬁ%%ﬂﬁéﬁfk<kwﬁﬁ%ﬂﬂﬁéﬂfw

Tl PN ﬁﬁu&nméh‘fh\éﬂ_m:ﬂ%% RCE o [E] % il BR o B A 28 g 4T S Av
. ERRO XD kORI LRANHE T2 THA 9,

@ ke FEIL. o HEED USPTO IR B L CWaAB ThiE T H = & Al EE
LEEONAN, EREE, MMEHBEIZEOL YR EZAI T TRENND Y —A
NN,

iRl N ﬁﬁ%@futin—yayﬁ%Tbt%’”bhé*kﬁ%m
2, ERLEX SR, FikzZERE L EToOHBEORkE D = N ﬁm%®
Issue Fee # XA H FiE CHEESND Z ENZ WL 9D T“b‘b%’)o

— . HEABRMO»OEFZRMICIRG LW ERDR LS RGAE ThIR
WM SN T ) RMBEFHEZMZ -7 L — A& ER L Tk HE %2 17
RN 3 S
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@ M EEFREZFUFBRBITOF—AFEORES D O0, O K
VEE THZ TIT LW, it\&ﬁ%ﬁ%ﬁ%%ﬂ%k&cﬁﬁfﬁﬁmt
EDEX O b DN, FHFERANIARGFEAFBREZIT ) L LEDENWIZED XD
VA SO/ SRS Wi

BEBORBEEFEHFIZOWVTIIKRERFEETPLARINAN TV ARNO TAR
HTHoH, LIrL2RNDG, ﬁfﬁj\c‘: LCEMLTWADIRD TiX, FHFHERBEE
ERRHLIEZOMBEREEFE RITIZTLEAETDLR VL, FHHERBEEZZMT 20
Thhi ﬂﬁ%ﬁm*%ﬁi_k%%é 774%»7&/5/%x?t®f
WY&z PTHEUFEREIT oD, BRI /T ORE R, %G KB EEE
&®&ﬁf FBHMEDLIAARETOLIZEEZRAWVWELELI REETH S, %%

FHREZELTHOOHFHFE RBREEZRE T2 CoOMMICHREFEATE RKEZ T 25X
%# ZOEEFHEZMBET DXENBRT LIFEMEMER TN TED, £
o, BHNPFERINTH O TREMZE T TR T 67 —ADBEFEET D,

FHFE RBEELZRB LRI, 20FHIT, TOEEMBEIEL LN E
AN of&péo

iﬂ/&%%%"@% fHBECEFTO et a—rva ITELEVWDO TH
L, MEHFEZ1T S 2 & TIRIERBEODIENE LN S,

(il ) 5 4 il B2 12 ﬁéﬂ%%ﬁ DWNT

%%&%%@%5%%3 XL, & ORGSR O F & i 0 FHFE R LV
HEEIC, BRI 5ﬂfi%5#oﬁ_%é%é\%@ﬁ&@%%%?ﬁ
@%E®~® %wamﬂbfﬁbwo
ORMFEHZFERT 2 Tt GEREZITHI D OEM, BRI, FBHRONE)
QRMFHZFER L EZHZO FH CAF OFHGEROHFHBIF & ik L
T, POREFHEPEYLINDIO), BFEOFHRE TR D FIE, FHEN
BRI TWD %)

@ Z DO EICET 5 = — ¥ O F| H EAE

fut%:~yayr%mf$%%§@&%4yay(ﬁw11w) B 5
NTWESAIZIIFEHATLZOEERYEFERIND,

7 H L)\<>Tfﬁ>?)5ﬁﬁﬂ%§ﬂﬁ%ffTi)7t WZHHAD 1,102 OX_TF 4 v a vy E&2ITH 2
EHHRETH D, L, FHBEELZRE LW EXT o va VTR LR
Wo FLAIL. 102 D~T 4 g VHIRIL, rE0EF2m-EE, ROohn b &
MUY,
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WA, BRI, BHA1.1020XF 4 >3 VOFAEBETH LR, 2
L EERHRETIEIRATHLIN, REALELTOFMALEZE RIS N, £h
Thbd, HEZ, T4 va v z2i7H57-00&HE Bl X, RT3 0
HIZ K> T, BATEHRHELILEICRD), XT ¥ a vy EiToGa0EA/
FHOFBMMMAHE I 2Vl 2—F L LTHALIEKWATH D, #
T/ FEHEO BARWZEMYIBE A COINVIT,. XVFALLIT S s Eb b,

(iv) FHHHZHONT

2003CY [ 2004CY [ 2005CY | 2006CY

I A& R R A 2K

Notice of Appeal #&H %k

Appeal brief #& H 7 &

Examiner’s answer /4 %%

Board (2RI 2 b A 0% S

B R 3090 1968 985 882

Board \ZH 72 128 L 7= {4 2721 2469 2834 3349

R AT 3843 3452 2937 2874

(PNFER)

Affirmed 1411 1282 1121 1256
Affirmed in part 413 401 366 348
Reversed 1504 1290 1163 1001
Panel Remand 222 279 129 160
Administrative Remand 232 120 47 19
Dismissed 61 80 111 90
Pending 1968 985 882 1357

B R

H #& A 2K

S ¥ 5k B

Ffe L, HBEANLFEHEOR TIThbi o &&EM, FHFEKkE (Notice of
Appeal) K Y Examiner’s answer O FEEIC O W TIIAR I LTV,

FHEONBIZOWTIE, 2000 6 H 1 HOE AT 61 A® administrative
patent judges(FHIE)N A L NN—TH 5, IiIT DO NEIZOWTITHEM WA b E
TV, BIERHFELA TR,
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(v) ZOfh
2005 FEIZHRE SN2 21 AL DOERIE 77 L IcB W T, HiFRHEmo B L L
TUTFOLIRERNETENTWD,
- FWREARL, FIEHE AWK LREHE G A TR WEEIZ O W THER
B HA X A4 5,
- BROT —F X=X FERORLELEZMREL, VA X AL
HEWRERET D,
AvZ—flEZEANL CHHATORIMBELMRIET D,
- FHEONRN T =~ AL CHEHOE R EEE D,
- TN AT L ADOEMELEFER L, AT s L ADEOM L
EREFROEHTL~DT 4 —F Ny 7 2REET S,
- FHFEGMNEPOFERE TOMBHMHELEE 8 A LT HZ EE AEI
T 5,

—121—



2. R

(1) il B AgE 2L
(i) BRMAEFFFSEAQ (EPC)IZI T 2 BN FFFF HRE O 55 41 H I > \»W T
O FHFEROX G

FHNL, ZHEE, FEE., RBRELAOCERTOREICH L THEKRT L &N
T& 5 (106 (1)),
PR R A 5 1B 3 5 58 #1065 FHICRT 2kE"Y
(1) ZHHE, FEW, BBEHENEHRSOREICK L TEFHEZFERT L LN
TE 5, HEFRIIPATIELO T EHT 5,
@ 5B W EE R )
FEHOFERIT, ToOREOBE MO AL 2 MHLUWIZ, FEHEIZ XV BRINFFFF
I L2202 670 v, GERBIMOE R IX mbgmﬁw o I FE
FBHEN XN TIELH T, BHLEb D ESND,
PR R FF A 512 B3 2 58 81085 HFHFE RO &+ o K
FHFERIZL, BHFEROMNGLERDIPEOEMO B S 2 H LT R FF T I
FEETH o TR EINZ2TNIER 5720, FHEFERITEFEHTERFEE MM S
HETIRHENTE LD E XA INZY, YHEFEOEMO A NS 4 AHLUNIZ
flEEROBBmARRE L cFE@HZREE L2 THIE RS20,
FHFHEREBICRE T 2FH  BHRADOKSL - F7. FHRIAR
RRMN 5 5 AT 510 B 9 2 S0 AT BRI 55 64 BLAI  FHIFE RFOHNEY

FHFEREBICE, ROFHEHEZERT D,
(a) %5 26 HLAI(2) (c) DHLEIC & 5 FHFERA D K4 J 0565k
(b) BHGERONRLRDPELFFET D H LK R EOZEE X ILIE % & K
3 % P
@ FHEFE ROHBFEOR B L ONE
FHFEROHBBZFHLWM L -EmIT, WEOEMO B NG 4 0 HUWIZERME L
RTNIET RS20 (108 5), HEMBEOERITRD bR,
@ FHICBITIHME - 7 L — AOMIE DA E K OHIE O il (R
F¥ T CIEERE (observation) £ & HLIZHDHIWVIEZFDH TE LT EL
MEZ L —AL&HET5, MiEZ7 L —22B050EINEIEUATOERETDH

19 w5 20 7 1P 4) [E P 3 U PE M 1 1
http://www. jpo. go. jp/shiryou/s_sonota/fips/epo/pc/mokuji.htm
20 Ri4B¥E 19

21 K2R OHP S [E PE S W PE K ) BE 1 )
http://www. jpo. go. jp/shiryou/s_sonota/fips/epo/rc/mokuji.htm
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Lo FIEZ L—ARROLNHBHMLE LT, HAI86(3) (EEFTOMIEIZDON
THEEBORBNMLETHDLETIHIHNE) b b,

RRON R 5 A8 G- 12 B9 2 R T BRI 55 86 HLHEI RN Re 5 Hi i o #ff 1=

(3) FBEEMNOOLOKROBEMEZZ TR - 72%, HEAIL, Zo@Emicd dInE L
FRFICHIEEA R T 2561, BFEMIIC, AME, 7L —AK0XKm%zE 1 BIZR
VHIEZ T2 LN TE D, ThUSOHER, FEBORELSZ2TNIT, +52
N TE R,

P BN IEEREZES T 2089 03, BFHHOKENRBD LN T
% (T63/86fh)  FH FHFICHROOLNLIMEICEHL TEZLOL—=AEH D,
WAE SNz L— L ZFHPICHIERT LD LIZOWTIEERNERH D
(G9/92,G4/93),
® HFHICBTL2FABEOML (AET25456. HHRBEOFEEE & OELR)
GRERDWEL T LEEHIL, FHHERPZAEINDLIRELOTHY, o
TR BUR S H L EIX, ZFORELEELT LI N TE S (109 5 (1)), Hifl
BEETOHNIT, TOEEZIToLFEEEPHEYET L, WHMEZOMENL LT
LTS,

BR3P AT G-I BA 9 2 408 #1095 R4 B

(1) TOREDPFOLONUTVWDLHBRDPFHFERIZEINDIRNELDOTH Y DR
MBS0 ERBDOLIGATUYEBRIETORELZEELT H, ZOHEIX, FHFE
RADFEHFHRICBITOMOYEFELGLLTWLIEAITEMH LRV,

(2) FHFERPHBZEW L FMOZHEZIALUNICZAE IR WG AIXEHGE
KIZEBW RS DOERIZOWTOEREZMNT L2 LRI FHHIZELND,
® FHEPBHTILALFREICAEALRETHAEDOENIIONT

FHIE L, FHE RSN TR EL L2 (%) OWEIRFEHANTH IR
ETLOHE L, FHHERKINTEREZ LB (F—-5%) ~ELRERIHAEEN
»Ho (1114 1)),

RN R 3 A 5 S B3 2 58 11155 FHEERICEET 2 %k

(1) BHFERERBTEDEIDENITOWTHEHL KIS, FHEHITEHFERIZOND
THERIRT D, FBHIL, BHERSN TV IR ELZ 2 LEEMBEOMERBRFEBENICR T
HIEREZITHEST HZLNTE, XEFHF2EICEEITD-DITYEHRICELR
TILERTE D,

F—FETOFHEOBIENBREWVWGEL, FHTHLREENHTELG S

22 Fi¥e vk 21
23 Fi#BIE 19
24 FiEBIE 19
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X, BHEE -FICELRIND, sG55 k2HTHELHA 51 ©
FEEFEEITOEDICEBTL~ELET,

FHFIZZ V=2 T 2 EEM M ENH I, 2 O IED I EE
FBEAZVELTHIH5ICE., ZOFEMFITIFEEL~ZLRINLZTNE R L7220
(T184/91,T746/91), — 5. H—F CBICEANITONATEY | HEKEE %
ITORERRNGEIZITELREIRZRND,

@ FHGFERICER D FEE -

Fee for appeal (Article 108) 1,020(EUR)

(il ) BRI 45 7 H JRE oD 43 510 YRR BE L2 D W\ T
EOHBPBRBEBLTHWDIRY HBEBAITWHSOTH R HBELS TE 5 (HH
25(1)), ZZ 7T, lEoHEOFRE Li1X. EOHBIZOWTORHTMEOE
RN EINDHHET (ERICIZFTFNEOSEROATA £ T), 50Xk
FAHEAR - BUT (FEH) SN EFTHV I,
RN R FF A 5B 2 S0 AT AL 2 25 AL BN 2 F MBI > W ToHE>
(1) ZHS51LHLHAI(4) DBEIZHE > THRMNFFFTFZMEL XD LT 2ARIICHLTHET
LFTHBAL, REL TV EOKINFKIFFHBEOSEIHBEEZRZ T2 AT
%,
(2) HBEFEB K OV A FECEHE, FFIN o HHBEICH L TCZoME»S 1 AN
WA L2 nuid e b2r v, 2k, faE FEEEOMAHIE, BRONERFF 53 FH EIZ D0
TN AR AR EREDO LR ZER LA LV 6 HAURNIZ LR THIER S
AN
Sy EIHFE T EPO ICE IR L b uid 7e & 722 (EPC 649 [ o 8577 )T ~ 42
THZEiIFTERY) (75 2:(3)), 4 &I H R 1T Y RE o HY A RE o B 7R & PH N ©
DHATH T ENTE, WEIC SN aHIHBIZ, foHBORE R IZRE S
b eI, BEMORNKEZZEZT LN TES (76 &), oH
HE T, foHBoOREEUSNOEZIRET 22 LT TERW(T6 %&(2)),
RN R 37 A 512 B3 2 50K B T755 RN A #F M e *°
(3) tnfar7e D kEAE G, BN B HEZ (D) (W)W SR[ICTHEE2HMEL XiT
ENETFFTENTE RN,
RN HREFFAT B2 B3 2 5K 765 BRI 70 &I H RE*
(1) BN EIHREIL, =2 o~ OBINRETFIT X ~— 7 O ZF O T ICEEIT 9,

25 widg i 21
26 FiHBIE 19
27 FiEBIE 19
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BN 2 IR, SO HBOHBEREOARNRZ B2 WVERIZONWTORHELG
., ZOBEMEWIZTRY, pEHBEIZ CONBEOHBRICINZLD L RSN,
BIERMOMELEZT D,

(2) WINpEIHREIE, ToHBTRESA TR fiNEZRET 52 £I1ET
ER/AAN

B) (DOKMEZFEATT DITEL TR I ~& FHE, wHIHEIC OO TEST T & F
Bl DS, WIS R, PA KL O E O S FEE O MAT B RIZ T HA TED 5,

SrEIH IS B 5 HEF5CE, A FERENLET, KEBICE T 2 FXK
BE & R,

Filing fee(Article 78, paragraph 2); national basic fee (Rule 106(a))
Where
« The European patent application or, in the case of an international
application, the form for entry into the European phase (EPO Form 1200) is
filed online 90(EUR)
+ The European patent application or, in the case of an international
application, the form for entry into the European phase (EPO Form 1200) is
not filed online 160(EUR)

Search fee in respect of

- a European or supplementary European search(Article 78, paragraph 2

Rule 46, paragraph 1, and 112. Article 157, paragraph 2(b))

+ an international search (Rule 16.1 PCT and Rule 105, paragraph 1)
1550(EUR)

Designation fee for each contracting state designated (Article 79, paragraph
2), designation fees being deemed paid for all contracting states upon
payment of seven times the amount of this fee 75(EUR)

Joint designation fee for the Swiss Confederation and the Principality of
Liechtenstein 75(EUR)

Surcharge for late payment of the filing fee, the search fee or the designation
fee (Rule 85a): 50% of the relevant fee or fees, but not to exceed a total of
650(EUR)
Surcharge for late filing of either the translation of the international
application or the request foe examination, or for late payment of the national
basic fee, the search fee or the designation fee (Rule 108(3)): 50% of the
relevant fee, but at least EUR 500 for late filing of the translation up to a
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maximum of

1,750(EUR)

Examination fee (Article 94, paragraph 2)

1,430(EUR)
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(2) BRMAREAN~DERM & FZE

(1) BRINFFFFSA (EPCIC 3T 2 BRN 5 7T HHFE o 58 4 i) B

(a) FHFEKE (Notice of appeal) MK OVFE ¥ 55 K H H B b (a written
statement setting out the grounds of appeal) D& H K IZ >V T

FHFERME (BETOBEEOELNS 200H) OIEENFIIFICE D B
H5EEHDEN, BOOND I ENHDILGE. BROLNDHTZODOEMITED L
IO THY, FIZEAFFERFAMITEOREIERE I LD DD,

ZOXIBRIERDO T — 21T, FHFEROWIRITER 2 TE 2 WiEEHH
(Art.108 EPC) T» %,

ME— D B L BN FFFF RN SIX RN BEFFME R 28, R Ko T #E & S h
DY REBEEZ LD TN TIC LM Z8EFd 52 0T
9. Art. 122 EPC TE® 2 IR ANIZFRBIIE OFFE RN RSN R >0 56 T
o5,

RN FFFFAT G2 B 2 &K #1225 KR EIE

(1) MW K-> THELEINDIMYREELZ LIS MO T RRMNFEFF T3 L #H
ST D 2 LN T E AR o T WO R FF RN ST BN RS 5F HE 13, 9T o0 AN i SF R
T DOEKINT X o TERM B FF R SO FEE SR o fEHE, OB FFHBER R TiFonizb o
EHrTEND L, FRIMNEEFTF OB XX Z O OMERE L ITRFEFEOEL L W)
BEOMREEZLELLIGAEFTHERICEIVZOEFOHENZRIETHZ LN TE D,

(2) ZOFERIFIYWEOREFORRKMNBREESNZZ2AUNICEmCTHL » TRH I
RTNERLRV, MR LT RAIZZOHMBERNICE T LRTAIER LRV, FERITE
SFENBRP oL HHORBBEIFLNOAZREIND, EHFHEER L D)o
TSI EeK Q) ICHESI NI HMITIIFENLLELII NN D,

(B) WRFICITZORME 2B ZLHM L OHROLEICRDIFELITHL A
TR S22V GERFIIEFEEFEBOMMS N H 2 ETERHEHS AT D L AR
S A

(4) MEBLTEATRBICOVWTRET HHEREZAE T 2HMENFERICEL TRET S,

(5) AFOBEIL, KED(2), HF615K (), HT65(3), HBT78K(2), HT195%(12), B
875 (1)  UVEFE945: (2) IZHE T 2 WX A L 72wy,

(6) ZABR & A 72 BRN e 7 M RE SUVE RN BREFF O X R Th 2 W &, 15 8 S L7 K6 K [H 12

BWT() ORISR L ZOHEROEEOEROBICERICHEN L XITE DR % f
AT 27D DEFEOREHE LB, TOXEBEEITT L5 ETXITZ0OEE

28 HHEE 19
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DHEDTOIZ, METZOMEM LMK T2 LB TE D,
(1) KEOMM 725 REGMAEOLBITH LETTREZORNITED B I D HH
(B L CRUREIE 2 7P A 9 2 Bk E O MR 2 F L Tk b 720,

FHFEREAHB DR EORTEYE (BEBOECOEMNLDL 4 0H) OEEN
BIANBIZRZD LNDEEITH DI, BRONDHIZEDRLIGE. RODLNDT-
DOBEMHIIEDOLI R LOTHY, FICHEHFERBEIZIEFOBRELZEIND D
iR

LFREFLHEBET. . ZOX IR —AF 20, LR EFKROFINAPET SN D,

BUAE Ol BE T, 3R EE R E L O F KRB PR & 2 W IR 4 5 2 &
ZRO TR (FHFFREBRAREIFHHFREFLIVORICEET 2 Z LR
TE %,) M. TDOEBEIT D,

FHFHERTZ2HMBALLAE Y WFAD22AM) bol bEEAREMEIZ., A
FICL > TOERZEM (legal certainty) TH 5, AFIL. LS - HFH
FEDFEBHN, BIERKWICHEAEME (public domain) & 72> TWHNE H T
LR ML R TRIERL R, LyrL, 20X ) 2B OHBNICH K A
X LINEHIC DT 2B EFEORB 2 ERT L2OEFAFETRWEAS S, ZHDFEKR
NZEHOHBZEET 2200 ERLIHE (F2obb4nH) BRDODLATY
LEHTH D,

7 W R oK M O P A6 SR B R BROE S o0 3 H 1D BE 8 2 BUAE O il BE NS k9
5 —H DRl (B 2 XBATOHH T HFHFEROZFZHMFTT 272D+ T
b, WHRFEHFEREBZERT L5 LETHO2E) ZEDOL I RE D,
F 7o AR H RS R M ORI SR ER R BRE T oo £ AT B T % BUAE o il IS B
LM TwafE (Fl X, E6z o Landic, o b2 9EH
ARTLDTENRZNRLE) 1TH D0,

FIRAFE T —BICEHFERYEICELTBY ML TWd, HENEfRIND
GElx, ZEALEDOLE, FEEBICB T L OHEFEHOKFZIZ, OHTHRENF W
Exshd, L2PL, ZO%OFHZERIMIZ, TORENEm CEEINTZE N
SR T 5, ZHIETEVWTW 2 AL ANHBENS, 20X DT, FEHFERD
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R OLEDOREOMMIZIZEAEDOEA, 2 0AUE (Fl2IX 46 10H) &
D, 7272L, EPC IZBWVWTIEZDO LD 2 OBAFHIIMHBEADFERICE > TOH
LI HBEANXZEOFEREBZGMHTONTVEIDIT TIERNWI LITHEET X
Th b,
ELEZIFEAEORARENEHERD 2 0 AOHMICHREL TS ELTYH,
HEFDOr—Z (5%RE) Tik, FHFHRENBHIATH, EED 40 A HIH
WICHBENEH SN RWEERND D, L L, TR 2K 28R4 720
500, MOBEENSRONTIARHTH D,
FHHBOREHMREO 4 2A LI BT —KRICTFRICZTANLLATED
AR & H2 0y . EPC2000 THEEIN TV, FHHEBOEHIZEDL -
ERFEIIE LW E B HBADN WD AL D,

FHFHRABBAECRRT 2 FHILOL O R bO» (L=, EEEL
WA To V) o oy FHEICH T 23\ H O & RS2 IR 5 2 &R
HHNTVD DD

FHEIT, Zo0FRIZEBW T, HABRAEICHEHH IR ZHEL TWD,
T 220/83 (0J1986.249) T, FHE I, FHFHROBBIX, REINTZRE
DEBERDENXNITFENHEHERET NRETHLIEHAELL, Z 0K
(Argument) &, RENE LI 2WVWE EETHEHEB, LVPFHERANED X 5 72
FHEZFROBRME LTV L00E, FHEHL, ETHOREZITOLRITH,
EHICHMTE L L2112, R SBRICHIM L 2T NIE b ewn, RiEHmOHE
MIZONWTERELTWD IR D OF A — REBH O I+ 45 12 ERE7Z2 5] AR
RENTVWAIE-DBPREHEHORLS ZEDODTERWVWHE D EEZONDIN. ZNH
FENLZ T TIE+ARBEHOBBRELZERLTERY, ZORANEIZ S OFROH
oV R TWD, flxiX, T 250/89 (0J 1992, 355), T 1/88, T
145/88 (0J 1991, 251). T 102/91, T 706/91, T 493/95, T 283/97,
T 500/97 &1,

NS DOFERICMA T, T 213/85 (0J1987, 482) Tlik. FHIEBILFH AR D 5
NADICtHm72BBRHIT. FONTEREICEZON T EEREBHICE L THEMIZY
frafnncndnid s z2nEl~7z, Art. 108(2) EPCOBEBEOH T, b L%Z
DWEN DIEBRIMBRPND LR LWEEPEHINTZRDL, ZOHEB X
Foa BT IENTEL, EARGE THLEHEICK T 20N O & EFE LR
322 LEFROLND 8 LWERGREESCMOGEIN 2 5 ) B b BOREF & —
IR T 228 OLNATVD,
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(b) FHICKTL2HME - 7 L — LT3 2l 1E B

FHFERICBT 26 EOHRICET 22— O, I CICHAR S LT
VO RRBEIZ O W TR W20,

FHOFREICBNT, 7 L — A@ﬁEi FHFE R B BRR E & — IR T
H0 FHHEBHMARECIREZE TCE AR TESCHICEERHEINDIRETHSL Z LT
HETHDH, JL—2O0MEEZRDLINEIDITFHHLOBETHD Z L L FEHE
Thd, BHICBOWTIZ L —L2DOMENRRBDLND E WV RILIZ, FEFOHME
TEETOREBE LT 5 L HE LK Rule 86(3) EPC Th %,

BRN e & A 512 B9 2 S MiAT AR 28 86 BLHI RN & &F Hi fE o> #ff 1E*°

(3) AN O ORYIOBEM &2 Z TR -7z, WAL, ZOBMIZKT HI0E L
FRICHIEEZRE T 25613, BENIC, AME, 7L —2 kOKEZ 1 \IZR D M
EZT52ENTED, TRUNOHIEE, FEHORENRTNIE, §262&08T
ERANAN

F7. Rule 66 12X > T, BHHITIFRHKOEELZA L TV D,

PRAN 574 5B 3 2 B T Al 28 66 BLAI 58 HI5E Kk o 5 #L°°
(1) BIBEOMEDR VIR, FBHFHEROSG LR STZIREEIToTZHRICEB T 5 Fhi
CHETOHER, BHTFHRICERHT S,

Lﬁbxiﬁfi FHE N Rule 86(3) D FTEx o EEZHWTH 2 DM IE%E
AT 22 CIEHEFRICENTH D, BF., AECRFH TOMEIT (FLayE
E3xb) FHFICRKAMMRES<AEO LN, FHHICL-oTHEEINLTEBY ., EPC
86(3)EPC THELZINDH Z &ldARV, ZDZ LT 2 EZEN VT, Rule 86(3)7°
WHINWERZEORUTHEEITIWVWIOEDLERL, LrLAERDL, ELL084
THHEFIEITFEHTICL 2 FIL. FAE L TEHE % DIEL & (correctness)
ERETHZLICHEHF/LTWSZ EEZMAL TS, ET63/86 1%, EPC D FH =
e REMOEROW GIZEAL T B2 EENEELZET L X0 2 EENRAH
ERHEINTESE. TOXIRERLIFREIT. T LHE -F THEABICL-T
FITENDHRETHHELTND, ZOLIRBERITE-RBICELEIN S,
Rule 86(3) EPC THEINLINDELLMNLTH A I,

— %12, Rule 86(3) EPC 1% < OBKINFFFFHIE DRI RAF IRV IFEH TR
WeEWnbRFniER sy, L, FEICHLEEBSLFHTICE - TITADR

29 HiEE 21
30 Hi#BE 21
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FlZLMfilEsnzn, Wz, HEOEETIERVZ OKRFEIZH L TV
VW, 728 . Rule 86(3) EPC O D2 X, Hansen and Bachelin (2 X %
GRUR 1999, Vol.4 & EPO’s Case Law book ® 433 & 434 XR— U |Z@#, I T
l/\ é (e}

(c) HMZE® (Interlocutory revision) (22T
FEEMOAEEICH L THFHHERDZIRINLELHEAICBN T, THER
(Interlocutory revision) I(C XV EENEHLINDIDIZTED X > G E N, F
TEFITEDO XD R EEICESEIITONL D, SHICERICTFHRIAEERRIN
DA, BRI E DR,

EARIZ EPC BT 2 M Z® (Interlocutory revision) &%, T DORE %
fTol=8ic kv, ﬁ%t@éﬁm,ﬂéﬁw%ﬁaﬂ%rm”éiﬁxf%é TV
HIREZEITSTFBEMBIL, TOFHNRBO LN, DO+ mBHEN D LA ITIE.
ZOWREEEFET D (Article 109(1)), =& 2 M EEZOM EZ TR WA T
o THITOND THELEDOEBEITI FEFRLALTHDI. EHLLDOHEEG S,
MEEANEX, FEBOWME DO W K Hic, HEDN EPC OEMfZmMEIE DL X 51
LdniE o200, THEK@WICE D2 HEN(ERD)MIEICL > TiTbivd,

ZD X9z, T139/87(0J 1990, 68)DHE R TIE, b LIFTED FE R RN FER
HIZE>TRENTWND RO R . ZOHBEOHEMARIZETMEEZFZTATND
R, FHIERIE . BN AEERF O HFE A X D 3 HENIE Art.109(1) EPC O FEBRICE W
T, +H@BOLNDZEZMWEICLI, ZOXIRGE, O TWVWDRE LT
STEHRZEZDOWREEZEL L2 TNIEIRLBRV, FONTVWHIRELZLTELLED
D LLA D 3E K (irregularities) 1 & DA & 45 1F 72 v, (T 47/90(0J1991, 486),
T 690/90, T1042/92, T219/93, T647/93(0J 1995, 132), T648/94, T180/95,
T794/95 % [R)

BAxBHOREBTIX, FREZEIZCL S TFTESNDHIT, FEAERNEI DI
Bbhhd, BaeZ L2, MMNEFEFTRERBREETCEHNNICTARLTNDHOD
S HHEE XFHFRICET 23FMRT — 22 RITNHPOAFTHI LIXT
Ehahole, 2, BAFR, FHHEKRKOKDRIZET LT —FORAKRE LG F 2
Wi Tl unnrEBbn b,

FHEERNFA SN EFHOENImMD TLRWn (Frx B OHEFICLIhIE, =
DL FHFHERP R ENTEEERFHEL2EOLL TE 5% R, BE 5L 2%
o TW5) O BINFETFFNTEDEFREE FROKRO L 5 A L T
WIFR & 72> TV D AEEED R & TEW,
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BT SO XRKER D D5 EITIE, 2Ed 1L Eo%FAEE @A THEANI
HHLARS TERL RV, IWETXEHBARIZZES Lot 6TH, A4 Y
DOFELITRL Y HE/EHE SIS Z STy, HEZ, B TFE2bo Lt i
REN HEEZRY T b0 LB RTEOBHNOREELHT-HNDL 2 HUW
Tohhid, HEAIZIEZ, HEFROMITZHERTIOIEEPEZL N TV D,

- BRI FFFFSRAE 116 S (1) TlX, AW, HEZEHEL XS LT 254,
M AICIE, DEABRHEEZFERTIEFNNP DD L ED TWDH, FHifHF O M I FFFF
AR EEED - TEERG LN TEHBA. . ZTDIFEAEDFEFITENT
HEEFH M fThbN, 22Xk TOHEMHEITONTHREF L, HBEOFFFEICE T
LHEEHORMBIZONTHND DD+ RN HBANICEZORTWS, HEH
FHOMIZ, FFRERZ L—LOHIAIZOWTEEIZELRP > T2HEITIL,
Bl z1E, BEEBOBRIIKTAIEENRINTELARE, BEEICRERI LI T2
BEZOLMOTENRLGAEEZRNT) RUFEEHLS, ZRICHEB 2D, HEAND
FHFERICHPHMAEREZ2RO 5 AMREEIX. 22720 KR,

- HEEANZ., FEEHEE DEEFEHOm FOMIT, MAmFERICL Y fHE &k
D27 L—AXNFHRHEL TWARAVWKEERNEEND —#HO 7 L—L2E2HTHZ
EMTED, £2H5T2Z2 LT, FEEHL, EOXH>R 7 L—LThbNIE, Fir %
METHONERHDICbBELIEETETH D,

AT, RN 5 2 RET DRI, RN FFFF SO MmAT AN 51 BAI
(DICEDTZBMEITV, EO7 L —ANICHHENNEINDDONE, HEEANICH
SR D, BONFFFF AT AN 51 BLAIG) TIX, HEARXHELZRLT 250
X, FEFHRZERT 2 ED TV D,

EFROES TR EOBRBREND -0, HEEENRINDOX, @FE. H
FEDORFTFHEZ O > THEALFEEMEOMIZERO RE RN INH LI
RoND, ZOXD GG, FAEMS., FHHEROHABLZERE L THE 24 2|
BEEZEET D REMIIMD TERW, EEEO L Z A, FEHIL 16 F /] O Rk ER R
DOHFT, BINFKEFFIT AT AL 2Tl r— A2/ bW &b 720,

TBEMIZBWTHHBZAZ®E (Interlocutory revision) D &I % ¥ W34 5 F %72
., HEMEEZHLEEEEPIELY T L LITR D D0,

EHREDL G, WEEZIToTLFEAHNTHAELZH LT 2255, FEIIT
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HEOREZWMVIEL, FEZHATL50. bLEZOREELZLET Lo 0 MR
Wb, FBHEICZOr =22 X020 TR 50,

HRIZ 8 (Interlocutory revision) O:f[WrZa 47 5 B, Y5 & E 55 1 5 K
AN LAREZERTH 2L, HDHWITFEHFERADNHE Y FEE T I L
HEATH ZLIEXFEEN, FRREA. EO X 2R FRICE DD,

FHLIFEOMIT, AHICREINTEHOZYHELCHIE L FHFEAET DATIC, Art.
108 EPC N ET 2 X E, I XFHHABEBEELRF L2 IER2 520, T
41/97 T, FEEAMITFEHHAHAMEZE 22T L0 THO , hoZ0REHRO
HIICZFDIREEELE LW EE L, 2N EOENITAIZRD &L SV,
Art. 109(2) EPC 13, HHFERHEHEZTEH L -EmOZHEL 3 HLUWNIZEH N
SRINZVEAEIT.ERICEHT 2ERLEZMT TICER 2 S FHHM~ED & HE
TH, ZHE, wmE, ERL5EBESLHEHFRO TERWIEFICEHNWEEHRTH
Lo HBAN/GERNIZ, ZOEBETIIE 2L DBHFEHEZIT 5 HEFIT 72 < | Art. 116
EPC /%, EPO N HOEHFHAZITOI Z L 2RO TWVWHN, FxOfkER L. EPO 23,
FHAEFEICBWTCEPO HHEOHRICL - THHEEFEHEAZITOND Z 120,

(d) ZKRLBKEE
FEHHMICBOWTEREITOGAELEEZLETLARLLIN, MAIXED X H A
EBICESESITOATWDI D, HICE—-FTOFR LOBIEL RE WG, #F
PITHTEREENHTELLHEEEFBETE —FICELRIND LH 2, BIED
REVWFERPLERLICETLI2HLVWHEEL T, EELEOL ISR b0 YT
LD, Flo, TNEZRDODDLEEDOIL I 72 b DT H D ),

FAWBICE D HBEOEMICKHE BEERFHHRFHE T EFHHRPA TSN
THerRE, F—FOFEENICELETONEBHTH D, Zhid, RMNFFT %
53 272D, R FEESCEMB FHEE ., FEFROSHETIE RN =D
DEAHFE~DO 7 L—LOFRR E FEBTITOIRNEE OO FANFRN L &
END7DTHDL, LiohBo T, FHEIL, FBHFERZHTT 20, FEETLOR
EXBROBEL, —ED Iaa) b, TOEHEZELET, ok, [HFH
DNSZTHIDOEE ZmTrHEALLNE., FRETV, BHIZBEBLE [ (E
72D XXM 7R) BRICESWTHRTFZMETL2L9) T 256055,

ITFIZEES T %6, FHEIE., B, keI 2862 T2 &<,
Wo X DEEEITTOELEOICHEEEELRET,
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@® HBEADNESICREBELIENEZ, FEABLBEERE L2756, A
FHOFERZEELEZEA, -, EXCE#HINTEZIZ L —L2DRE
BREEBASTLR2E TR LEOBIENSRE W] HE, HBEAIZIZ, &
5L EMRCBNTKRMNEBEFTICACOBREZEAT IHEMNH V|
FAMN, TOERMEICER LIESGEITIE, [FE L0 N K E V]
A = R R

) BPFPOREICBN T, BN FHEORMZR L (FEHEG) I2XD
A S 4v. EHMER E oMo RFFMEESE (B (D) ICET 5 FEER
ENRINT HRICVEB (1) ICEY L2V EEHBRRBE LS,
oA FHHITZ, MOBELREfFOENENIZONT, BE, F
EMICL2FEELZ T OEAMPHBEAN O L@@ T 25650820, L
LR G, MEAOHEFICET 20X RREAI NS D Z & 23R
IRV S FFAET D,

@ U ETCHA_ZZLUAOHBICLY HEXITFEENANTRL L FHHLN
MWL A,

@ FoEN, FHOBIZ, XEZREEHL., 2 E —F IR SR
Moleb DT, TS, —i, MELRBEEN L EEbNISL G,

THE IR, BB TCOHEN BINFFFFSRN OB 257 LTE D,

ZORIZOWNT, FHEICHEL D D5 E . FHEHIT., 2O RKITE DV THF
EAETHEoMU, FHEZELRETOREETH D, (HEEAN. FHF5H
BIZRICHBEO 7 L— A& EZRE LD, 7 L—2a0, HEZHEICE I
T ATHAICI D U TR RRRIC R 2016 2\,

TR, Fic, (@) B EOE (20 TIE, EERICOWTHHT L HN
HFELW) & (b) METAIYVHEBIZLES>STOFHRLEOAES (ZO®HTIE, F
HE2zHERETLHIZOIC, Filhaaaz M I FTICEFFELEZLET ANEE LYY
COOHMETLAEFBICHEEL TERZITO, 2O 2O RAINERET 545612
X, 272 LB T 685/99 ICE NI, FHEOAEINEREINDIONEHETH
L., LirL7ems, ZRUICET2HEEZ. 220 EMETHY . FHFFEN
e, FELTRALIHAELAET L, FHEHIZ, SFEHEOLDIT, FFL2HEIZ
R L LI EENTHHLOD BEHFOERKN L Tt EOWERE2EET DI
I, EOLTHFEMHZELREIILDEZHRVWEHBTLIEAL® D,

FHHICBOTHEREITOBAELELRTHAOMER, k.

—134—




FalZ b, RIMNETFTFNDL, ZhHICET 35— 22 AFTEHILNRTER
Mofe, LoLZenn, EiRo X510, &EERFHGERFMH;TIE, HEANOEH
EREREMICH T T 256 2RE . FHZ2EETICELRERTONEE O FH T
o5,

EHFIT BRKMNFEFITOEBEEZED Tz Kolle RKOBEICHFE L2 &R H D,
K2PHBEEICHHALEAFICINIT FHFBROKI R CGB—FORED (GF
ShT) MYVEIN, XIFEEINDLGE) L, BETBLE 50%72Enw5, =
DT, BFEERFHFREMAE LTI TV D,

HxMEOHF TIX . FHHPFR L CEERFHFREMF2EKDOEB L Z 60%
LLE2s HEEAD (—5) Bk, 7hbb, FEB~OERLICKD> TWD,
Zhicix, (@) RAHDORWEHOFHFE R/ TOND Z 3P v, (b)
HHEZRDTZ 7 L =L THo TOHORHTFZRGETE DL Z<OHBADR, FH
FRHIZ 7 V=L & RIBIZRET D720, (¢) WAL, HFHMIA PO EERE
ROLERNES TS e LSS, (TR L) SERRREDNLHEIC
HRLHDESTEOIC, HEEZRY FITF2560865720, 2 EOBBNEZX LN
2o

FEHE~OERLICEAL, 2=V &5 ikl (F 21X, FH THMmAIC
HHILTIELWE) ZLTWD0, /o, ZRLICEALTWMLELNLTWDRE
B S RAWIRN

TerDRRBRTIE, ZRLEZDSDFMAE OFAMIC — KRB EIETR 7F—
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[Z2%] BONAREAN~OEM & B (J730)
(i) Appeal system for European patent applications under the European
Patent Convention (EPC)
(a) Regarding the period for filing a notice of appeal and a written statement
setting out the grounds of appeal, please conduct surveys on the following

points.

Are there any cases where the extension of the period for filing an appeal
(within two months after the date of notification of the decision of the
Examining Division) is admissible on an exceptional basis? If any, what are

the requirements for the extension, and how long is the period for filing an

appeal extended?

There are no such cases of an extension. The appeal period is a statutory
period (Art. 108 EPC) which cannot be extended.

The only exception is when the applicant for or proprietor of a European
patent was, in spite of all due care required by the circumstances having
been taken, unable to observe this time limit vis-a-vis the European Patent
Office and files an application for Restitutio in integrum (re-establishment of

rights) within the time period provided for in Art. 122 EPC.

Art. 122 (1) The applicant for or proprietor of a European patent who, in
spite of all due care required by the circumstances having been taken,
was unable to observe a time limit vis-a-vis the European Patent Office
shall, upon application, have his rights re-established if the
non-observance in question has the direct consequence, by virtue of this
Convention, of causing the refusal of the European patent application,
or of a request, or the deeming of the European patent application to
have been withdrawn, or the revocation of the European patent, or the
loss of any other right or means

of redress.

(2) The application must be filed in writing within two months from the
removal of the cause of non-compliance with the time limit. The omitted
act must be completed within this period. The application shall only be

admissible within the year immediately following the expiry of the
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unobserved time limit. In the case of non-payment of a renewal fee, the
period specified in Article 86, paragraph 2, shall be deducted from the
period of one year.

(3) The application must state the grounds on which it is based, and
must set out the facts on which it relies. It shall not be deemed to be
filed until after the fee for re-establishment of rights has been paid.

(4) The department competent to decide on the omitted act shall decide
upon the application.

(5) The provisions of this Article shall not be applicable to the time
limits referred to in paragraph 2 of this Article, Article 61, paragraph 3,
Article 76, paragraph

3, Article 78, paragraph 2, Article 79, paragraph 2, Article 87,
paragraph 1, and Article 94, paragraph 2.

(6) Any person who, in a designated Contracting State, in good faith has
used or made effective and serious preparations for using an invention
which is the subject of a published European patent application or a
European patent in the course of the period

between the loss of rights referred to in paragraph 1 and publication of
the mention of re-establishment of those rights, may without payment
continue such use in the course of his business or for the needs thereof.
(7) Nothing in this Article shall limit the right of a Contracting State to
grant restitutio in integrum in respect of time limits provided for in this

Convention and to be observed vis-a-vis the authorities of such State.

Are there any cases where the extension of the period for filing a written
statement setting out the grounds of appeal (within four months after the
date of notification of the decision of the Examining Division) is admissible
on an exceptional basis? If any, what are the requirements for the extension,

and how long is the period for filing an appeal extended?

There are no such cases, for the same reason as above. The same exception as

above applies here as well.

The current system does not require a notice of appeal and a written
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statement setting out the grounds of appeal to be filed at the same time (it is

possible to submit a written statement setting out the grounds of appeal

after filing of a notice of appeal.). What are the reasons thereof?

The most important reason why the period to file a notice of appeal is
relatively short (only 2 months), is legal certainty for the public. The public
must know as soon as possible whether the subject-matter of a patent
application that has been refused is now finally in the public domain.
However, it would not be equitable to require the appellant to file a
comprehensive statement of reasons within such a short time period. This is
why more time, i.e. 4 months are allowed to appellant to file the reasons of

appeal.

How do users evaluate the current system concerning the period for filing a
notice of appeal and a written statement setting out the grounds of appeal
(for example, whether or not the current period is sufficient to consider the
propriety of filing an appeal, and whether or not it is sufficient to prepare
an appropriate written statement setting out the grounds of appeal)? In
addition, are there any issues pointed out with regard to the current system
concerning the period for filing a notice of appeal and a written statement

setting out the grounds of appeal (for example, many file an appeal in the

meantime, not being able to sufficiently judge the necessity thereof)?

Users are generally used to and content with the period for filing a notice of
appeal. If an application is rejected, this will in most cases happen at the end
of oral proceedings before the Examining Division when the decision is
announced orally. However, the subsequent appeal period only starts after
the reasoned decision has been served in writing, which may easily take
between 2 and 4 months. Thus, the effective period for consideration of
whether an appeal should be filed, is even longer than 2 months (e.g. 4-6
months) in most cases. It should be noted, though, that such oral proceedings
are only held upon request of the applicant and there is no requirement for

the applicant under the EPC to file such a request.
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Even though most users are happy with the 2 month period for filing the
appeal, it happens in some cases (about 5%) that a notice of appeal is filed
but no reasons are submitted within the statutory 4 month period. It is not
clear though whether this is due to insufficient time for consideration of this

question or for other reasons.

The 4 month period for the filing of the grounds of appeal is also generally
well accepted and, different from other time periods, was not amended when
introducing the EPC 2000. Some applicants may wish more time to file the

grounds of appeal.

What matters are to be described in a written statement setting out the
grounds of appeal (please introduce relevant rules and standards, etc.)? In

addition, 1s it allowed to attach materials for explanation to the members of
the Board of Appeal?

In two decisions the boards of appeal established the principles applicable to
statements of grounds. In T 220/83 (OJ 1986, 249) the board ruled that the
grounds for appeal should specify the legal or factual reasons on which the
case for setting aside the decision is based. The arguments must be clearly
and concisely presented to enable the board to understand immediately why
the decision is alleged to be incorrect, and on what facts the appellant bases
his arguments, without first having to make investigations of their own.
Whilst passages from the literature setting out the state of the art may —
provided sufficiently precise reference is made to them in the grounds of
appeal - be considered an integral part of the grounds, they cannot by
themselves form a sufficient statement of grounds. This principle was
expressly confirmed in many decisions, for example T 250/89 (OJ 1992, 355),
T 1/88, T 145/88 (OJ 1991, 251), T 102/91, T 706/91, T 493/95, T 283/97 and T
500/97.

Further to these decisions, in T 213/85 (OJ 1987, 482) the board stated that
grounds sufficient for the admissibility of an appeal must be analysed in
detail vis-a-vis the main reasons given for the contested decision. Grounds

within the meaning of Art. 108 (2) EPC could be deemed to be sufficient if
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new facts were submitted which removed the legal basis from the decision. In
any case, allowed to attach materials for explanation to the members of the
Board of Appeal. It is also allowed to file new experimental reports or other

evidence together with the statement setting out the grounds of appeal.

(b) Regarding amendment to the specification or claims in appeal

Please introduce users’ evaluation of the restriction of amendments in the

appeal procedure and relevant issues currently indicated.

It is true that in the appeal procedure, amended claims should be filed
together with the statement of grounds of the appeal or as early as possible
after the filing of the grounds of appeal. It is also true that it is within the
discretion of the Board of Appeal, whether to accept amended claims or not.
The ground for accepting amended claims is provided for in Rule 86(3) EPC
which stipulates that the consent of the Examining Division is required to

make amendments during examination.

Rule 86 Amendment of the European patent application

(3) After receipt of the first communication from the Examining Division
the applicant may, of his own volition, amend once the description,
claims and drawings provided that the amendment is filed at the same
time as the reply to the communication. No further amendment may be

made without the consent of the Examining Division.

By virtue of Rule 66, the Boards of Appeal have the same discretion:

Rule 66 Examination of appeals
(1) Unless otherwise provided, the provisions relating to proceedings
before the department which has made the decision from which the appeal

1s brought shall be applicable to appeal proceedings mutatis mutandis.

However, practice has shown that the Boards of Appeal have made use of

their discretion to refuse further amendments under Rule 86(3) EPC only
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very exceptionally. Normally, amendments (even relatively late amendments)
are quite liberally admitted for consideration by the Board in ex parte appeal
proceedings and are not refused under Rule 86(3) EPC. The matter is
somewhat different in opposition appeal proceedings, where there are 2
parties and where Rule 86(3) does not apply. However, in both cases Case
Law emphasizes that proceedings before the boards of appeal are primarily
concerned with examining the correctness of the first instance decision.
Where substantial amendments are proposed which required a substantial
further examination in relation to both the formal and substantive
requirements of the EPC, T63/86 held that such further examination should
be carried out, if at all, by the examining division as the first instance. Thus,
the case will either be remitted to the first instance or the amendment will be
rejected under Rule 86(3) EPC.

In general, it must be said that Rule 86(3) EPC is not liked so much by many
users of the European patent system, but fortunately it is only rarely
enforced by the Examining Divisions and the Boards of Appeal, therefore not
playing much of a role in daily practice. An overview on the Case Law on Rule
86(3) EPC is provided by Hansen and Bachelin in GRUR 1999, Vol. 4 and in
the EPO’s Case Law book on page 433/434.

(¢c) Concerning interlocutory revision

In the case where an appeal was filed against a decision of the Examining
Division, in what cases 1s said decision rectified through interlocutory
revision? In addition, under what standards is the decision rectified?
Moreover, please describe the number of cases subject to interlocutory

revision and the proportion thereof.

Basically, interlocutory revision under the EPC is an instrument for

self-correction of a contested ex parte decision by the department that has

issued it. The Examining Division that has made a decision that 1is
contested may rectify its decision when the appeal is admissible and well
founded (Article 109(1)). This may be conducted even without amendment to
the specification, etc. The standards in interlocutory revision are the same as

in Examination Proceedings. In both cases, applicant must establish, to the
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satisfaction of the Examining Division, that his application satisfies the
requirements of the EPC. This may be done by way of argument or by

(further) amendment.

Thus, in case T 139/87 (OJ 1990, 68) the board of appeal made it clear that an
appeal by an applicant for a European patent was to be considered well
founded within the meaning of Art. 109(1) EPC if the main request of the
appeal included amendments which clearly met the objections on which the
refusal of the application had been based as indicated by the examining
division. In such a case, the department that issued the contested decision
must rectify the decision. Irregularities other than those that gave rise to the
contested decision do not preclude rectification of the decision (see also T
47/90 (OJ 1991, 486), T 690/90, T 1042/92, T 1097/92, T 219/93, T 647/93 (OJ
1995, 132), T 648/94, T 180/95, T 794/95).

From our own experience, it appears that cases of rectification by way of
interlocutory revision are very, very rare. Unfortunately, the EPO was
unwilling to provide us with any data on interlocutory revision or appeal
procedures which is more detailed than the data regularly published in the
EPO's annual report, because it seems that the EPO is reluctant to make

data on the rates of success of an appeal publicly available.

The very, very low number of cases where interlocutory revision comes into
play (in our own estimate, this number should be below 5% of all ex parte
appeals filed, perhaps even below 2%) is most probably due to certain

mechanisms and procedures in the examination proceedings provided by the
EPC:

The applicant must be informed about any deficiencies of the application
by way of one or more official actions. Failure to comply with the time
limit for response does not result in the refusal of the application, as it
does e.g. in Germany. In contrast, the application is deemed to be
withdrawn, and the applicant has the opportunity to file a request for
further processing within a period of two month following the

corresponding notification.
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Art. 116(1) EPC provides for applicant's right to request oral proceedings
in case the Examining Division intends to refuse the application. Oral
proceedings are conducted in most of the cases where no agreement on
patentable subject matter is reached during written proceedings, and
provide the applicant with a good opportunity to discuss the case and to
find out the Examining Division's opinion on the patentability of the
application. If no agreement on the scope of patentable claims is reached
during oral proceedings, it is very unlikely that the same examining
division will later change its mind and grant interlocutory revision on
appeal by the applicant, except perhaps in the very rare cases where an
erroneous decision was issued, e.g. where the decision differs from the

Examining Division's intent.

During both written and oral proceedings, the applicant may file
auxiliary requests, e.g. sets of claims which are more limited in scope
and comprise further features. This is also a good way to explore which

claims the Examining Division is willing to grant.

Before grant, the Examining Division issues a communication under
Rule 51(4) EPC, thereby informing the applicant about the claims
intended for grant. Rule 51(5) EPC reopens the examining proceedings in

case the applicant wishes further amendments.

As a consequence of the procedural options discussed above, a decision of
refusal is normally issued only where there is a strong disagreement between
the applicant and the Examining Division on the patentability of the
application. In this case, it is very unlikely that the Examining Division
changes its mind in view of the reasons for the appeal and revises its decision.
In fact, the undersigned has never come across or heard about a case of
interlocutory revision before the EPO for the last 15 years of his professional

practice.

Who judges the propriety of interlocutory revision at the Examining
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Division? Does the examiner who has issued the relevant decision of refusal

take charge of such judgment?

In the case of a decision of refusal, the Examining Division who has made the
decision shall take charge of the interlocutory revision. The Examining
Division may either set aside its own decision and re-open the examination
proceedings or must refer the case to the board of appeal, if it is not minded

to rectify its decision.

In making judgment concerning interlocutory revision, is it possible for the
examiner in charge to request the appellant to have an interview, or is it
possible for the appellant to give explanations to the examiner in charge? If

possible, what procedures are required?

Before the department of first instance can review the admissibility and
merits of a validly filed appeal, it must have available and reviewed the
documents stipulated in Art. 108 EPC, 1.e. the grounds of appeal. In T 41/97,
the examining division decided not to rectify its decision before receiving the
statement of grounds of appeal and before the time limit for filing it had

expired. This was held to be a procedural violation.

Art. 109(2) EPC stipulates that if the appeal is not allowed within three

months after receipt of the statement of grounds, it shall be remitted to the
Board of Appeal without delay, and without comment as to its merit. This is a
very short statutory deadline which usually does not allow for a further
interview or oral proceedings to be held. Applicant/appellant has no right to
have further oral proceedings at this stage and the EPO does in our
experience never hold oral proceedings of its own motion in interlocutory
revision proceedings, even though Art. 116 EPC would allow the EPO to do

SO.

(d) Regarding remission

There are cases where the Board of Appeal makes a decision and cases

where 1t remits the case to the department whose decision was appealed.
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What are the standards for making a choice between them? In particular, we
understand that a case would generally be remitted to the first instance if
there was a substantial procedural violation in the first instance or if a new
fact came out in the appeal proceedings. However, in actual practice, what
falls under the category of procedure involving a substantial violation or
new fact that deserves remission? In addition, are there any standards for

judgment?

In the case of an ex parte appeal following a rejection of the application by
the Examining Division, remittal to the department of first instance is the
standard, unless the appeal is rejected. This is because the grant of an EP
application involves a number of formal steps, e.g. payment of the grant and
printing fee, translation of the claims into the two other official languages
that are not the language of the proceedings etc., which should better be
conducted before the Examining Division. Thus, the Board of Appeal either
rejects the appeal, or it sets aside the decision of the Examining Division and
remits the case with a certain “order”. The order can be “to further examine
the case”, but it can also be “to grant a patent on the basis of the (main or
auxiliary) request” pending before the Board of Appeal when the appeal

decision 1s made.

The Board of Appeal will usually remit the case for further examination

without issuing a decision on patentability in the following cases:

@ In case of a “substantial procedural violation”, e.g. if the Examining
Division did not take a duly filed submission of the applicant into
account, or ignored a request for oral proceedings, or ignored a duly
presented limitation of the claims and the like. Applicant has a right to
be heard by the EPO in all instances, and if the Examining Division
violates this fundamental right, this is usually tantamount to a
substantial procedural violation.

@ If the application was rejected for ground (i), .e.g. lack of novelty, with
no finding on another ground (ii), e.g. lack of inventive step, in the
contested decision, and if the Board of Appeal finds that ground (i) is
not applicable. In such case, the Board of Appeal will often argue that
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the applicant should be allowed to have each of the key grounds of
rejection examined by two instances. Some Boards of appeal have,
however, denied that there is such a principle as of right.

@ If the Board believes that search or examination were incomplete for
other reasons

@ If a third party submits additional references during the appeal
procedure which prima facie appear highly pertinent but which were

not examined by the first instance.

In contrast, the Board of Appeal will usually remit the case with an order to
grant a patent on the basis of certain request if the Board is persuaded that
the application in the form before it satisfies the requirements of the EPC.
(Often times, the application is limited by the applicant during appeal

proceedings so as to make it allowable in view of the prior art on file).

The decision of the Board of Appeal is always made with two conflicting
principles in mind, i.e. (a) procedural efficiency — speaking for a decision on
the merits — and (b) procedural fairness to the parties involved — speaking for
a remittal with no specific order to allow the case to be examined by two
instances. If the two principles collide, procedural fairness should normally
prevail, at least according to T 685/99. However, Case Law on remittal is
quite complex, case-specific and not free of occasional inconsistencies for this
reason. Normally, the Boards try to help the parties by resolving cases
speedily, but in some cases they feel that this is simply not possible and the

case must be remitted to safeguard a party’s fundamental procedural rights.

Please tell us the number of cases where the Board of Appeal makes a

decision and that of cases where it remits the case to the department whose

decision was appealed, as well as the proportion of these cases.

Unfortunately, the EPO did not make this data available to us. However, as
explained above, remittal of the case to the Examining Division in the case of
ex parte appeals is the standard, unless applicant’s appeal is rejected

altogether.
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The undersigned once attended to a lecture of Mr Kolle, who used to be a
high-ranking official of the EPO. He informed the audience that the overall
success rate on appeal (15t instance decision upheld / 1st instance decision set

aside or amended) is about 50%. This figure included inter partes appeals.

Our own estimate 1s that about 60% or more of all ex parte appeal decisions
before the Board of Appeal end with a (partial) success for the applicant, i.e.
with remittal to the Examining Division. This is because (a) appeals are
usually not filed in hopeless cases, (b) many applicants substantially limit
the claims in appeal proceedings so as to obtain at least a narrow patent, and
(c) some applicants withdraw their appeal if they realize that the Board is
not minded to allow it at all in order to avoid a (further) negative decision on

the record.

How do users evaluate remission to the department whose decision was
appealed (for example, users want the Board of Appeal to proactively make
its own judgment in appeal proceedings)? In addition, are there any issues

discussed with regard to remission?

In our experience, there is no general trend how users evaluate remission
and this will rather depend on a case-to-case basis. If applicants believe that
they are in a comfortable position, they will usually not be interested in an
unconditional remittal for further prosecution but rather prefer a decision of
the Board on the merits. On the other hand, if the position is more difficult or
if entirely new and dangerous facts have come up on appeal, applicants may
prefer the first instance to make a decision first, so as to have two chances of

success.

(e) Fee for appeal

Rule 67 stipulates that “The reimbursement of appeal fees shall be ordered
in the event of interlocutory revision or where the Board of Appeal deems an
appeal to be allowable, if such reimbursement is equitable by reason of a

substantial procedural violation.” However, what falls under the category of

substantial procedural violation subject to reimbursement? Are judgments
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on reimbursement made in the same way as judgments on remission?

According to R. 67 EPC the reimbursement of appeal fees must be ordered in
a case of interlocutory revision. Case Law, however, has clarified that a
substantial procedural violation 1is a further requirement for such
reimbursement to be granted (T 79/91, T 536/92). If the Board of Appeal
orders remission of the case to Examining Division for further examination
because it thinks that a substantial procedural violation of applicant’s rights
happened, it will also order reimbursement of the appeal fee. If the
Examining Division decides to allow interlocutory revision, it may or may not
allow a request for reimbursement of the appeal fee. However, if the
Examining Division grants interlocutory revision owing to a substantial
procedural violation of applicant’s rights during examination (e.g. if a
request duly filed by applicant was inadvertently ignored), then it must also
order reimbursement of the appeal fee. If it does not order reimbursement in
such a case, the request for reimbursement goes to the Board of Appeal but
the application itself will continue to be examined by the Examining

Division.

The standards for a “substantial procedural violation” should be the same for
remittal and reimbursement, respectively. Basically, any violation of
applicant’s right to be heard (Art. 113 EPC) constitutes a substantial
procedural violation. Refusing rectification in a case where the first instance
decision was clearly erroneous and constituted a substantial procedural
violation (in this case a decision of rejection once no response was filed
within the term set by the EPO) is again a substantial procedural violation,
if the Examining Division was notified of its error in the grounds of appeal (T
647/93 and T 685/98).

(ii) Concerning the divisional application system for European patent

applications

How do users tactfully use appeal to the Board of Appeal and divisional

application depending on the situation? In actual practice, are there any
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cases where a divisional application is filed around almost the same time of

filing an appeal? If any, what is the purpose of doing so?

We are not certain what “tactfully” means in the context of this question, i.e.
whether it relates to “tact” (good manners) or “tactics”. Nevertheless, we will

try an answer to this question in the following:

In our experience, most divisional applications are filed during examination
of the (first) parent application, i.e. (shortly) before a decision of rejection is
issued. The filing of a divisional application in an early stage of appeal
proceedings i1s the exception rather than the rule, but it may happen in
certain cases. If a divisional application is filed during appeal proceedings, it
will usually rather be filed at a relatively late stage, i.e. when applicant has
reason to fear that the Board of Appeal will not allow the appeal and if no
other divisional application is already pending. In such a case, applicant may

file a divisional application to maintain its options.

If there are any other procedures that can be taken in order to obtain rights
for inventions for which a decision of refusal has been issued, in addition to
appeal and divisional application, please introduce the outline of the
procedures and fees required. Please also tell us the choices made between

such systems and other systems by users and the status of use thereof.

There are no such procedures available under the EPC, to the best of our
knowledge. However, as you know, patent protection in the EU may also be
acquired by the national route. Some applicants therefore file both a national
application and an EP application in important EU states, when a case is

particularly important.

In addition, it is possible to “branch-off” a German utility model application

from a (pending) EP application under certain circumstances.

(iii) Concerning the system for accelerated proceedings in the appeal system
for European patent applications

Is there any system whereby appeals with special circumstances are given
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priority for being proceeded earlier than other appeals? If any, please

introduce the outline thereof based on the following items (a) to (d).

(a) Procedure for requesting accelerated proceedings (conditions and

timing of requesting and content of request)

There is no formalized procedure for requesting accelerated proceedings.
According to the notice from the Vice President Directorate General 3 dated
19 May 1998 (OJ EPO 1998, 362), parties with a legitimate interest, eg when
infringement proceedings have been brought or are envisaged, may ask the
Boards to deal with their appeals rapidly. Requests for accelerated
processing must be submitted to the competent Board either at the beginning
of or during proceedings. They should contain reasons for the urgency

together with relevant documents; no particular form is required.

We are not aware of an allowance of any request for acceleration other than

for the reason of co-pending infringement proceedings.

(b) Procedure after acceptance of a request for accelerated proceedings
(examples: To what extent are the proceedings accelerated compared to the
period of proceedings for ordinary appeals? Are steps and procedures
different from those for ordinary proceedings adopted in the accelerated

proceedings?)

In our experience, an appeal before the EPO usually takes 2-4 years on the
average, sometimes even (much) longer. When a request for acceleration is
filed and allowed early in the proceedings, this will shorten the time period

to about 1-2 years.

(c) Past record of use of this system by users

Infringement actions are only brought in a small fraction of the EPO appeal
cases. Our estimate is that requests for acceleration are brought in less than

10%, perhaps even less than 5% of all appeal cases.
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(d) Matters which the appellant has to comply with or cooperate for in order

to promptly proceed with the proceedings when using this system

When a party files a request for acceleration and such request is allowed,
this party cannot expect that the Board will easily allow late-filed
submissions or requests. The party must be aware that in such cases, the
Board of Appeal will rigorously apply its discretion under Art. 114(2) EPC to

reject facts or evidence not filed in due time.

(iv) Concerning statistics on appeals

Very unfortunately, the EPO was not very helpful with providing the
requisite data to us. Our own rough estimate (which may very well not be
correct though) is that an appeal is filed in less than 40% of all rejected cases.
If and when an ex-parte appeal is filed, a statement of grounds will usually
(>90%) also be filed. Rectification of the first instance decision will be very
exceptional (less than 5% of all ex parte appeals filed); usually the case will
be transferred to the Boards of Appeal. Remittals are frequent (>60% of all
appeal cases where a decision is issued), but in a large share of the remittal
cases (>50%) the Board of Appeal will nevertheless give a decision on the
merits and remit the case with the order to grant a patent on the basis of a
certain set of claims. Appeal proceedings usually take between 2 and 4 years,

ex parte proceedings are usually shorter than inter partes proceedings.
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The table below summarizes the figures officially released by the EPO:

2003CY

2004CY

2005CY

2006CY

No. of cases where a
decision of refusal was

issued

>>521

>>597

>>655

>>843

No. of cases where an

appeal was filed

521

597

655

843

No. of cases where a
written statement
setting out the grounds

of appeal was filed

No. of cases where the
decision was rectified
through reconsideration
by the examiner before

appeal

No. of cases transferred

to the Board of Appeal

No. of cases remitted

No. of members of the

Boards of Appeal”

111

124

125

137

No. of appeal cases

terminated

438

407

522

608

Average period of

proceeding

*approximately (may vary during the course of the year)
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[Z2%] MERBEA~OEM & BZE (R0
(i) Concerning appeal to the Patent court
(a) Regarding the period and contents for filing a notice of appeal and a
written statement setting out the grounds of appeal, please conduct surveys

on the following points.

What contents are needed to write in the notice of appeal and all written

statements at filing appeal?

As regards the notice of appeal, it is merely required that the appealed
decision is identifiable and that the wish to appeal the decision becomes
apparent. Moreover, the appeal fee has to be paid. However, in practice,
one will usually give the file number and date of the appealed decision as
well as the name of the party filing the appeal. Finally, in order to avoid

doubt, it is recommendable to emphasize the word “appeal”.

Until when is a written statement setting out the ground of appeal accepted

after filing the notice of appeal?

Firstly, written grounds of appeal are not required. When oral proceedings
are requested, a written statement will usually be accepted, also in the oral
proceedings. However, if oral proceedings are not requested, written

grounds of appeal will be accepted until the decision is made.

Regarding the period for submission of a notice of appeal and a written
statement setting out the ground of appeal

Please describe users’ evaluation of the current period for submission of a
notice of appeal and a written statement setting out the ground of appeal
(for example, whether or not the current period is sufficient to consider the

propriety of appealing to the Patent court, and whether or not it is sufficient

to prepare an appropriate the ground of appeal).

In our view the users usually find that the period for submitting a notice of
appeal is sufficient. As mentioned above, there is no period for submitting

written grounds of appeal.
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Are there any issues in terms of the current period for submission of a notice
of appeal a written statement setting out the ground of appeal? (For
example, unnecessary appeal action because of the insufficient current

period to consider)

There are, as far as we can see, no issues regarding the current periods for

submitting a notice of appeal as well as written grounds of appeal.

(b) Regarding amendment to the specification or claims in an appeal to the

patent court

Are there any restrictions on term and contents for amendments to the
specification or claims in the appeal procedure? Please explain about the

restriction of amendments in the appeal procedure (if any).

There are no restrictions regarding the term and contents of amendments
filed in the appeal procedure, apart from the usual requirements, such as
original disclosure. However, it is frequently accepted by the Federal

Patents Court to file amendments as late as during the oral proceedings.

In terms of the restriction of amendments in the appeal procedure, please
describe users’ evaluation thereof. Also please describe issues relating to the
restriction of amendments in the appeal procedure which are now discussed

(if any).

Since there are no restrictions the users are, as far as we can see, pleased
about the possibility to file amendments at any time, even during the oral

proceedings.

(c) Regarding the examiner’s participation in appeal (Section 73(4) of Patent
Act)

What kind of cases are that the authority in the Patent Office whose
decision of reject an application rectify their decision? What kind of

criterion these rectifications are made on?
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In our experience, those cases where the earlier decision of the patent office
1s rectified are, for example, cases where formal issues are addressed by the
Applicant after the decision of rejection as well as cases, in which the
Applicant has, for whatever reason, not overcome all objections by the
Examiner in due time so that a decision of rejection was issued. For
example, the Examiner might have indicated in an earlier official action that
the patent could be granted with a certain amendment. However, the
applicant may have chosen to defend the patent in a broader form together
with arguments. The examiner then rejected the application. Subsequently,
the applicant appeals but at the same time files the amendment. In such a
case, the Examiner would likely rectify the decision of rejection by granting

the patent based on the amended claim.

Another frequent scenario is that the applicant does not file a response to an
official action in due time. In such a case, the Examiner would reject the
application for the reasons outlined in the official action. Applicant may
choose to appeal this rejection and to file his response at the same time. If
the examiner is persuaded by the response, he will rectify the decision of
rejection and re-enter examination. Please note that this mechanism is

entirely different before the EPO.

What is the number or proportion of rectification cases and other cases?

From the figures that we were able to obtain, we take that about 20% to 25%

of the appeal cases are resolved by a rectification.

Who make decision whether they rectify their decision or not? Does the

examiner who has issued the final rejection participate in this procedure?

The decision to rectify the earlier decision is made by the Examiner who

issued the earlier decision.

Is it possible that officer of GPO such as examiners requests the Appellant
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to have an interview or the Appellant requests the officer of GPO to have an

interview for explanation? If it is possible, what kind of procedure is

needed?

Yes, 1t 1s possible that the German Patent and Trade Mark Office ask the
Appellant to have an interview. Moreover, the Appellant can request an
interview. In this case, the Appellant should suggest a rectification of the
earlier decision, together with the notice of appeal and, at the same time, ask

for an interview to explain his position.

In terms of the examiner’s reexamination in the appeal procedure, please
describe users’ evaluation thereof. Also please describe issues relating to

this procedure which are now discussed (if any).

There are a few cases (20% to 25%, see above) in which the Applicant waits,
for whatever reason, until after a decision of rejection in order to carry out
amendments. In such a situation, the Applicant usually appreciates the

possibility of rectification of a final rejection.

(d) Regarding remand

Although the Patent Court decides the case on its merits in principle, the
Section 79 (3) of German Patent Law rules that The Patent Court may
reverse the contested decision without itself deciding the case on its merits
in some cases at its discretion. What are the reasons for such difference in

the handling? What kind of criterion these remand are done on?

The reasons for the different handling are as follows. Firstly, there are
decisions of rejection which are based on formal deficiencies only. If these
deficiencies are rectified on appeal, it is provided that the case is sent back to
the Patent Office for examination on the merits. There are also cases where
new facts come to light on appeal or where the Patent Court feels that a more
thorough search would be appropriate. These aspects may make it
appropriate to remit the case to the Patent Office. On the other hand, the

Federal Patents Court usually wants to decide the case on the merits, in
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order to avoid further delays.

The criteria regarding remands are essentially set forth in Section 79(3) of
the German Patent Act. As regards the first situation given in Section 79(3),
the Patent Office might, for example, have had an incorrect impression
regarding the status of the application, e.g. if the Patent Office interpreted a
certain statement of applicant as a withdrawal which was not meant as a
withdrawal. In such a case, the Patent Office might, for example, have had
the opinion that the application was not pending anymore. If the Federal
Patents Court comes to the opposite view, 1.e. that the application was not
withdrawn and is still pending, it will send the case back to the Patent Office

to give them the chance to issue a decision on the merits.

In the second situation given in Section 79(3), the Patent Office may have
given an insufficient reasoning for its decision, may have given the applicant
an insufficient chance to plead its case, may have declined the Applicant’s
wish to hold an interview, which was, however, appropriate, or the decision
may have been made by a division which was actually not competent. These
situations would be tantamount to a substantial procedural violation and fall

under the second sentence of Section 79(3).

Finally, the third situation given in Section 79(3), i.e. new facts or evidence,
1s in our opinion self-explanatory. In other words, whenever new aspects
come up, which the Patent Office should consider together with any
remaining aspects, the Federal Patents Court may find it appropriate to
remit the case back to the Patent Office.

Are there any cases where a case is remanded to the examiner actually? If

any, how frequently? What is the number and proportion of the remand

cases and the other cases?

Yes, there are cases where the case 1s remanded to the Examiner. The
proportion of these cases sent back to the Examiner is about 2% to 10% of the
total number of cases in our experience. However, there are no official figures

that would confirm this.
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How do users evaluate remand to the examiner (for example, users want
more cases to be remanded or want the Patent court to proactively make its

own judgment in its decision)? Moreover, are there any issues in this regard?

If any, what are they?

It is our impression that the users’ wishes strongly depend on the specific
case. Obviously, when there is a chance that the Federal Patents Court will
grant the patent, and/or the Applicant fears that the Examiner might find
additional prior art, the Applicant will be in favor of a decision by the
Federal Patents Court. However, there might also be cases where a final
rejection by the Federal Patents Court has to be expected. In these cases,
the Applicant might like the idea that the application will continue to be
pending and present a certain threat for his competitors, when the case is
sent back to the Examiner. Generally, when new issues arise during the
appeal proceedings, the Applicant might be in favor of having a first instance
(the Examiner’s) decision and then again using the appeal proceedings to
have the chance of (if necessary) a reversal of the Examiner’s decision. As

regards any issues in this regard, we are not aware of any further issues.

(e) Regarding fee for appeal

Please summarize outline of fee system for appeal.

An appeal fee of 200 Euros has to be paid when filing the notice of appeal.

There are no further fees.

(ii) Concerning divisional application and other system

(a) How do users tactfully use appeal to the Board of Appeal and divisional
application depending on the situation? In actual practice, are there any

cases where a divisional application is filed around almost the same time of

filing an appeal? If any, what is the purpose of doing so?

Generally, a divisional application can be filed while the application is still

pending and even during that period when an appeal can still be filed, even if
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an appeal is actually not filed. While it is possible to file the divisional
application around the time of filing an appeal, this is usually not the point
in time when this is actually done. In most cases, a divisional application is
either filed during examination of the parent application or relatively late in
appeal proceedings, sometimes even in oral proceedings. The purpose of
this step might be Applicant’s wish to keep at least some part of the original
application pending, in order to present a certain threat for his competitors.
Moreover, the Applicant might have found at a relatively late point in time
that some part of the original application could be prosecuted in a divisional
application, for example, because it lacks unity with the subject matter of the

pending claims.

(b) If there are any other procedures that can be taken in order to obtain
rights for inventions for which a decision of refusal has been issued, in
addition to appeal and divisional application, please introduce the outline of
the procedures and fees required. Please also tell us the choices made
between such systems and other systems by users and the status of use

thereof.

There is additionally the possibility to “branch-off” a German utility model
from a pending patent application, also during the appeal proceedings. This
can be done up to two months after the end of that month, in which the final
decision regarding the patent application is made, either by rejection, grant,
withdrawal or a final decision in appeal proceedings. Those fees, which
have to be paid for “standard” utility model applications, also have to be paid

for a “branched-off” utility model application.

As you will know, German utility models are only formally examined but
there is no examination regarding novelty and inventive step. Thus, the
possibility of branching-off a utility model is favored by the Applicants, when
the duration of a registered utility model of ten years from the filing date,
(i.e. the filing date of the patent application in case of a branched-off utility
model) appears sufficient and any discussion with the Examiner regarding
novelty and inventive step, which might already have been unsuccessful in

the patent examination proceedings, should be avoided.
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(¢) Is the fee for a divisional application same as the fee for a usual

application? If it is different, please explain about the fee system.

The fees for a divisional application are the same as for a normal application.

(iii) Concerning accelerated proceedings in the appeal to the patent court

Is there any system whereby appeals with special circumstances are given
priority for being proceeded earlier than other appeals? If any, please
introduce the outline thereof based on the following items @O to @.
@D Procedure for requesting accelerated proceedings (conditions and
timing of requesting and content of request)
@ Procedure after acceptance of a request for accelerated proceedings
(examples: To what extent are the proceedings accelerated compared to
the period of proceedings for ordinary appeals? Are steps and procedures
different from those for ordinary proceedings adopted in the accelerated
proceedings?)
@ Past record of use of this system by users

@ Matters which the appellant has to comply with or cooperate for in

order to promptly proceed with the proceedings when using this system.

Generally, there is no “formal” system to accelerate the appeal proceedings.
However, the Appellant is always free to contact the judges in charge of the
case, explain special circumstances of the case and ask for acceleration. In
ex parte proceedings the chances of accelerating the proceedings are
increased when the judges are provided with documents, possibly in one or
more auxiliary requests, in which both formal and substantial matters
(novelty and inventive step) are in good order, so that the grant of a patent
can be based thereon, and the decision requested by the Appellant can be

made quickly.
However, as the average duration of appeal proceedings before the Federal

Patents Court is currently 1-2 years only (sometimes even faster), there is

not much demand for such acceleration.
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(iv) Concerning statistics on appeals to the Patent court

2003CY 2004CY 2005CY 2006CY

No. of cases where the

. o 6416 7239 8634 7898
final rejection was made

No. of cases where a

notice of appeal was 599 627 873 608

submitted

No. of cases where a
written statement
setting out the grounds

of appeal was filed

no official figures, probably 90%

of the above

No. of cases where the
decision was rectified
through reconsideration
by the examiner before

appeal

151

141

174

147

No. of cases transferred
to the Federal Patents
Court

448

486

699

461

No. of cases remitted

42

37

18

30

No. of cases where the
Patent court made a

decision

382

304

259

285

No. of administrative

patent judges

59

58

54

58

No. of cases where the
Patent court made the

final decision

340

267

241

255

Average period of

proceeding (months)

16

20

25

29
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X7 572y (Part 52 of the Civil Procedure Rules and the Practice Direction
relating to Part 52 ), NARH VB OE R IZ, B FT~H LY TDHZ LN TE
2,

Practice Direction relating to Part 52 of Civil Procedure Rules

17.2 Part 52 applies to statutory appeals with the following amendments:

Filing of appellant’s notice

17.3 The appellant must file the appellant’s notice at the appeal court
within 28 days after the date of the decision of the lower court he wishes to

appeal.

Practice Direction relating to Part 52 of Civil Procedure Rules

Extension of time for filing appellant’s notice

5.2 Where the time for filing an appellant's notice has expired, the appellant

must —

(a) file the appellant's notice; and
(b) include in that appellant's notice an application for an extension of time.

The appellant's notice should state the reason for the delay and the steps taken

prior to the application being made.

5.3 Where the appellant's notice includes an application for an extension of
time and permission to appeal has been given or is not required the
respondent has the right to be heard on that application. He must be served
with a copy of the appeal bundle (see paragraph 5.6A). However, a respondent

who unreasonably opposes an extension of time runs the risk of being ordered

to pay the appellant's costs of that application.
@ Ak HSE OB O 58 O W& K Ol 98 O N

58 #1 F (Notice of Appea) IZIXZ TR O FEH A X T M T %5 (appeal
bundle) .

Practice Direction relating to Part 52 of Civil Procedure Rules

Documents
5.6A (1) An appellant must include in his appeal bundle the following
documents:

(a) a sealed copy of the appellant's notice;

(b) a sealed copy of the order being appealed;

(c) a copy of any order giving or refusing permission to appeal,

together with a copy of the judge's reasons for allowing or refusing
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permission to appeal;

(d) any affidavit or witness statement filed in support of any
application included in the appellant's notice;

(e) a copy of his skeleton argument;

(f) a transcript or note of judgment (see paragraph 5.12), and in cases
where permission to appeal was given by the lower court or is not
required those parts of any transcript of evidence which are directly
relevant to any question at issue on the appeal;

(g) the claim form and statements of case (where relevant to the
subject of the appeal);

(h) any application notice (or case management documentation)
relevant to the subject of the appeal;

(i) in cases where the decision appealed was itself made on appeal (eg
from district judge to circuit judge), the first order, the reasons given
and the appellant's notice used to appeal from that order;

(k) in cases where the appeal is from a Tribunal, a copy of the
Tribunal's reasons for the decision, a copy of the decision reviewed by
the Tribunal and the reasons for the original decision and any document
filed with the Tribunal setting out the grounds of appeal from that
decision;

(1) any other documents which the appellant reasonably considers
necessary to enable the appeal court to reach its decision on the hearing

of the application or appeal; and

(m) such other documents as the court may direct.
ERFr@mEBOMIEIL, BRUAFOF AN MLETH D,

Amendment of appeal notice

52.8 An appeal notice may not be amended without the permission of the
appeal court.
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NEMFRBIZH 2022 b LbHiE. e 7V 7 FEICEBT 58 1EOH RIS
WTRELH L TIE LW,

ET7 VIR, BIMEAMEL TS L, BMEFOMET., HBEAKT® /X
Te 7V TTHYBEBICL o TIRESINS (Hearing Manual, Chapter 6, Part 6.40
- 6.43 M),

MIEDOHIBIZE LTI, ENX., BT U7 TiEimSNDdHEEDRMH S
(objection) & BfRMN & % (address) KA TR WAL, T D X H M EILHE
¥ (RSN

BT, TRTOMET., @ OMRAM ST EY (pre-grant requirement) %
Wl dhniEoewn (F2bb, iEX, FIHFHEZEML TR R0,
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B TR T b neg),

ET7 VT MO RKIEMRE OBKRIZOWVWTHZ TIZLW,

Z 1. Hearing Manual ® Sections 4.41 — 6.62 Tim U H LTV 5,
H L, 7V THYER, HBEEZFATERVWERLESGAICIE., HEZ EG
THREZMHT, RbVic, bL, 67V 7HYEYEN, HENFATINGD L
WA L7 aIid, B, Frans720il, FATICEALEINLD, ZOFF
X, HEZTATINELIREICTLHRED, e TV U IRICARE LR, HEAIZ
EHOMIEZSMEE LTS L,

ET7 VT RITONLIBZ LT O WEHFOE LR EHZ TIELL,

F BT R A 7 5 & 7z B af 4K SVEVENEE
2003 20, 064 3, 646 25
2004 18,816 3, 780 43
2005 17, 488 3,751 38
2006 17, 484 2,978 83

(b) ET7 VY 7HIEIZOWTO—FOFM, 67V 7HEORSITH D
7?2

UKIPO TOET7 U 7R A Ry (ERREIZEZ2), L L., FiF TR
T 5 ENTERWWE (non-patentable subject matter) (2 B a—X 7 nJ
T A, EVRAFIE, BN EFERE) KHETAHBEIZOWT, Z< 0T U
IREAMPNTEY, ZOHEPIEREIEDLVHDZ, Z0 X224 TIE, HEA
W, ET VT THRIAL, FHFTHRETDLIZLENTERVWHRTHL LWV FE
B OHEM (objection) % wiRTHDITENTH 5,

LR oT, ZOXIRGAICENT, HBEAZ, 87V U Z7IFHBALE 2T
R LTZfEREHGD IWFETIEIRY, LR L TWD,

(c) HYEAEE (case examiner) MH T U U JHYE ~O T 00 H & &
(pre-hearing report) (2B L T
O FPRPREEICIE, EOXIBRARNTLHIND DN
Q@ HEFEEENPHBAIZEMS S IHMEETL, HEFEEE T Y 7T
HEYEFANEMIND PRHRAREEIZ. EOXICTRRDLIN?
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@ omEEEZZHLZHBEAX, ZOoWEECTL T, Y0 LRk
PNELAID N2
@ I nbOH|EFED -V O, ZOREFIZOVTOMK
HYEEEL2OLE TV UV I7HYEA~THOREF L EMT2EM T, HHEIZ
FoThanhicarAry FofER, Fikci7z (Hearing Manual, Section 6.33 &
H)

o

(i) FFFF#HI T~ EFFICE L T
(a) b 5F 1@ % E (notice of appeal) X O ek B 2 BH 5 71 L 72 iR & (written
statement) Z M T 572D O K P FHIZOWNT
EFBEAEORMBICEHT 2HBEANFROBFEMI. UTORFT =T VK
O RANC RSN TV D,
(DHearing Manual - Chapter 7
@Litigation Manual - Chapters 6 (— F 4 FFO[EHEERIL TV 7@ H
TRV ITHENT)
@ Civil Procedure Rules - Parts 3 and 52
@ Civil Procedure Rules Practice Direction - Part 52

EDOXOSRGEHEIZ, EHFHHOEERRBOLNLN? EDL 60O HH o E
FAIHEN 2
Civil Procedure Rules @ # H 52.6(1) % 0% Practice Direction Part 52 ® /X 7
T 75212V T, @O LEFMHEO 28 A ER T D720 Z#HHFTIC L
AT IE R B R,
LRI OED BN TCERBFEIZ 2R, T XTOLERIT, RAFOHEEIZL D,
EEDOTZOOHRFEIL, ROBRIZIE LT, Bl TRV bIND,
OIERHFEN, BH O 28 HOHREREZ IS NN E D D),
QIEERGEN, BHEO 28 HOHBFIZEIN=Z0E D h,
QoHFEIE, HUFIE, EEEZFATEINEIDERET DD, Civil
Procedure Rules A 3.9 I RENT-EHEEEET D,
QoHFEIT, IEENFAISNDIAENICHZIND _X&E LM, B2, LiL,
ZTOXIRERSL, BHHABEOHEIZLD,
OQEV@OmMBEICENT, REHMOER (ThbbHEMA) 1T, BObNZ D
SR/
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EFHFmmEORMZIC, LFHEbBLr R LM AELZREHE T 22 LI1XTED
ﬂ?moif\%h%%%ﬁﬁézkﬁ?%éﬁ?

Practice Direction Part 52 /X5 75 7 5.6 M N 5.6A IZ L7 » T, EiF#EHmM
FL EREBITX, R EFTLHEE, —HICEHT XETH S,

Practice Direction Part 52 /X7 75 7 5.7 1%, &I EFTHE., ¥ XTO
VERZERZV-ET 22D TERVWGEAIC, HEALPLRTNE LR WD &
ZHALNICLTWD, FiIZ, HBAIZ, oL ICHEHIARWERB L, TOHEH
%%mr%&ﬁ%@A@%&ﬁ FF R ST IT TR B 7R,

W72 5 T, Civil Procedure Rules Part 3 @ HHI 3.1 /xS 7= FroF
& B MEFR (Court’s case management powers) (Z L7223 -> T, HHAEBFIZL-T
BHIND,

Eir@mEL O EFEBEZ R TMHMAELZRML T 2720 OBATOHHEIZ S W
f@n~$@ﬁﬁ(mz‘ BATOMMIZ, FFrECpETic BT o % xR
MI LDt THLINE I N, @ LFRERZEFHET H0I2+0Th
é7b>}:“57b))

AX Y ZOFMARMREANIT. ESFOEMETREREOTZOIZ, 28 HOBRHIZ &
THERLTWS, w22, EMPRMRE AN, UKIPO TOET U v 7 OHRIIC, H
FENIZZOMMZMOE L2008, BEDOEETHDL, LIt ->T, ZLOEHIC
BWT, EMEMARBALHBEAZ. E7 YV 7HYBEICLoTHRENHEIND
A, LRI 2o naiEmT 2, 2NHOWREE T ik, 28 Ao, Lk
DL CRBIZF2EVWEDTH 5,

Lo, HEEAOHE RN, 87V Z7HYEEIZ X > T UKIPO O®RENH iz
%if%héﬁA;i\%E@%%@\mﬁkﬁiﬁﬁﬁéﬁgéw%&ﬁﬁé

SRR TRV EEDbR D,

EFiFEMmEL O LFEBZ R I MASLZRET 220 0BRITOHEIZON
ToRE (BPlxE, AT 2 A8 +0 2B TOHMEIC LD, NLE R Bik)
AXF Y RAEICESE, EHFHEBEZRLEBEEFIT. EiF@mE & RRFICRE S
N7, A4F ) RAEITHREIT 20,

(b) RPN AT~ LR PICBIT 2WMEIZT7 L= OMIEICEL T
ERFICBWNT, FFFHEHFTAAMENLZ L—2OMEICHET DHDIXED
EORGEN? EFRFHRICBWT, IMEXILZ L — & O IEIC KT 5 K Y
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FONENHIRITH 202 LiFTHBIC, IMEX T L—2%24iET 52 &
I ATRE 2> @

T NTOMIEIZEHF OB SN, UKIPOIZ X o THENEHE SN ZHED
BHICEART S (address) SO TRITNIT R B0,

MEBAN, #MiET 222 INEHEAICIE, MiEREE, B Do)
FIE, AP SIS T 5 8 (Patent Act) O IR EICED R T X B 2w,

ERFHRICBTDHEDOHIBIZoOWTO2—YF OFEM, EiFFHEICBIT DA
EEDHIFRIZHOW T, BE#Em I LTV D a8,

— R, 22—, AFYARHFTEFHEEZTF AT T2 LoD THRYEEL
<7<, HEANX, #@%., BE#ET 5 1E (relevant amendment) 23T X 5 & FEAf
LTW5b,

(c) EFFICB T 25%EAEE OB S

HHUFTOFRHEIFIZ, BT CEREZIT-HFEEL D VIZ e T 7Y E
EPHER VT EBEBEHICLDTEREZITO LTI, HITHDIHE, E0X
IRTFRICE DD, TNICHET 22—V oORMOEE LT o TV AR EIT
» D D,

EFFFRE T, BERE LN EEANMEITEZRET S, MEBEEOFEBEf# L
(DFE V., EEMOMEITOLDIEEIEB 21T 5 BUFO FEFR#E L) NIEEHhE
TEEET S, (HMEEZEE L REMOMETO) FEEIL., BERELOLR
EOEKREFEI, LELARRDL, ZOFREEIL., FFHHFTOHFRICITHEL
v, Rz, FEBEOFITREMMMETOREERLE) FEF O R
ABRHET2HER”HD 0D, FEHIZBMT DH1TD 720,

(d) AR L B

FraP BT ©, BHEBICL YV EHE2 THRFEICELRIMHERZITELL T — 2D
A,

Tex X, BT R FEMFEORBIZONWTHH LW THEMELE LR LA & 5
SRR

R dF ECHI T SRR RF T IS 2 LR T BUTEH £ DR EE ),
HBICRRF 2T G~ S LMW L2 a . FERrEcH T, L a9 pE T (2
FHEELREL, BUFOREIZ LW THRTFEZME L, T DA 2R
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FRERATD LD MT D, TALISMT R, R S 5 0 B PRI 3 LR S AL T
BB,

BRI, R T LR 5 RIS TR0, BFF RIS, e
EMET 5L 5 U, SEMAMETICE LR LRI, B TRy, (5)
DR R BR,

Brr i plmlic XA ZER LICET 22—V oM Ak OiEim STV b ik M
Fer oMb T, ZRLICEALTERM SN TWDREEIT W,

(i) 2% [E R 5 HRE o0 43 50 H AR B L D T

(a) = —HIFEH~D LFF L pEIHELZ, EOXTHENGITTWDE 0, BB
Fy EREBERBEHICOBHBELZITO 21X 200, RICHDIHE., EO
L O BHTIT O O,
FEEEOKSPOBREICLY B X2 oEIHEEZEFNICFHI AT S Z &
T TE 2RV,

OB HEEIT, BHEBENERSNDENCITbRL T bR, TR R, #HE
MM ET N HBEOEMEEZIT 2B TITETES, LEBN > T, EFOFK
ERIRFICHEZ T E T 2 DIXARFAETH 5,
QOnBHBEOFHAHERH D720, ERLTH) BHBEORILEOELAND 4
6 WHLUNIZITLRLS TEZebwn, LER- T, HEAD, B0 B HZH#
2T 5D B HBELZBHRICHRBESE T Z EEFTE RN,
UEbEoBdENG, EEIZBWT, 2HHBERDRO2EIFE LTRAIND D
TENLTH D,

(b) FEAEIRE N 72 ST FHPITLR D2 HER 2 IS T 2 7201, EFF<0 s I H E L
ALY /0 FnbiX, 20 FHOME, FEBEIZOWTHBIEN
72U,

BxomaHEHTIL, tho FRIXR0D,

(c) 4381 HH B o F $Okk
43I B O T HOBH 8 3 O O FHOBE L 7 LT b 5
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(iv) FFFHEHPFTICB T 2 B MEHRIZHOWVWT

HHFICB T 2HFHICEAL, B RFEEFELH LHERIT OV TITELEMIT, B
HWICHEHRZITI) EVOHIEORE L ZDOMBEIZOVWTHZ TIZLW,

HIWEZ T _REEFoEE LRSS (Bl F, EEAREENE) BN, hodkoH
izt rhbo TWIHAE, FFFREZ2E<HEAER™HDH, ZORICHODNTIEL, &
EHHMMETHEE~=2T7 1D 7.13 Tim L TWD,

@ #HRFHIZONT
WMHEEOEGEL (DF 0, HEMWMET O OICIEET 2 BN O FE i
) BEFTICEMER G RT 5,

QHIEORM GAF FHOFHEYM Lk L T, PoREFANEYLIND D
2, BEOFHELITERRDFIE, FEABEHIATWHDNE),

REFARAE 3SEHAR 3. 1) e Xiid, &HFTX, ToFEHh2%EFHET5H %
B, — BRI iFREEMEICLVEELZRET LI ZENTE S,

@ Z Ol D= —F OF HEAE
BHHFBEAEENFMAINDIOEF, O TERTHD, Fxid, BEHD, RHE
BHEIEZFBE L6285 7220,
DZOHEEZEHATIBEICBW T, FHEZBFICED D ZOICHERADNESTDH D
WX T AN EN D D FIH

FESRADE D NEFIHL, PR, FfREELZITHEL M EENEICED,
=R e NS « = ATRRL, BEIL, HFECEL ORI A EMSE I D,

(v) FiF&H A~ EFFIZE T B HHIC DN T

FHICHET AU T O REIL., HEMOMETOERREZEONS & FHEM
M EITOR —LX—VilHicnhEED B2 LHbDTHD, LikiZ
B4 28T, REMAMETOREE»POAFTLELOTHY , FEAXN T —
X CThDH (FEEHMPMEITICEE, EFRICET2AKROKEFHIZ RV E VD),
UTORIZ.EEOHINL E LD Flz2iE, — >0 0 FAE MR,
HRV R ENTEBEZEEL L THWLIOIH L, JARKHDNERICEEOR SN
TEEFELZEREL L TVDLIRE HEFHICETOREERELTWVD, LNLRR L,
EREITIE, T L0 TN, FEEICBIT S 2003 FE1n D5 2006 4EFE TOER L E
FoErErrRLTWDEEZD,
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2003 4F | 2004 4F | 2005 4F | 2006 4F
1) |7V 7y 18 42 36 65
2) |fEM A E 18 21 22 22
3) |[ET U TIC ko THEER DY . . | 5

W 23 Bl - 7= 14 %k

4) | e R 7o FE A E 1 T 10 35 27 47
5) | Bk 6 5 8 16
6 ) | FEEFECHI T 23 E P A L 7 R ] ; ; q
7)) | ERLHEEK 1 0 0 0
8) | FraFEM P o BHIE &K
9) |FHFTIZE T 2 FEIMMEY | KEFRF T OHEMAEE H 2O R

FHpAEmOPRAELHTHET
OMBMREIIX, 612 » ATH

50

iR 1 HEOEMEEICH T HAARAMP L FRICB T OIEEEOHE

EEFFER IR, BERE LR EEMNMETZ2RET L, MBEHEOFEEE LT
(DFEV REMAMET O OIIEERE 21T 5 BF O HE i L)
tERET D,
FEOERKRE FIs 9,
v, R vIz,

L2722y b,

ABHET2HER L2600, FRIBISSINT 2013 720,

MR 2 WEOFEHICB W TEILHICHEIRZIT O I E (B A OEH o B 1 5% (24
IZ oW T

%)

B ZOHEFIT ENENDED

W E,

(B R RAEF I,

GBI R

BITONTTeDTH D,

46 Z OFFEIL, T DED,

AR

48 ERFFECRBE MR EN RN I EHEEEZE D TR,
BT, EFFEREL LFHREBBREEOM IR REHSA TR TELEZL LD THD (HR 2a

(1S R RENCIE R i DN
W HEESHTHBCHISET 2RHFHFEO ALz KEMOMETPOAFTE T, £k,

BEHLHBTHARN,

L2l b, Frar#Hpricid,
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Ll b —EREELEEEEOKTH S,
4T Fx it Mo TEHAE T (final rejection) | 2. EFFEBR LR &S, Ao EHlAETEEW%RT
Db LML, BEABEIEL., WICWREZTT720,

BAE, BADRFFHEN VD,

PR
(W Z M L2 S EH MM ET 0) FAEIX, BEARAELOER
COFEEIL, FIFERHTOFEIITIME L
(EAEFOMF NI EEMNMNMETOREAEER L) FEEFOMRHE

HHME RSN TR L D) ERFEHOFELEMTH Y,
(EHE., FFHFMEiEH2Er0) BRAFHOBFEAEMFRIZIE IRV, 2006 EOFEKEMFH I MOELY LS
AV VEa—F—Tn s I AahE) EREINDZEEIIETIRKEOHELFA

TADHEFITIT, LHFORRERSTEEENE LN

FAE,. BARMICIE., BRI EFLERERIC

e & BB BT O [




2 T X FEFOERE RPN (Bl X, EERQEREME) 2, thoEHEKO
FHICOE DD TWLI5A, EIkFREZASHEAEVRH D, 2O X5 REEIIE,
WMHEEOFRER#EL (OFD ., KEMOMET O OIZIER T 2 BUF O FH &
) BNEHPTICRMEFERE KT D,

EFFRAMBAE 3B 3. 1) Ihid, #HPE, TofhazFEH T L0 %
B, — R FREEEICLVFERZRET DI LN TE D,

[ & B ik ]
(1) Manual of Patent Practice:
http://www.ipo.gov.uk/patent/p-decisionmaking/p-law/p-law-manual/p-law-
manual-practice.htm
(2) UKIPO Hearings Manual:
http://www.ipo.gov.uk/patent/p-decisionmaking/p-law/p-law-manual/p-law-
manual-hearing.htm
(3) UKIPO Litigation Manual:
http://www.ipo.gov.uk/patent/p-decisionmaking/p-law/p-law-manual/p-law-
manual-litigation.htm
(4) Civil Procedure Rules:
http://www.justice.gov.uk/civil/procrules_fin/menus/rules.htm
(5) Civil Procedure Rules Practice Direction:

http://www.justice.gov.uk/civil/procrules_fin/menus/rules.htm
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[Z2E] % U ZAREAN~DER & 7% (7 30)

(i) Concerning hearing system

(a) Please explain hearing system in cases of conflict of opinions between

applicant and examiner.

What procedures are there before the hearing and after the hearing?

Full details of the procedure before, during and after the hearing are set out in
the following UK Intellectual Property Office (UKIPO) manuals:

@O Manual of Patent Practice - Sections 18.79 — 18.80 and 101;
@ Hearings Manual - Chapter 6; and

@ Litigation Manual - Chapters 4 and 5 (in so far as this applies to

ex parte hearings).

In general, the UKIPO cannot refuse an application without offering the
Applicant opportunity to be heard at a hearing.

Accordingly, a hearing is normally appointed when the UKIPO Examiner and
the Applicant cannot reach an agreement on the allowability of an application.
Ex parte hearings (the type held concerning the allowability of an application)
are normally held at the UKIPO in Newport.

The Applicant’s representative (and the Applicant, if he so wishes) may visit
Newport to attend in person or, alternatively, the hearing may be held by video
conference.

Decisions are not usually provided at the hearing. Instead, the decision is
usually written by the Hearing Officer after the hearing and sent to the
Applicant.

Is it possible to amend specification or claims at the hearing? If it is
possible, are there any restrictions on term and contents for amendments to
the specification or claims in the hearing procedure? Please explain about

the restriction of amendments in the hearing procedure (if any).

Amendment may be made to the specification at the hearing. Such
amendment may be suggested both by the Applicant and/or by the Hearing
Officer (See Part 6.40 — 6.43 of Chapter 6 of the Hearings Manual).
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With reference to restrictions, amendments may not be permitted if they are
not an attempt to address specific objections being discussed at the hearing.
Furthermore, all amendments must meet the usual pre-grant requirements

(that is the amendments must not add matter, they must be clear, etc.).

Please explain the relationship between this hearing and the final refusal of

the application?

This is discussed in Sections 6.41 — 6.62 of the Hearings Manual.

If the Hearing Officer decides that the application cannot be allowed then he
will issue a decision refusing the application.

Alternatively, if the Hearing Officer is persuaded that the application can be
granted, then the application will be remitted back to the Examining Division
to be granted. This grant may be conditional upon the Applicant making
amendments, agreed upon at the hearing, to place the application in an

allowable condition.

What is the number and proportion of hearing cases and other cases without

hearing in one year?

Year Number of New Number of Patent Number of
Applications Filed Granted Hearings
2003 20,064 3,646 25
2004 18,816 3,780 43
2005 17,488 3,751 38
2006 17,484 2,978 83

(b) Please describe users’ evaluation of the hearing system. Are there any

1ssues in hearing system?

There are very few hearings at the UKIPO (see our answer above). However,
this has started to change recently, because many hearings are being held in
relation to applications concerning non-patentable subject-matter (computer

programs, business methods, mathematical methods, etc.). In this type of
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case, it 1s very unusual for an Applicant to be successful at the hearing and
overcome the Examiner’s non-patentable subject-matter objections.
Accordingly, for these types of cases the user’s evaluation is that the hearing is

not a good way to obtain a successful outcome for the Applicant.

(c) Regarding pre-hearing reports from a case examiner to a hearing officer
(DWhat contents are written in the pre-hearing reports?
@How are the reports that the case examiner sends to applicants
different from the pre-hearing reports from a case examiner to a hearing
officer?
@ What can the applicants who receive this report correspond to the
report?
@ Please describe users’ evaluation of these reports. Are there any

1ssues in the reports?

The practice of sending pre-hearing reports from a case Examiner to a Hearing
Officer has been discontinued as a result of comments made by a Court Judge
(See Section 6.33 of the Hearings Manual).

(ii) Concerning appeal to the Patent court

(a) Regarding the period and procedures for filing a notice of appeal and a

written statement setting out the grounds of appeal, please conduct surveys

on the following points.

Full details of the periods and procedures regarding filing a notice of appeal
are set out in the following Patent Office manuals and Court Rules:
@O Hearings Manual - Chapter 7;
@ Litigation Manual - Chapters 6 (In so far as this applies to ex parte
hearings);
@ Civil Procedure Rules - Parts 3 and 52; and
@ Civil Procedure Rules Practice Direction - Part 52.

In what kind of cases extension of term for filing appeal is admitted? How

long is it possible to extend the term?
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Any application to extend the normal period of 28 days for filing an appeal
must be made to the court under Rule 52.6(1) of the Civil Procedure Rules and
Paragraph 5.2 of the Practice Direction Part 52.
There 1s no defined period by which it is possible to extend the term for filing
an appeal and any extension is at the discretion of the Court.
Applications for extension are treated differently depending upon whether:

D the request for extension is filed after the usual 28 days period has

expired; or

@ the request for extension is filed within the usual 28 days period.
In case D, the court will take into account the factors set out in Rule 3.9 of the
Civil Procedure Rules to determine whether an extension is allowable.
In case @), the conditions to be satisfied before an extension will be allowed
are less onerous. However, such an extension is still at the discretion of the
Court.
In both case @ and case @), long extensions of time (that is, several months)

are unlikely to be permitted.

After filing notice of appeal, is it possible to file supplemental documents
setting out the ground of appeal? Until when is it possible to supplement

them?

In accordance with Paragraphs 5.6 and 5.6A of the Practice Direction Part 52,
the notice of appeal and ground of appeal should be filed together, when the
appeal 1s first filed.

Paragraph 5.7 of the Practice Direction Part 52, sets out what an Applicant
must do if it is not possible to file all of the necessary documents when the
appeal 1s first filed.

In particular, the Applicant must give reasons why the document(s) are not
currently available and a reasonable estimate of when the document(s) can be
filed.

The further procedure will then be managed by the Court Judge in accordance
with the Court’s case management powers set out in Rule 3.1 of the Civil

Procedure Rules Part 3.
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Please describe users’ evaluation of the current period for submission of a
notice of appeal and supplemental documents setting out the ground of
appeal (for example, whether or not the current period is sufficient to

consider the propriety of appealing to the Patent court, and whether or not

it is sufficient to prepare an appropriate the ground of appeal).

Professional representatives in the UK are very used to the 28 days period for
preparing and filing an appeal.

It 1s usual practice therefore for the professional representatives to inform the
Applicant of this period before the hearing at the UKIPO. Accordingly, in
many cases the professional representatives and the Applicant will have
discussed whether to file an appeal before the decision is issued by the Hearing
Officer. Under these circumstances, the 28 days period is long enough for the
appeal to be prepared and filed.

However, we believe that the 28 days period does not give the Applicant much
time to decide whether to file an appeal if the Applicant’s decision is delayed
until after the UKIPO decision is issued by the Hearing Officer.

Are there any issues in terms of the current period for submission of a notice
of appeal a written statement setting out the ground of appeal? (For

example, unnecessary appeal action because of the insufficient current

period to consider)

There are no issues under UK law because the statement setting out the

ground of appeal is filed at the same time as the notice of appeal under UK law.

(b) Regarding amendment to the specification or claims in an appeal to the
patent court

In what case does the patent court consent to amend the specification or
claims in an appeal? Are there any restrictions on term and contents for
amendments to the specification or claims in the appeal procedure? Please
explain about the restriction of amendments in the appeal procedure (if

any). Is it possible to amend the specification or claims at filing appeal.
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All amendments are at the discretion of the Court and must be amendments to
address the specific reason why the application was refused by the UKIPO.

If an Applicant is permitted to make an amendment, then the amendment itself
must comply with the provisions of the Patent Act concerning added matter,

clarity, etc.

In terms of the restriction of amendments in the appeal procedure, please
describe users’ evaluation thereof. Also please describe issues relating to the
restriction of amendments in the appeal procedure which are now discussed

(if any).

User’s evaluation is, generally, that the UK Court is not too strict on allowing
amendments and that the Applicant is usually permitted to introduce relevant

amendments.

(c) Regarding the examiner’s participation in appeal

Are there any occasions when the examiner who made final rejection or the
hearing officer of UK patent office participates in appeal? If any, please
explain that. In terms of this procedure, please describe users’ evaluation

thereof. Also please describe issues relating to this procedure which are now

discussed (if any).

In an appeal, the UKIPO is represented by a Barrister. The Barrister is
instructed by the Treasury Solicitor (that is, a Government solicitor acting for
the UKIPO). The Hearing Officer (who refused the application at the UKIPO)
will assist in preparing a brief for the Barrister. However, the Hearing
Officer does not attend the appeal hearing at the Patents Court. Instead, a
representative of the Hearing Officer (such as the Hearing Officer’s assistant

or the UKIPO Examiner) may attend, but is unlikely to participate.

(d)Regarding remand

Although the Patent Court decides the case on its merits in principle, the
Patent Court may reverse the contested decision without itself deciding the

case on its merits in some cases at its discretion. What are the reasons for
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such difference in the handling? What kind of criterion these remand is done

on?

We are not aware of any cases in the UK which have been reversed without the

Patents Court deciding the case on its merits.

Are there any cases where a case is remanded to the patent office actually?
If any, how frequently? What is the number and proportion of the remand

cases and the other cases?

If the Patents Court reaches a decision that a patent application should be
granted, then it will remand the case back to the UKIPO, so that the UKIPO
can carry out the formal steps to grant the patent in accordance with the

Court’s decision. We are not aware of any other circumstances in which cases
are remanded back to the UKIPO.

In practice, it is very unlikely for an appeal to be successful, so the number of
cases which are remanded back to the UKIPO for grant are very low — please

see the table in part (5), below.

How do users evaluate remand to the patent office (for example, users want
more cases to be remanded or want the Patent court to proactively make its

own judgment in its decision)? Moreover, are there any issues in this regard?

If any, what are they?

We are not aware of any issues regarding remand.

(ii1) Concerning divisional application and other system

(a) How do users tactfully use appeal to the patent court and divisional
application depending on the situation? In actual practice, are there any
cases where a divisional application is filed around almost the same time of

filing an appeal? If any, what is the purpose of doing so?

UK law contains a number of provisions which prevent divisional applications

being tactically useful under the circumstances you mention. More
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particularly:

@D A divisional application must be filed before the parent application is
refused. As a result, it is too late to file a divisional application after the
UKIPO has issued a decision refusing the application. Accordingly, it is

not possible to file a divisional at the same time as filing an appeal.

@ A divisional application must be in order for allowance within a time period
of four years and six months (subject to an extension) from the earliest
priority date of the parent application. Accordingly, it is not possible to
keep a divisional application pending indefinitely so that the applicant can

keep his options open.

For the reasons above, divisional applications are rarely employed as useful

tactical tools in the UK.

(b) If there are any other procedures that can be taken in order to obtain
rights for inventions for which a decision of refusal has been issued, in
addition to appeal and divisional application, please introduce the outline of
the procedures and fees required. Please also tell us the choices made
between such systems and other systems by users and the status of use
thereof.

We are not aware of any other procedures.

(c) Is the fee for a divisional application same as the fee for a usual

application? If it is different, please explain about the fee system.

The fees for a divisional application are the same as those for a usual

application.

(iv) Concerning accelerated proceedings in the appeal to the patent court

Is there any system whereby appeals with special circumstances are given

priority for being proceeded earlier than other appeals? If any, please
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introduce the outline thereof based on the following items O to @.

An appeal may be speeded up if the issues to be decided in the case (for
example, an important point of law) are relevant to a number of other cases.
This is discussed in Section 7.13 of the UKIPO Hearings Manual.

(D Procedure for requesting accelerated proceedings (conditions and timing of
requesting and content of request)
The Treasury Solicitor (that is, the Solicitor acting on behalf of the UKIPO)

will approach the Court to request an acceleration of the appeal.

@ Procedure after acceptance of a request for accelerated proceedings
(examples: To what extent are the proceedings accelerated compared to the
period of proceedings for ordinary appeals? Are steps and procedures
different from those for ordinary proceedings adopted in the accelerated
proceedings?)

In accordance with Rule 3.1(2) of Part 3 of the Civil Procedure Rules, the Court

may bring forward the date on which the case is to be heard and use its general

case management powers to accelerate the proceedings.

@ Past record of use of this system by users
The accelerated system is very rare. We are not aware of any users who have

been involved in the accelerated system.

@ Matters which the appellant has to comply with or cooperate for in order to
promptly proceed with the proceedings when using this system

The matters will vary on a case-by-case basis in accordance with the

instructions given by the Court using its case management powers. Typically,

timescales to file documents and evidence may be reduced.

(v) Concerning statistics on appeals to the Patent court

The statistics presented below concerning hearings have been compiled from
Annual Reports of the UKIPO and the lists of hearing decisions which appear
on the UKIPO’s website. The statistics presented below concerning appeals

have been provided by a Hearing Officer at the UKIPO and are unofficial (the
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UKIPO has informed us that they do not have any official statistics concerning
appeals). We have asked the Patents Court for official statistics concerning

appeals but we have not yet received a reply (presumably because of summer
holidays).

Because the statistics below have been compiled from a number of different
sources (as discussed above), there may be some minor inaccuracies in the
statistics. For example, one source may record statistics for the number of
hearings requested in a calendar year, while a different source may record
statistics for the number of hearings that actually took place in a calendar

year.

However, in general, we believe these figures to be representative of the

numbers of hearings and appeals in the UK for the period 2003 to 2006.

2003CY | 2004CY | 2005CY | 2006CY
1) |No. of hearing cases 18 42 36 65
2) | No. of hearing officers 18 21 22 22

3) | No. of cases where the
examiner’s decision was 2 2 1 2

rectified by the hearing

4) | No. of cases where the
. o 10 35 27 47
final rejection was made

5) | No. of cases where a
notice of appeal was 6 5 8 16
submitted

6) | No. of cases where a
written statement
setting out the grounds
of appeal was

supplemented

7) | No. of cases where the
Patent court made a 3 3 7 8

decision
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8) | No. of cases where the
1 0 0 0
Patent court remand
9) |No. of patent judges
10) | Average period of The typical time period between the
proceeding date of the UKIPO decision refusing

an application and the date of the
written decision of the Patents Court
concerning the appeal 1s 6 to 12

months

Row 1: Our entry for the number of hearings is calculated as the number of
hearings that took place in each year in relation to substantive issues (such as
novelty, inventive step and excluded matter, etc.) and not other formal matters
(such as inventorship, supplementary protection certificates, etc). The
increase in the number of hearings in 2006 compared to other years is due to
the large number of applications and hearings concerning excluded

subject-matter (business methods, computer programs, etc.).

Row 2: The number of hearing officers has been calculated as the number of

different hearing officers who took part in at least one hearing in that year.

Row 4: We have interpreted “final rejection” to mean a rejection which came
into force without an appeal. The Hearing Officer will always come to a
decision. Accordingly, the figures in row 4 do not include decisions that were

appealed.

Row 6: We have not entered any figures for the number of cases where a
written statement setting out the grounds of appeal was supplemented, since
the notice of appeal and ground of appeal should be filed together when the

appeal is first filed (please see our answer to question 2a).
Row 9: The UKIPO could not provide the statistics for the number of Patent

Judges for the required years, and we have not heard from the Patents Court

about this matter. However, there are currently five Patent Judges.
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We will refer in our answers to the following documents, which can be accessed
by pressing the Ctrl key and clicking on the document names below, or using
the corresponding internet addresses after the document names.

(1) Manual of Patent Practice:

http://www.ipo.gov.uk/patent/p-decisionmaking/p-law/p-law-manual/p-law-ma

nual-practice.htm
(2) UKIPO Hearings Manual:

http://www.ipo.gov.uk/patent/p-decisionmaking/p-law/p-law-manual/p-law-ma

nual-hearing.htm
(3) UKIPO Litigation Manual:

http://www.ipo.gov.uk/patent/p-decisionmaking/p-law/p-law-manual/p-law-ma

nual-litigation.htm
(4) Civil Procedure Rules:

http://www.justice.gov.uk/civil/procrules fin/menus/rules.htm

(5) Civil Procedure Rules Practice Direction:

http://www.justice.gov.uk/civil/procrules fin/menus/rules.htm
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