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18

“During patent examination, the pending claims must be “given their broadest reasonable interpretation
consistent with the specification.” The Federal Circuit’ s en banc decision in Phillips v. AWH Corp., 415
F.3d 1303, 1316, 75 USPQ2d 1321, 1329 (Fed. Cir. 2005) expressly recognized that the USPTO employs the
“broadest reasonable interpretation” standard”
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19 “The Patent and Trademark Office ( “PTO” )determines the scope of claims in patent applications not

solely on the basis of the claim language, but upon giving claims their broadest reasonable construction
“in light of the specification as it would be interpreted by one of ordinary skill in the art.” [In re Am
Acad. of Sci. Tech. Ctr., 367 F.3d 1359, 1364[, 70 USPQ2d 1827, 1830] (Fed. Cir. 2004). ”
2 “The broadest reasonable interpretation does not mean the broadest possible interpretation. Rather, the
meaning given to a claim term must be consistent with the ordinary and customary meaning of the term
(unless the term has been given a special definition in the specification), and must be consistent with
the use of the claim term in the specification and drawing. Further, the broadest reasonable
interpretation of the claims must be consistent with the interpretation that those skilled in the art
would reach. In re Cortright, 165 F.3d 1353, 1359, 49 USPQ2d 1464, 1468 (Fed. Cir. 1999)”
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ThoT, —HDOTr—Z2AONHNZIGIHES N DY Z BN L 72\ K 5 18T D72 D22k 3
Dy —RZdHDH, Wi —A, | ThHEHIZBWT, USPTO DFEETIE, o007 —
A% —8n CREA L CRBARTRRIC L2 — A Th > T, WIEnho s — 20NN SR
WD, Wi —A, | BRI G SR Z W T, 102 5 (b) OFEAEHH 4 8%
L7ce 2OZEnn, USPTO OHFEATIE, [—HOr—AORNMANIIGN S LD ¥ 2 B L

2 “ [Alpparatus claims cover what a device 7s, not what a device does.” Hewlett—Packard Co. v. Bausch &
Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990) (emphasis in original). A claim
containing a “recitation with respect to the manner in which a claimed apparatus is intended to be
employed does not differentiate the claimed apparatus from a prior art apparatus’ if theprior art
apparatus teaches all the structural limitations of the claim. Ex parte Masham 2 USPQ2d 1647 (Bd. Pat.
App. & Inter. 1987)”
2 “Claim scope is not limited by claim language that suggests or makes optional but does not require
steps to be performed, or by claim language that does not limit a claim to a particular structure. However
examples of claim language, although not exhaustive, that may raise a question as to the limiting effect
of the language in a claim are:

(A) “adapted to” or “adapted for” clauses;

(B) “wherein” clauses; and

(C)  “whereby” clauses
The determination of whether each of these clauses is a limitation in a claim depends on the specific
facts of the case.”
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BRNE DT DD & FEHE T ZBERERI LS ThH H & LT, FRMEOHIMTIZ I
TARFERPI OB L CTEERZBORP-2TmbDEEZLND,

LU 5, JPO OFEIZBWTIX, ARFEFHEBIZE T D [—HO 7 — 20 NANZIH
SNOMEBERL L2 NK DI2T 57200 EWIHEaE. WEBER L2 WL 1295
BRer A3 5 18K OMELIRETLINELMRT L2 EHETHLEEX DD,
Z LT, BRI, 7 — A DZEEDNY Z BT L 72V K 2 12T 2 ERIZ OV TR
LR E 72, IHIT, YHREENZEDO LD BREREE R ITHETL RV LITEARD
&, USPTO 28 102 55 (b) DIEFEERH ORI & U 7= 51 HSTERE FVT, ARERS I O #rsi ik
ERETDHZEEFHLWNEEZBND,

it & LT, EmEEHFENG T HEE%L [configured to] LA FIZRE#H L7=7E
s DO FHZFB T, USPTO OFEA TIE, Tconfigured to) LU FDFE#kiX, AN 7RMRE
TiE72vY (non—positive limitation) & LT, EDOHO 2 AR RHAORHMRER L L TR
ERT, AR L3RR MEEEZ A T 2 EBMER N FEZE X 2B SRS
SR STHERZ VT, 102 55 (b) OFEMEEER2NEE S - FFI & o Tz,

Fo. FERIC, BEMETEDE T 280E% lconfigured to) LLTFIZFREL L 72 HifEAL
HAEBEBOEHTH, ZDO XD RERDBPANRIRE TRV E STV,

(2)  SBIHEHOBEICONT

GIAFEHOREIZOWT, JPO OFELMEIZIT, UTO LIRS TV,

CTEEREIL, AITHMETIERICESE FIARAZRT IS, (FEXER I #HE 2 FF
3EII3. FIRARADREISR)

CTRT#HICERBINAZRA I, TUTHICEREH SN COLFRARPTUTHICERBIN TNLICEL
WFENLBBEINLRALN), FEEIL INLDOFENLIBEINLSR AL, TUTHITERS
N7ERIAYLTRET S, FIITHICERINTOSIZELWFHRLL, FIITHICERBEINTNEFIR
DORRBRDOBRFICHIT2EMEBEEBTHIUICL)EXBENEIHELFHZ),

FEEE FITHICEIEIN VS FHRPRBRINTWSICE L WFENLY EBENEETS

CUNTELWHBALZIFIABRAILT LN TERN, ZDLIWR AL, TTITHICERBINERE

BHIZIZVWZ WL THD, I(BEXEE IFE 2FS 3 & 3NIT(DBARINALTUITHIZER

SNFFACE29RXF 1 BFE 3 5)I5K)

—J7, USPTO @ MPEP [ZIZLA F D L 5 IZFed S AT 5,
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- TRATEMOFIFlDBAFE, BT E (implicit) . 7 7 89 (inherent) 0 BASR I, #FFF7ZE % 102 &£ X
%103 &RICLL7L—LDBERICBENURRINE LI (MPEP § 2112 8 2 /377 77)%,

CTEHEENBARFICZOBEGRTEZABRL OV AETHLIZLIIREL W, B, TEZRENR
MAETEMFNIFIOFICEE LBAEWNCSINTNSEETTLN, Schering Corp. v.Geneva
Pharm.inc.,339 F.3d 1373, 1377, 67 USPQ2d 1664, 1668 (Fed. Cir. 2003) (B A BIIZH R EN LWL TS
HICid, REBRMOERFIZLLZRBELBYT AL\ EHRDIER, R, BEGRFELHA
LT 57200, REBZBI NLDERARICETLEFIRIES DFFT)I(MPEP § 2112 1l
F137777)%

CTATEDRR IR ENEITEM BV TENLE I FET LT REENHLLVIFERIL, 20
R NI N B EORE THLIY R I IET SHI2IE T+ T\, I re Rijckaert,
9F.3d 1531, 1534,28 USPQ2d 1955, 1957 (Fed. Cir. 1993)J(MPEP § 2112 V.5 1 /X5 7°57)%®

TREREDERIKRRTLIZH->T FEEIR FERV/ UTEMERBIZE N
BAEBTHLLINDHEMEIL, LRI, ZDBRAINZRITEMOBOTARICH R T HL0F ¥
PEEBEICERITRINITL ST, JEx parte Levy, 17 USPQ2d 1461, 1464 (Bd.Pat. App. &
Inter.1990) 1 (MPEP § 2112 V. % 2 /X575 7)%

TR ERTIIHBAIL, SITEMTOBBIIHBANL— L3758 &0 EzLTLEE L
BEGIZELTONVDWIYDIERZROLIYNTEL, BFFFEE 102 FICEHTHEOFHEIC
LBERTHLIL, FFEFESE 103 FKICEHN[—ROBARINILLERTHLIY, INLEE T
HBIRFTHEIY, ZDILER AR —THSI(MPEP § 2112V. & 1 /357 57)7

ZD X DT, USPTO DA Tik, HKEFHFFFE 102 & GIrlME) 12K\ T, FRELE
o DA SATHAN SCER T OB FFBHIC W, HRAD, BORA) (implicit) . MUK
K (inherent) (EFEFIERINTIE NEERN) Eit#) BRI Z LT, %

% “The express, implicit, and inherent disclosures of a prior art reference may be relied upon in the
rejection of claims under 35 U.S.C. 102 or 103.”
2 “There is no requirement that a person of ordinary skill in the art would have recognized the inherent
disclosure at the time of invention, but only that the subject matter is in fact inherent in the prior art
reference. Schering Corp. v. Geneva Pharm. Inc., 339 F.3d 1373, 1377, 67 USPQ2d 1664, 1668 (Fed. Cir. 2003)
(rejecting the contention that inherent anticipation requires recognition by a person of ordinary skill in
the art before the critical date and allowing expert testimony with respect to post—critical date clinical
trials to show inherency)
% “The fact that a certain result or characteristic may occur or be present in the prior art is not
sufficient to establish the inherency of that result or characteristic. In re Rijckaert, 9 F.3d 1531, 1534
28 USPQ2d 1955, 1957 (Fed. Cir. 1993)”
% “In relying upon the theory of inherency, the examiner must provide a basis in fact and/or technical
reasoning to reasonably support the determination that the allegedly inherent characteristic necessarily
flows from the teachings of the applied prior art.” Ex parte Levy, 17 USPQ2d1461, 1464 (Bd. Pat. App. &
Inter. 1990)
2 “[T]he PTO can require an applicant to prove that the prior art products do not necessarily or
inherently possess the characteristics of his [or her] claimed product. Whether the rejection is based on
‘inherency’ wunder 35 U.S.C. 102. On ‘prima facie obviousness’ under U.S.C. 103. Jointly or
alternatively, the burden of proof is the same.”
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R DT DI04 72 0 ASKAFHYE (inherent feature) Z/Nd BRI TRz e L7z
e, COARFEME (inherent feature) M ET DM XITFEL 22 ~T 55T GE
PR R 1L, AR S Z EATHEH STV D,

WRFFFT L — ALE - 2 EHEZ A LTV D b oo, o FEFICKT 525K
YD MG 7z > TTHEN LT WREAH L &b b,

Bl zIX, KO RKED FEDIEMMR X 25 0RETH-> T, ZOHRX OEEK
DN LT T A —H2P3 A, BRONC THY, MK X 25 OWE T X — 2 )
EXOF THHEN, | OFEFICIBWT, USPTO DEETIE. HEDLEYWHEK X 28
Tl CTH o T, TOWER X OBEOMSE L=t T A —2BnZENE A, B LN C T
bHoHHE, | DR SN AR (2L, MR X 2GR OYE T XA —X E K
FAZOWTIEREHEZR L, ) ITEDSWT, 102 & (b) OEMBEBZEE Lz, £ DR,
USPTO %, BT A —4 E KO F B35 HSCHERIZIB W THRAIZB R ST
ZEERDT LT, SIAEHOMME T A—% A, B KO C OBUEEFAN, ARFEFEF O
PEXT A —%2 A B LK C OFMEFHIHEZ SO TH LN, HiliFiEkslEz s &, 5l
FZEIIIARERA L A UM B R OREEZBR LTS ERBE L, T A2BH & L COARRESR
oY NT A —42 E KON FIZOWTIL, SIHBHOA KRR (inherent feature) T
b5 Ll L, SEREERAE GEUE SR 2 HBE AR L7,

L L7236, JP0 OFEICENTIX, LTOX>RHET 20D EEZ NS, B
PERT A —X B, ARFEHMECBON TN ST A—% A L B I8 0 HIfH T 2 8030
FEENTWD EZ A, BIHBHOMIME T A —% A, B OB, AFEIHOY M
TA—=H A, B OKEHEESLLOTHDLD, SIHBHICBIT2WME T A -4 E §
KRR & [AER O BUEHLFR 2 MR E e b o L Bbind, L LR s, AEIFMEC
%, REE R T HT- OO FEE L THAOHEZSRAT 2 Z EnPRINTEBY . AR
DOFEREITIT, EOREEITKIGE LTeME T A —4% F OBE&EE N GLEH I TWD & 2
AL BIHSCERICIZZ OE R KR EZBRHA L2 W2 ERRBEIN TN D720, SIHFIIZET
LWME T A —H F N, RFEERBHOYNE T A —4 F LA C#EE T 2 ZR ML,
USPTO 7% 102 & (b) OEMEH ORI E L=5I SR E VT, AFEFRHOHHRME 2
ETHIEEFHELWEEZLND,

Fo, FEEOER E LT, AFEOFEREN, THEEC 2 B XY) OFEEEE2HT
HEGTH-T, Y BOZNENMSL LIz T A—228 6, HL T KOV ] ThHH
i | DOFEBNTIBVNT, USPTO OFAETIE, THEMREIZ 2 B X Y) OFEHEEEzHT

_16_




L TH-T, Y BOWHE AT A—23 ¢ ThrHM, | Niidshzsl ek (7272
L. YEOWMHEATF A= H, I KO JICOWTITR#AR L, ) 2T, 1024 (b) @
fEAEF R 2 EE L7, £ OBR, SIASERTIE, N7 A =2 H T XY JIFBRS TV
WHDD, NT A =X G OEEFBHNER > T2 &R0, Y BEEMT S 720 DAY
IZEENDERSA Y ~—K DARFBERPLSIHBPATH L THL Z L 4B E LT, o
W R A —%2 H, T KX JIZOWTIX, 5l HRHOAKRFEE: (inherent feature) T
b5 Ll L, SERERA T GEIUE R 2 HBEA SRR L7,

L22L723 6, JP0 OFEICEWTIX, LTI RHMAETL2b0EEZ 6N, K
FABNE S O HSCEIRIC R S VT W A FE a2 2B+ 5 &L Y BEEET 5 72O Ok
MT ORI ~v—KDOEAEREITZWTIS 50 &L T THY, RV ~—K LSMNEE DM
B 50 BEMU LA S, S 52 OEBOMOILAEY DG Dl /3 1T
FTHEHRS>TWD, LEED->T, AEFEHEGIHEHE TRIZRY v—K BZ2<FALTH
HELTYH, MM EERORSHERB 2D Z EPRHALNTHLND, BIHEHO Y @D
MPE T A —%2 H, T KOV J 2, AKFEFRAOZNG LR CEEFEHE 2 A 7 2 ZARMILK
W, F7o, ARFEFMECBW T ASRT A= 6, H, T KOV ] DEWCEEL KIFT
(TZbbWTNNEFIEIT S Z & THONRT A—2 bl sis, ) RIFHRLRES
INTWRWZ &5, USPTO 28 102 £ (b) OEAEELHE ORHIL & L 725 k2 v
T, AEFEHAOFRMELRETHZ LT LW EBZ 2 b5,

(3)  FERICENT 2 L EbNDFHEIZDOWNT

AR L2l o dicid, W OIS R oARES, EAOMEICER L2
DO TIE7e <, BN (FnsCoaR) ([CER L7286 DO Th A afREMEN E W & i 5 F41 25k 24
BRI 6T,

- FRRAETE CRUET DHGEO BN —H L T\ Z &2 Y . ZHIUCFE - TARE
DFEREIRDFEHOHHANLE D> T LE o 7R, Bz kgl &S, 102 &
(b) DEIEZIF = ReENH D & & 2 b= EH,
> Bl zIE, T DM LMo &R Licikig) Z28ERT 288 DIRRE) ITxbE

THHFEL LT “in XXX state” ZfWV=& 2 A, “state” j%ﬂi-lﬁviw@ﬁ
EOWE O (RRE) LRTHIETH D Z L2v5, USPTO OFEAE 2355 KRIEIZ,R D
FHONEEE L HECTX enoT- L Bbn b 5E%,

B “in XXX state” ORFEZLE L TIE., “in XXX manner” DX HIRFHOFHANEZ NS,
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> Fo. [ HDEM MO & NEBATRRICES SN TS Z &) ZFERT 5B
[ERLAIRE ] X A HEE S L Cfittable and removable” ZHW\W/= & 2 A,
USPTO D3R M ih KB DI ONEZ IE LS B TE R oo & Bbiv b

AN29
=

o

> bz, THHEMEMOEMAmET 22 &) 2RI DRI w51 12kt
g HHGEE LT, “confront” ZM\W=& Z A, “confront” (ZMEIZ GHL3 5
ZWI2) BHET I EREEZRTHETH L Z &6, USPTO DFAE 23HRKIEIZ
BROEHONELZIEL BETE oo b 256",

AR BT AARER X AT OEFER LD, MEd S L <IFER LS5 W0E
AL R o T LE TR, USPTO AT 2V RIEICLR 2 A DA & F /0 iy £ 713k
HNCERMES 5 Z L3 TE T, OB FE—b L ITHEEOSHERZ 5 LT, 102 5

(b) Dz LIZmREMD O D &5 2 b3,

OKEOERER R 7 L — A RUTKHE L TR oo, HaEAE—b L < 13388l
DXLk ZSIH LT, 102 5 (b) OFEMEEHB Z@E % L2 RN H 5 & & 2 bt F:4l,
> 21X, Element-by-Element Style (fEpZEfFFZEM) HIxPIn L TW o 723
G0, TUT TV ERIKER AL SITA] (transitional phrase) & L CHWS
N5 &DE“comprising” LM L TWHE R L,

- AFEFEH OB O —E . BRRICHAW=CE (Bl x X, “by using” . “are
formed” %) 2k FaX 7 k(- a2l LTHRESNT- R, MREMLE L
TEEINTICHEHARRE SN AREERH Y . TORELE L T1025 (b) OEHEEE
DA EIA 72 7= 5,

¥, FRRICEIR L721025c (b) OEMEEHROFIZIE, FEsAHICBET 2 (1125528
777 70) {EEEH S TEIM SN, E B SN,

3. HBEANOLREINDHBEADIGE

A S AU AERE P 2 BEH T 2 720 O BRI R GRS, £ b 2 bR BB A EE S h

2 “fittable and removable” DfUEZLE L L TiX, “detachably attached” DX I BREFHOFEANEZ HND,
0 “confront” DOFIERZEL LTI, “face” OLIHIRKHROFEHANEZEZ LN,
L — DOREE AR D L ST U CRR T D ik

MAE BAIR TG 2 iR OKIERFRFIIMIE OMERL & WA ES ] 42 B (M EE NS ERRA S, 2014 ) 2
i
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RNESNCTHTOD 7 b— NPHMESFE OFLEIC W TR, A - RELANIZENR TN
il % DR T2 2 TR ARED L, B E T OMERHEHNGEOND X OB RSty
HEZATHD, T LTEDIRED I, UR2N O IET HHEERTFET R, @
BORNEZTEOEEFEEHELXTUTHO>IRETHDLIHLOO, AR LEOMBERIZHBEANIZE 5T
EBBEFLTHIENTELLOTHDL EEDND,

Z 2T, WRPPHHFESO:IZ DWW T, USPTOCOBEBICB W TR DA 7 4 AT 7 21
VCHTHME R O fEAEER R AN @A S 7otk YRGB R A AR E D L D ITINE T S
ZETHH LIZD), TOREEFE L, £ LT, ZOME/KRNO, Lie (2.
TEEEOEROERUL ] CTE L OB ED L ) RIEENEBE I TbNT=0M, -, £
BRCATONTZISE LM ED X D RISENFHE TH - T2 O 21T - 7,

ARETIX, BFRE 2. JkrTstoZR ORI ) TR\ EIc, ERICR Ik
INEEEOREFHOMEL & HIZHP L LT, H =K ThIrEBENOIRESINTINE L
AT %,

(1)  AEEHDOBEICSNT

p={11}

(1) FARR7 b— AR

R T2, HWr st ZK ORI L] (2 TR X 512, USPTOORAIZB T, A
FEFHZ b IA< AP fEIR ) (broadest reasonable interpretation) (23T
WEL, ZOBICIE, 7 L—LDOMGEEZ Y ERITL Y YHEAGEICE 2 b BEFE DO
B2 ERE BT DL ITINT DL L bic, HIZZ L—LADXFIZE S DAR LT
PUEFRIZEI VRSN DETHA D KO ICHMEICRS LTl &b /s AR R E 2
L—AZEZ T, FEFHEO 7 L—AO®EBEEZRET 22 LasnTnd, £ LT, FEE
(A ST R A E A A CTA D L, USPTOREE NRE LI-RiFHED 7 L — L4
OFPHIT, LIEULIFHBEAO THIZB X CTAS BRI TWAHEERH 5,

2O W o T B HIME R OB A fRTE T A 720, HBEANIBL T O L 9 RIRE %7
LEENH D,

- BRR S 7 HRE CEHLEE) (RN LT, USPTOREAE D7 L — ADHPHOFRIEN ., A
HMEICBWTER L7ZFEAAD b DO b ETe b D Lo TR, ARRIEH &34 R
D FEDBR S5 SRz FWCHEMEE 2 @ S iz, ZO%EICBW T, M
NITH S5 HSCHRICRER SN TWRW ALY L— LIZIRET 5 2 & THIHICH E D
AR R L7,

TR DT THAREM DEEBL ATRE ] TH DR SN 7 L—LIZB N T,
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Al DN TN L0 RN EFE LT 5G R S B L5 5 (B9~ 5 2 & 3ARH]
RECIX7Z2\Y) CUSPTORAE MWHME LK R., 7 L — 2 O#iIHANE RS T, AFE
FEO LT < B DMIE N BR STl STk 2 W CHEMBE R 28 B S iz, 20y
BB T, HBENTEAM R L OB 25 G FB L W 9 B S 225 I SCHRIZ I ERE#H S
AVTWRWERICIRE T 5 2 & THIH SR & D22 A2 (b LT,

Fo. ERROMICHBEANERYSEDIGEE LT, BROEBESENOLUTO X ) RIEE
bHIREINT,
- USPTOFEE DNAFEIMEICS W TER LgHA O L 02 E T LR LXK 9 7 A
REO(EHEE) A®IRLC, MiEET5HZ L,
[OOT % Z ENTHE) E WO REAZ AT 7D ORIE EOR M A 7 L —AIZIBRE L
T, 7 bL—LOHfMEZ AT D Z &,

(i)  BERE. FMEFZ MW THEREL L O LT 5RENH L58 DRIADRE

BEC T2, Bt O ZER AR IZ TR L 512, USPTO OFEITHB VT, #
RERY LS AR O—H & U CH AR ZBET HERIC, MK EIE7 L —
LERE LW EHB SN D%, E DD D,

O W o TEHTHIME R N OFEREER R A fEE T D 720l HBENIZEL T O X 9 RS E &+
L5a0nEH 5,

c 7 L—LERIR LN EHB END RN E o BEDOLEEZMHEHTHZLEICLD, Y
L EUBEOFTHIZ Y L— L& HIBR L2V L USPTORA B 3 HIbr L7- #5845 LS
Bl Rk S o ppk 2 <A SR WS FSCE CHEMBE B @A S v, ZOLAICE
WT, HEEAIZZ D7 L= ZHIR LRV EHESNDFR E R ED LS 2L
BT HMEZTHZ &L, 7L —2%HRLARVWIETHD &9 B A USPTOR
HEICEZ SE20nWE STl

« J L —AIZBWT, HDEM O EFEREDO T FNFEEH SN TV DEEEIT, T OEREN
LEFZ U— L ZHIR L7 EUSPTORAEE 2 HI L7-fER, 7 L—2alZiifliahTn
DRERCD B % 9 2 M D3 FeE S 7o 5 3G CHEREE R Sl En S iz, 2 O%REIC
BWT, HEANIZOEEZER LGOI E 7 L—LIBNT 5 2 & Tl H3HR &
DA Z WL LT,
T/, LRROMICHBEANRYEDIEE L LT, BROEBEENOLUTO X S RIGE D

RINT,
- FEHRMIEZ SIS, SIS E OFEWAHETH 5 7 L— ORI EHEEICE S
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HTT, TEIImT A L,
- HERE A R LIS DA 7 L — MBI A BRI, BIHSCHRE oEWCER LT, 51
SCHERIZIEBI R SN TV R WE R DA Z I BINT 5 X ) RiEA2 35 Z &,

Wi

(2)  BIAFEHEOREIZOWNT

=

L T2, HWr st ZHK ORI L] (2 TR X 512, USPTOORAIZB VT, K
ERFHE 10252 CHTHME) (I2EESWT, FERIEZ T 2356, SBATEWSCGRF o 51 %
Bz SWT, BIREy, BUREY, ROAKRY (inherent) ZeBH-RICIKILT 52 LN T,
USPTOSE &' 2N EME T D12 72 0 ASKAYHFYE (inherent feature) %79 ¥R IXFEHLE
R LGS, ZFOAREEREM (inherent feature) Z G ET AFRH XILiFlZ#ERrT 5
=2 GERUEHEME) 13, HBEAICE L Z LA nTnd,

O W o TEHTHIME R N OFEREER R A fEE T D 720l HBENIZEL T O X 9 RS E &+
LEEND D,

s BEDORT A =X OFEFEHNEEH S NTZZ L—AIZx LT, TO—FDRT A —=HD

BB O 2 03B R S L7 5| FSCHER A WV CHEAEER R 2% s En S v T,

ZOHE, HAHEFICB T, HEATZ L— 2 ONEE FEMICEFEEFIIF]
BRE DEBRENGET HICHT-Y ., E5EY (declaration) Z4gH L CERT — & 2R
Z L THIHASHRE DFERAESIREL T2,

F7-. BIOEFICB T, HEEAZYZ L—AICR# S5 35 2 — X Ol % 8|
FASCHR & A L7 WIS 5 L7z,

F7-. FEROMICHBEANRRDELIEEE LT, BROEBEBEENOUTO L I RIEES
"RINT-,
G H LR o TNBNRT A—Z OFEFI & 1T B BREAZBIML T, SIHCEE D
ER AT D,
(3)  FIRRICERT S & EbNDHEIZOWNT

FED T2, MR OER ORI | 1Tl X 91, JPO L USPTOD [ 4 1 T o

POKERFE 25 Kk HERIRDLIESH
RIS 1,132 AU RGR 2 BT 2 EE A ENIESH

HIFBE U BB ISR DT OMNND 7 L—ABME SN D 0, Binneie Shi-
DIRNFEHICESW TR 27208 SN DT, AEICESS EEEUIES
Wy,

Ald. B\ I ER M ED
FIZE B BOTRITNIE B
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HIWAE R OMEN, EHOMEICER Lzt o Tl <, B FisCaR) IR Lz
DT HA[EEER W & b 2 FHI YR Z T b,

Z O W o T B HIME R OB R A fRTE T A 720, HBEANIBL T O L 9 RIRE %7
LSEENH D,

- FUERAT# THRIGT D HFBEOBERN —FH L TR o722 STk v . 2> TARE
DFERBENARDFEFADOHPANLE D> T L o7/ B, AR & 134 < B pHEN
B/ U725 STk 2 D CHEREER B 3 @ S iz,
> ZOYA. HOEFICENTIE, HBEATY L— A ZHIBR L CHEMELE % [BhEE L 72,
> F72. BIOFEFNZIBWCIE, HFEAIZUSPTOR A E 23 st ik A O HEF B B 238\ T

R LT REL (BEHEE) BV ICHIEEIT o7,

ARV ZITNEM R AAER XA EOEFER LD, FEld L ITEEL S H VR
Lo T LE TR, USPTOR AR 235 KIEITER DI DN & 5B E 72 132K
PICERT 2 Z LN TET, Mo BAE—b L <IZEBLO 5| Uik E v CHE R
H 2% @A S 7z,
> ZO%E, HOFEFICBWTIER, HBEAIEA & B a—%%E L CUSPTOEAE IZ
FEHONELZWALIZZ LIZE o T, MET_REHELFFEL, BRE L THR/DER
DFIEZEITO T LM TE T,

> Eo. BOFEFIZIBNTL, HBEANZTZ 7 —A N7 7 v avraxidcfk, fibxt
FTICEREBICB W TR E R A2 TET D O AR CTHEFNE 2 A 7243, USPTO%E
BEITHBEANTELZARILZ L—AICRRE#ERN W E LTHEL 7 A AT 7 V3
VEBHLE, ThEZTC, HEATEELENEEZZ L—AIZBRRT SHMiEE
177,

F7/o. EROMICHFBEARRYSDEE L LT, BROEBEENSUTO X S RIGE DL

ERINT,

- HER SRR GEEEE) ICERLTZ L—L20HEANERE 2o TWAHEAIE, XY
HARM R RBICHIEL, 7 L—A20#EANAS BRI Z2VWE ST D, £2E,
AT 4TI HON G TWS HEE GEHEE) ICZEH L, USPTOSR AR 2 aH=RIAIC
RAHFEHONEZE L ERTEXH L5127 5,

c HHAHE LAY TR SNEFEAICBW T, EPIEEREHAEICSIST AMIEEZTT 9,
- FIRREI#% C, 7 L— A OHIHN R > T L E o 7oAl RetE 2 et %,

s F T4 AT g SET AR, 7 L — LADOFEELS| A SCER D FE LT DV TUSPTO
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Wherein (% Z T)J KT IWhereby (Ziz k- T) | #i [R-07.2015]
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2173.05(g)  HRBREMIFRZE [R-07.2015]
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2 [R-08.2015]1%. EHTOUEDS, Ninth Edition, Revision 07 (20154E 11 H) T. [R-08.2012]1%. EFOLEN
Eighth edition, Rev. 8 (201247 H) TR ENZETH D,

_71_



AKEOMLIE, TRXTEEBRRTHY . FRBBMERE D U TERR L7z, FRR3CHR
(CBBIGRPAFAE LR WDER I OW TR, FBRICTRERZER L., (QROFHFERIC
FOBEREE [ ] TRL. HlEEETRY, )

O

Yrar)T  SMEPEEM PEMESI G R BB R

KIE FFFEAMEES 2100 FHRFE S8R (201047 H)

https://www. jpo. go. jp/shiryou/s_sonota/fips/pdf/us/shinsa_binran2100. pdf

)

SRR 24 AFFERFRT T PE SE A PEME T BE RTEERR A AT 2T TRFFIE I 1 5 7 b — AR B
T ORENEEREE] 149-192 B (— MM EIE NI PERTZET, 2013 4£ 2 H)
http://www. jpo. go. jp/shiryou/toushin/chousa/pdf/zaisanken/2012_09. pdf

_72_



2111 Claim Interpretation; Broadest Reasonable Interpretation [R-07.2015]
2111 7 L—A0R ; &b IE< SEARFR

CLAIMS MUST BE GIVEN THEIR BROADEST REASONABLE INTERPRETATION IN LIGHT OF THE
SPECIFICATION

7 L—AiX, BIEZZRBR LT, ZoD0KRLIAL FEMBRERI 232 TiEkb
VAR

During patent examination, the pending claims must be “given their broadest
reasonable interpretation consistent with the specification.” The Federal
Circuit’ s en banc decision in Phillips v. AWH Corp., 415 F.3d 1303, 1316, 75
USPQ2d 1321, 1329 (Fed. Cir. 2005) expressly recognized that the USPTO employs
the “broadest reasonable interpretation” standard:

Fargat, RETO7 b—2% THfEE —H3 2210 0& bR GEBVRMER] 23
SN TR B 7R, EFRK R PERR ] T 0 RIEEOHIPR Phillips v. AWH Corp.,

415 F.3d1303, 75 USPQ2d 1321 (Fed. Cir. 2005) 28T, KERFFFREITIZ b IA<
BRI BRIV D 2 L AW RRICHERR LTz

The Patent and Trademark Office ( “PTO” ) determines the scope of claims in
patent applications not solely on the basis of the claim language, but upon
giving claims their broadest reasonable construction “in light of the
specification as it would be interpreted by one of ordinary skill in the art.”
In re Am. Acad. of Sci. Tech. Ctr., 367 F.3d 1359, 1364[, 70 USPQ2d 1827, 1830]
(Fed. Cir. 2004). Indeed, the rules of the PTO require that application claims
must “conform to the invention as set forth in the remainder of the
specification and the terms and phrases used in the claims must find clear
support or antecedent basis in the description so that the meaning of the terms
in the claims may be ascertainable by reference to the description.” 37

CFR 1.75(d) (1).

FraPpits T (LU R, TPTO) &9, )id, HIZZ L—ADXEITHESS DAHR LT 1%
FIZXVBREINDTHA D LOICHMEICHRS LT &b SERERE 7 L — A
W25 2T, B O 7 U — A O#iPH =¥ E T 5, In re Am. Acad. of Sci. Tech. Ctr.,
367 F.3d 1359, 1364[, 70USPQ2d 1827] (Fed. Cir. 2004), SEEXZ. Frarpits/T O#ANIZ,
HREZ L— 503 TS O H3 ISRl S N8 M L —H L TERLT, o, 7
L—AZBWTHERA SN HEELURBUL, 7 L—20HFOHFEOEWRNIEHOMAE S
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BT HZLICL o THERTE D L 91T, FEBHOFBH O IR 22 34T 1 S TR L Z /L
HEBHEDOTRITIE R H70n] Z L Z2RDTWBD, 37CFR 1.75(d) (1).

See also In re Suitco Surface, Inc., 603 F.3d 1255, 1259, 94 USPQ2d 1640, 1643
(Fed. Cir. 2010); In re Hyatt, 211 F.3d 1367, 1372, 54 USPQ2d 1664, 1667 (Fed.
Cir. 2000).

In re Suitco Surface, Inc., 603 F.3d 1255, 1259, 94 USPQ2d 1640, 1643 (Fed. Cir.

2010); In re Hyatt, 211 F.3d 1367, 1372,54 USPQ2d 1664, 1667 (Fed. Cir. 2000) H %
M,
Patented claims are not given the broadest reasonable interpretation during
court proceedings involving infringement and validity, and can be interpreted
based on a fully developed prosecution record. In contrast, an examiner must
construe claim terms in the broadest reasonable manner during prosecution as is
reasonably allowed in an effort to establish a clear record of what applicant
intends to claim. Thus, the Office does not interpret claims in the same manner
as the courts. /In re Morris, 127 F.3d 1048, 1054, 44 USPQ2d 1023, 1028 (Fed.

Cir. 1997); In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 1320, 1321-22 (Fed.

Cir. 1989).

RELOEIMEICEET 2FFAFRICB VT, &b /A< BB RERITRETF 7 L— A2
Hzond | +oCER LIEFEABRRORBRICESHTIRT 52 N”TE D, ZhicxH
LCHEADBRIZHNT, FAEIL, HEARZ L—A L LD T 5NEL U FET
D720, BIKSBEINCT L— L2 OMFEZHRT L& ThH D, ZOX DI, KFares
BITIC R D7 b — MFERIIECHIFTIC L D5 b D & [[ U TIERV, In re Morris, 127
F.3d 1048, 1054, 44 USPQ2d 1023, 1028 (Fed. Cir. 1997); In re Zletz, 893 F.2d
319, 321-22, 13 USPQ2d 1320, 1321-22 (Fed. Cir. 1989)] °

Because applicant has the opportunity to amend the claims during prosecution,
giving a claim its broadest reasonable interpretation will reduce the
possibility that the claim, once issued, will be interpreted more broadly than
is justified. /n re Yamamoto, 740 F.2d 1569, 1571 (Fed. Cir. 1984); In re Zletz,
893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989) ( “During patent

examination the pending claims must be interpreted as broadly as their terms

SR RIC X DR
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reasonably allow.” ); In re Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 550-51
(CCPA 1969) (Claim 9 was directed to a process of analyzing data generated by
mass spectrographic analysis of a gas. The process comprised selecting the data
to be analyzed by subjecting the data to a mathematical manipulation. The
examiner made rejections under 35 U.S.C. 101 and 35 U.S.C. 102. In the 35
U.S.C. 102 rejection, the examiner explained that the claim was anticipated by a
mental process augmented by pencil and paper markings. The court agreed that the
claim was not limited to using a machine to carry out the process since the
claim did not explicitly set forth the machine. The court explained that
“reading a claim in light of the specification, to thereby interpret
limitations explicitly recited in the claim, is a quite different thing from
‘reading limitations of the specification into a claim,’ to thereby narrow the
scope of the claim by implicitly adding disclosed limitations which have no
express basis in the claim.” The court found that applicant was advocating the
latter, i.e., the impermissible importation of subject matter from the
specification into the claim.). See also /n re Morris, 127 F.3d 1048, 1054-55,
44 USPQ2d 1023, 1027-28 (Fed. Cir. 1997) (The court held that the PTO is not
required, in the course of prosecution, to interpret claims in applications in
the same manner as a court would interpret claims in an infringement suit.
Rather, the “PTO applies to verbiage of the proposed claims the broadest
reasonable meaning of the words in their ordinary usage as they would be
understood by one of ordinary skill in the art, taking into account whatever
enlightenment by way of definitions or otherwise that may be afforded by the
written description contained in applicant’ s specification.” ).
HEANTFEETIC V=22 MIET 2WAENEX 5N TNDHDT, 7 L—ARNZDRbIA
WEBRINZ2 7 L— MR EZ 5.2 5 2 &13, ot ARSI L—AR, TRMNIEYT
HDHED B EIIALS R IND TREMKIER S 5, In re Yamamoto, 740
F.2d 1569, 1571 (Fed.Cir. 1984); In re Zletz, 893 F.2d 319, 321 (Fed. Cir. 1989)
( TRFEAT, RELTVD 7 L—AE, TOXSPE BN PTRER IR R &
N7 TWEZ2 572, ] )i1n re Prater, 415 F.2d1393, 1404-05, 162 USPQ 541, 550-51
(CCPA 1969) (7 L' — L 9 IIXWHBEDNFENIIC LV ERENL T —F 25T 57 n
TRIZAT N, TrERE, 20T —F 2 HARBSEL LIl TRr s s T
—Z BN T 5 2 L TR S e, FEEIIRFTHES 101 AU 102 RICES L
Tolc, FFFER 102 ROBHIZB T, FEEIL, Y%7 L— L35 %E LRICHEZ
752 L THIESNDBMN 7ot 2o TR ENTEHM Uiz, #HIPNE, Hi%”
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L— T ZF OS2 RINICHA L TWRWD T, 207t RAE2F(7T 5 2 & el
RIZIRE SILTWRNWZ L 2O, #FHPTE TIECRO LT/ L—2a% (FNIT X
S THELT L— LIRS SN D IR Z IR 2 72010 fide 2 & 13 TIMZE O
[R2 7 L— AT (ZFNUT LT, Y7 L— 2@l a2 L TR W BR S L7 Hil R 2 i
IRIGIZAINT B Z L2k 7 L— 2 O®FAERD D 1-012) irirte Z & ] Eixa< B
L2 xa L, REHpTE. HBEATRE, S, RESZOPTHENDS 7 L— L~
DERBTERVOBAZTEL W= EHE L, ) In re Morris, 127

F.3d 1048, 1054-55, 44 USPQ2d1023,1027-28 (Fed. Cir. 1997) (EHIFTIL. Frarpars)T
M FRALBEOWRE T, FHFDAMREFRICEB N T L—AZIRT 20 LF L X 5 ICfEE
DI L —LERIRTHZ L ERD TN E Lz, LA, THFMEETIX, €% & LT,
FEITENLSO, HBEAOBHMEIZE ENLZORBFOFFEMARZERICL LWL > T
RUESND RO H D VPR DEFETHNBEICZANT, BESNTWNDLZ L—LADH
FEICYMEFICIVEMINDS THA I ZTNLOMEE OHEWE THEEDR L IAWAEMN 2 E
REZEMT 5, 1 ) bER,

The broadest reasonable interpretation does not mean the broadest possible
interpretation. Rather, the meaning given to a claim term must be consistent
with the ordinary and customary meaning of the term (unless the term has been
given a special definition in the specification), and must be consistent with
the use of the claim term in the specification and drawings. Further, the
broadest reasonable interpretation of the claims must be consistent with the
interpretation that those skilled in the art would reach. /n re Cortright, 165
F.3d 1353, 1359, 49 USPQ2d 1464, 1468 (Fed. Cir. 1999) (The Board’ s
construction of the claim limitation “restore hair growth” as requiring the
hair to be returned to its original state was held to be an incorrect
interpretation of the limitation. The court held that, consistent with
applicant’ s disclosure and the disclosure of three patents from analogous arts
using the same phrase to require only some increase in hair growth, one of
ordinary skill would construe “restore hair growth” to mean that the claimed
method increases the amount of hair grown on the scalp, but does not necessarily
produce a full head of hair.). Thus the focus of the inquiry regarding the
meaning of a claim should be what would be reasonable from the perspective of
one of ordinary skill in the art. In re Suitco Surface, Inc., 603

F.3d 1255, 1260, 94 USPQ2d 1640, 1644 (Fed. Cir. 2010); /In re Buszard, 504
F.3d 1364, 84 USPQ2d 1749 (Fed. Cir. 2007). In Buszard, the claim was directed
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to a flame retardant composition comprising a flexible polyurethane foam
reaction mixture. 504 F.3d at 1365, 84 USPQ2d at 1750. The Federal Circuit found
that the Board’ s interpretation that equated a “flexible” foam with a crushed
“rigid” foam was not reasonable. /d. at 1367, 84 USPQ2d at 1751. Persuasive
argument was presented that persons experienced in the field of polyurethane
foams know that a flexible mixture is different than a rigid foam mixture. Id.
at 1366, 84 USPQ2d at 1751.
[ b IA < BB BRI &1, FTRBZRER D JRWEIR & W 5 BIE TldZevy, & LA, 7 L—
LDOMFEIC G A 6N EWRIT, SEAFHEOEF RN EHIRER & ﬁbﬁ<fi@%?
(YEZHEEIC DWW THIHIERICR O ERD H 556 %2 R<) . BMELOREIZE
%%ﬁ%@ﬁwﬁk#ﬁbﬁ<fmﬁEﬁmoé%L\TWV—A@%%K<éﬁ%ﬁ
ERIT L EE N RETE L THAIMIRLE — B LTI B, In re
Cortright 165 F.3d 1353, 1359, 49 USPQ2d 1464, 1468 (Fed. Cir. 1999) GEHIEBA3,
ZOREERESEL) LWVWO 7 L—Lh0REE, BENTORBIIREND Z L%
*@5k%ﬁbk_ I, REDIELL RWERTH 5 & iz, RFEHFIPTX, HEAD
IR KLU, [A—FH 2 AW TEZOMREKICOT D728 2 H155 3 2 B EA O 3 FraFo
PIRE —ET 2L 0I0, HEET BEOMREZRESES] &, 7 b—Lb SN HEIT
@ﬁ®%%g%%ﬁéﬁéﬂ@ 2 535S TDH LIRS L 2ERT D Z LI
T2 THAIE LT, ) Thbb, 7L —ADBEKRICET HIEROESIL, MY Es
DERINOERTRYTH LN TRITNIER 572, Suitco Surface, Inc. FEDHIR (In
re Suitco Surface, Inc., 603 F.3d 1255, 1260 CGEALKEIFEFREHEFT, 2010 4) ) B
L ' Buszard FF DR (In re Buszard, 504 F.3d 1364 CGEFR&KEIFEFFHEHIFT. 2007
) ) BRIV, Buszard FRIZBWT, ZL—AiF, ERYV UL X T 4 —A
FONRE W % & BRI I Z B3 5 b D Tl - 7= (Buszard FfFH|Hk 5 504 F. 3d
D 1365 H) o @RKEHEGERECHPTIE,  TWE 74— fpunie TE) 74+ —24 L[
HFTHD L LIRS OMRZ | m%?ﬁ“k%%bk(MMmd$#@%%'%4FM
D 1367 H) o NI TV FZ T3 —LOBHOREE THIUL, WEHIRGMZHE 7 + —
LIEE %&iiﬁé%@k@%¢ék®£ﬁﬁ®%é£%ﬂﬁﬁéhf% (Buszard 5+
ROk ; 504 F.3d D 1366 H) .

See MPEP § 2173.02 for further discussion of claim interpretation in the
context of analyzing claims for compliance with 35 U.S.C. 112(b) or pre—AIA 35
U.S.C. 112, second paragraph.

EBRIC X DR
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(B EAEEFE 112 55 (b) XUZIHEFFEE] 112 S 2 THIZED 7 L— LA OSHTICET 527 L
— NRIR O 72 DHikimid 2173, 02 2R

2111.01 Plain Meaning [R-07.2015]
2111.01 BHALRERK

[Editor Note: This MPEP section is applicable to applications subject to the

first inventor to file (FITF) provisions of the AIA except that the relevant

date is the “effective filing date” of the claimed invention instead of the
“time of the invention, ” which is only applicable to applications subject to

pre—AIA 35 U.S.C. 102. See 35 U.S.C. 100 (note) and MPEP § 2150 et seq. ]
UHEZTE : Z D MPEP DT 2 > 5 AL IEED ST ZE L E 1= T 0 T Sz Hiliiz

BHEINSG, OF V., IAFFTFLEGE 102 FIZESOTRIANTEHFETH Y, & DIEHEH D3,
[FERINF ] T2 < FEHD THZIMBEE ) DL EIZIZ# ey, $#F7F5EF 100 2
(V) K CFMPEP2150 LL F 24, 1°

I. THE WORDS OF A CLAIM MUST BE GIVEN THEIR “PLAIN MEANING” UNLESS SUCH
MEANING IS INCONSISTENT WITH THE SPECIFICATION

I. ZV—ADXFEX, TOERPHAMEBIZFELRVERY, HAREK] 251206h
2 TR B R,

Under a broadest reasonable interpretation, words of the claim must be given
their plain meaning, unless such meaning is inconsistent with the specification.
The plain meaning of a term means the ordinary and customary meaning given to
the term by those of ordinary skill in the art at the time of the invention. The
ordinary and customary meaning of a term may be evidenced by a variety of
sources, including the words of the claims themselves, the specification,
drawings, and prior art. However, the best source for determining the meaning of
a claim term is the specification — the greatest clarity is obtained when the
specification serves as a glossary for the claim terms. The words of the claim
must be given their plain meaning unless the plain meaning is inconsistent with
the specification. /n re Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed.
Cir. 1989) (discussed below); Chef America, Inc. v. Lamb—Weston, Inc., 358

S HERIC L BIEGR
S HFHRIT X DR
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F.3d 1371, 1372, 69 USPQ2d 1857 (Fed. Cir. 2004) (Ordinary, simple English words
whose meaning is clear and unquestionable, absent any indication that their use
in a particular context changes their meaning, are construed to mean exactly
what they say. Thus, “heating the resulting batter—coated dough to a
temperature in the range of about 400°F to 850°F” required heating the dough,
rather than the air inside an oven, to the specified temperature.).

B HIEWEBRRRICIWT, 7 L—2DXEIE, ZOEWRSIHME L TE LRWIRDY
ZTOWHAZRE%RZ 52 5N TR 6w, HEEOH A ZREWRIL, AR RO YL EEIC
Lo TEDOMGEICEABNDEHE OBRZEWRT 5, MeEO@HEOEKRIT, 7 LV—L81K
DIE, HME, MEkOEITEMNEEZ 0, ke RHIUZ Lo TR T 5, Ll
IR, 7 L= ALEOERERET 2 b ROHINITME TH L2 —HMEN 7 L—2A
XE OB OEE ERT-THE., RROPABRERSGEONS, [ V—L2DXFEILX, £
OHBREWRSIMEzL FJELRWIRDY | ZOHARENRZ G2 6N TIUTZR B0,
In re Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989) (%if);
Chef America, Inc. v. Lamb-Weston, Inc., 358 F.3d 1371, 1372, 69 USPQ2d 1857 (Fed.
Cir. 2004) (—f%IZ, BEWRPHIfE THEMORMP 2L FFEDOIARTOMMIZ L >TED
ERZ X DIMENR 2, FHRFEHGET, TNONE I T E 2 EMICERT b0 L
Wahd, 1€-T, THER BB o7 EZ DT 7oA Z 36 KL% 400°F J53E 850°F O FilH D
REICMES 5] 13, A—T7 0 ADZERE NS LD b, £ OAME FrE OIREITNET 5
TEEMELTD, )]

The presumption that a term is given its ordinary and customary meaning may be
rebutted by the applicant by clearly setting forth a different definition of the
term in the specification. /n re Morris, 127 F.3d 1048, 1054, 44

USPQ2d 1023, 1028 (Fed. Cir. 1997) (the USPTO looks to the ordinary use of the
claim terms taking into account definitions or other “enlightenment” contained
in the written description); But c. f. In re Am Acad. of Sci. Tech. Ctr., 367
F.3d 1359, 1369, 70 USPQ2d 1827, 1834 (Fed. Cir. 2004) ( “We have cautioned
against reading limitations into a claim from the preferred embodiment described
in the specification, even if it is the only embodiment described, absent clear

disclaimer in the specification.” ). When the specification sets a clear path to

T OERR 24 AR REREEEIT PESEI PERER B R AT IT TRFFFIERIBNC IS 1T D 7 b — ARIRIC BT 2 S AR IT A ) 149~
192 B (—RxMEEN M BENFZERT, 2013452 )
<http://www. jpo. go. jp/shiryou/toushin/chousa/pdf/zaisanken/2012_09. pdf> [Ff& 7 7 AH : 201643 A 2 H]
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the claim language, the scope of the claims is more easily determined and the
public notice function of the claims is best served.
MEERN, TOBEDOEREGZAbND LW O HEEIL, FHMEFICRNT, TOMEDORLRD
EREPAMEICERET S LT, AL > TR TE 5, In re Morris, 127
F.3d 1048, 1054 (Fed.Cir. 1997) CREFFFFRLETIZ, PHMIEFICE N D ER IO
[BoR] ZZBEL T, ZL—ANE0@EEOHEZRS ; L)L, In re Am. Acad. of
Sci. Tech. Ctr., 367 F.3d 1359, 1369 (Fed. Cir.2004) ( [Fxix, =&z, FHD,
WA L2 B 72 15 7 DB 722 < FRak S N T-ME— DO RSB Th - Th ., WllEFICERH S v
BFELWEGIND 7 L= ZRELTHERVLIIIEREL TS, | )ER, HME
NI L—LALE~OHMEREN RSN TWDHE, 7 L—L0#HHITIL D BELSICRES N
5o 7 L= LDONTRERIIRBICRIZSND,

II. IT IS IMPROPER TO IMPORT CLAIM LIMITATIONS FROM THE SPECIFICATION
II. ZL—ADRBEZHMAENOBATAZ LIIAETTH S

“Though understanding the claim language may be aided by explanations contained
in the written description, it is important not to import into a claim
limitations that are not part of the claim. For example, a particular embodiment
appearing in the written description may not be read into a claim when the claim
language is broader than the embodiment.” Superguide Corp. v. DirecTV
Enterprises, Inc., 358 F.3d 870, 875, 69 USPQ2d 1865, 1868 (Fed. Cir. 2004). See
also Liebel-Flarsheim Co. v. Medrad Inc., 358 F.3d 898, 906, 69
USPQ2d 1801, 1807 (Fed. Cir. 2004) (discussing recent cases wherein the court
expressly rejected the contention that if a patent describes only a single
embodiment, the claims of the patent must be construed as being limited to that
embodiment) ; £F-Pass Techs., Inc. v. 3Com Corp., 343 F.3d 1364, 1369, 67
USPQ2d 1947, 1950 (Fed. Cir. 2003) ( “Interpretation of descriptive statements
in a patent’ s written description is a difficult task, as an inherent tension
exists as to whether a statement is a clear lexicographic definition or a
description of a preferred embodiment. The problem is to interpret claims ‘in
view of the specification’ without unnecessarily importing limitations from the
specification into the claims.” ); Altiris Inc. v. Symantec Corp., 318
F.3d 1363, 1371, 65 USPQ2d 1865, 1869-70 (Fed. Cir. 2003) (Although the
specification discussed only a single embodiment, the court held that it was

improper to read a specific order of steps into method claims where, as a matter
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of logic or grammar, the language of the method claims did not impose a specific
order on the performance of the method steps, and the specification did not
directly or implicitly require a particular order). See also subsection IV.,
below. When an element is claimed using language falling under the scope of 35
U.S.C. 112(f) or pre—AIA 35 U.S.C. 112, 6th paragraph (often broadly referred to
as means— (or step—) plus— function language), the specification must be
consulted to determine the structure, material, or acts corresponding to the
function recited in the claim, and the claimed element is construed as limited
to the corresponding structure, material, or acts described in the specification
and equivalents thereof. /n re Donaldson, 16 F.3d 1189, 29 USPQ2d 1845 (Fed.

Cir. 1994) (see MPEP § 2181- MPEP § 2186).

(7 L — L DX EIXZE O OFEMLEmICFHE SN LM I ;SN D LS
TWDHA, Hi%7 L= TRHRVWIREZ 7 L—ACBA LW EREHEETH D,
AU, BHOEFERIC L DI H D5FEDEHNL. £ D27 L —IADILE N T OFhif &L
DHINWEE,. 7 L—AIZHRAIAATIZZ 5720, ) Superguide Corp. v. DirecTV
Enterprises, Inc., 358 F.3d 870, 875, 69 USPQ2d 1865, 1868 (Fed. Cir. 2004) , X
H 2D Z L, Liebel-Flarsheim Co. v. Medrad Inc., 358 F.3d 898, 906, 69
USPQ2d 1801, 1807 (Fed. Cir.2004) (RFat23 L —DFEfiHIOZFER L TV DHG. T DK
%@%ﬁ&v—A@%mimw:@ﬁémék%ﬁbﬁfﬂiﬁ%@wk#éi%%ﬁ%
B 2N RAGIZHEHE U 7 et D 255 U TV %) ;E-Pass Techs., Inc. v. 3Com Corp.,
343 F.3d 1364, 1369, 67 USPQ2d 1947,1950 (Fed. Cir. 2003) ( [FFFFOFEM 72 EmIZ X
Lt OFEIR LML, CEPPARLRFEEAER TH L0, B L34 % Lb\%ﬁmﬁ“‘é

DFBTH DN E I DT OWTHRAE DBRREDFET H DT, REERtFETH D, &
HilRR 2 B2 5 M54 7 L— AR A Te Z & 72 < THIEAZ BB L T) 7 L—
AR AHZ D, | ) ; Altiris Inc. v.Symantec Corp., 318 F.3d 1363, 1371,
65 USPQ2d 1865, 1869-70 (Fed. Cir. 2003) CHRZBHMIE T H — D FEMBI DI A5 U TV
D03, BT, BRI SUISTERIZIR, UREHIEZ L— LA DOLE N UG IETRO E
(COWTHHIERIAF 252 TE b3, o, MikIHME 2N EHEE) I BORBZ R E DA
RO TWRWHTIEZ L— A2, TREROBHERNAT 252 A0 2 LI ET Tohd & L
2o ) TRIV.EELZROZ L, BED [MIERFFE 112 5 (F) IEIH] RFHESR 112
56 B A I =V ANEFIAT v T - T TR 7707 varyTFtnbid 2 en
Z\) OFPAICAD LEEANTZ L—A SN 556, Y%UMET Y%7 b — LIC5Hl
SNDEEEITHIGT DS, MEEE L IIMTAZIRET 2720 bhidz b2, In

S HEHRIC X DR
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re Donaldson, 16F.3d 1189, 29 USPQ2d 1845 (Fed. Cir. 1994) (MPEP % 2181 &h %
%2186 cESHRODZ L),

In Zletz, supra, the examiner and the Board had interpreted claims reading
“normally solid polypropylene” and “normally solid polypropylene having a
crystalline polypropylene content” as being limited to “normally solid linear
high homopolymers of propylene which have a crystalline polypropylene content.”
The court ruled that limitations, not present in the claims, were improperly
imported from the specification. See also /n re Marosi, 710 F.2d 799, 802, 218
USPQ 289, 292 (Fed. Cir. 1983) ( “ [Cllaims are not to be read in a vacuum, and
limitations therein are to be interpreted in light of the specification in
giving them their ‘broadest reasonable interpretation.’” (quoting /n re
Okuzawa, 537 F.2d 545, 548, 190 USPQ 464, 466 (CCPA 1976)). The court looked to
the specification to construe “essentially free of alkali metal” as including
unavoidable levels of impurities but no more.).
In re Zletz, supra FFIZBWTHEEE M OEAEIX, EEEEAOERY 7oL ]
KO TR ) 7 B Lo NEW 2 AT 2EEEEREOR ) Za 'Ly & TiEEA Y 7'a
ELCNEMEAT DR e L OEEEERRERERY v —] IZRESND LD
(CHEAS T =L 2R Uiz, BHPTE, IREFZEZE U — AS/AHEET. S0
ENORBEUNIBA ST EHE LT, In re Marosi, 710 F.2d 799, 218 USPQ 289
(Fed. Cir. 1983) bZMDZ &, (17 L—LIMEEIVEEL TREEN LT TR, £
DOREFHMETIZHS LENL O [HbHJAWEBRER] %52 THRRT & Th
%, J 710 F.2d at 802, 218 USPQat292 (5IHi% In re Okuzawa, 537 F.2d 545, 548, 190
USPQ 464, 466 (CCPA 1976)) GEFRIFF LD E F), HHPNIHMEL LT, SLLEHFRND
RO LSV EGHRENAU EIIZEERVOT TREMICT AV ) &REE E/2\0
ERERR L 72,

III. “PLAIN MEANING” REFERS TO THE ORDINARY AND CUSTOMARY MEANING GIVEN TO THE
TERM BY THOSE OF ORDINARY SKILL IN THE ART

III. THHAZREWK] RUEHICIVUZABBICEZ OB OEFIRERZEL
SHB

“[T]he ordinary and customary meaning of a claim term is the meaning that the
term would have to a person of ordinary skill in the art in question at the time

of the invention, 7.e., as of the effective filing date of the patent
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application.” Phillips v. AWH Corp.,415 F.3d 1303, 1313, 75 USPQ2d 1321, 1326
(Fed. Cir. 2005) (en banc); Sunrace Koots Enter. Co. v. SRAM Corp., 336
F.3d 1298, 1302, 67 USPQ2d 1438, 1441 (Fed. Cir. 2003); Brookhill-Wilk 1, LLC v.
Intuitive Surgical, Inc., 334 F.3d 1294, 1298 67 USPQ2d 1132, 1136 (Fed. Cir.
2003) ( “In the absence of an express intent to impart a novel meaning to the
claim terms, the words are presumed to take on the ordinary and customary
meanings attributed to them by those of ordinary skill in the art.” ).

(7 L — LD EEO@BEIIIEFINER S X, TOFEN, BZEWARFICTBWNT, 20 Y
RO A 2 B A BUEICRB W T, ML 2o TV O EIFDBE DY ERITL - T,
BT ThHAIEWTH S, | Phillips v. AWH Corp., 415 F.3d 1303, 1313, 75
USPQ2d 1321, 1326 (Fed. Cir. 2005) (Ki£%E), Sunrace Roots Enter. Co. v. SRAM
Corp., 336 F.3d 1298, 1302, 67 USPQ2d 1438, 1441 (Fed. Cir. 2003); Brookhill-
Wilk 1, LLC v. Intuitive Surgical, Inc., 334 F.3d 1294, 1298 67 USPQ2d 1132, 1136
(Fed. Cir. 2003) ( [7 L—ADOMGEICH 2R ERE 52 5P AREMPRWGS. £0
SEITUERICIVZENDLICERT S LB X 6N BFAVEFINERZES T L LHE S
nd, 1)

The ordinary and customary meaning of a term may be evidenced by a variety of
sources, including the words of the claims themselves, the specification,
drawings, and prior art. However, the best source for determining the meaning of
a claim term is the specification - the greatest clarity is obtained when the
specification serves as a glossary for the claim terms. See, e.g., [n re Abbott
Diabetes Care Inc., 696 F.3d 1142, 1149-50, 104 USPQ2d 1337, 1342-43 (Fed. Cir.
2012) (construing the term “electrochemical sensor” as “devoid of external
connection cables or wires to connect to a sensor control unit” to be
consistent with “the language of the claims and the specification” ); In re
Suitco Surface, Inc., 603 F.3d 1255, 1260-61, 94 USPQ2d 1640, 1644 (Fed. Cir.
2010) (construing the term “material for finishing the top surface of the
floor” to mean “a clear, uniform layer on the top surface of a floor that is

<«

the final treatment or coating of a surface” to be consistent with “the

express language of the claim and the specification” ); Vitronics Corp. v.
Conceptronic Inc., 90 F.3d 1576, 1583, 39 USPQ2d 1573, 1577 (Fed. Cir. 1996)
(construing the term “solder reflow temperature” to mean “peak reflow
temperature” of solder rather than the “liquidus temperature” of solder in

order to remain consistent with the specification).
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[HEEOBEFNSEFINERIX, 7 L—2BEOXE., WE, Ximk ez &
B, xR L > TRIHT TE 5, L LARRL, 7 L—20ORHEOBEWRERET
HEHBEWHIIHMETH 5 —HMENZ L—L2OHFEOMEHZ L TV D D2 S B
T b, BIZIE In re Abbott Diabetes Care Inc., 696 F.3d 1142, 1149-50, 104
USPQ2d 1337, 1342-43 (Fed. Cir. 2012) &M, ( [7 L —LAKOBMEOLE] IZH
5L, lBXRIbFErrH L) HiEE e Vil E B3 2 72 O O/ ik
— NV XTI TAYORITTZH D] EMER) In re Suitco Surface, Inc., 603

F.3d 1255, 1260-61, 94 USPQ2d 1640, 1644 (Fed. Cir. 2010) ( [Z7 L — A K OWHAIE
CHIRENTLE] ITHRL LT, RORMEOMA RIFHE Lo lFEE T3 O &l
BNFa—T 4 7 THHIROFMOBW THE—72fE ] OFEBRICHR) ] ° Vitronics
Corp. v. Conceptronic Inc., 90 F.3d 1576, 1583, 39 USPQ2d 1573, 1577 (Fed.

Cir. 1996) ( NFIAZY 7o —iRE] Lo HEELWME L OBEEM L RO DI, 1TA
o TRARE] W) X0iE, ZAFED Te—2 Y 7a—iiE] OFERICHIRL TV
%)

It is also appropriate to look to how the claim term is used in the prior art,
which includes prior art patents, published applications, trade publications,
and dictionaries. Any meaning of a claim term taken from the prior art must be
consistent with the use of the claim term in the specification and drawings.
Moreover , when the specification is clear about the scope and content of a
claim term, there is no need to turn to extrinsic evidence for claim
interpretation. 3M Innovative Props. Co. v. Iredegar Corp., 725 F.3d 1315, 1326-—
28, 107 USPQ2d 1717, 1726-27 (Fed. Cir. 2013) (holding that “continuous
microtextured skin layer over substantially the entire laminate” was clearly
defined in the written description, and therefore, there was no need to turn to
extrinsic evidence to construe the claim).

[ V=L DORGENFATEIN TED X DI SN 20225 2 L b TH D, I
ITEARCIE, FeATEAN R, AB S HBR, B0, BERH 5, ITHINCR T 57
L= DOMHEOWTNOMRG . FMEMOMAEIZEBIT 57 L—LAOHGEOMH & —E L
RITIER B, EEBMER Y L— A0 HFEOH K OWNAE ZABRIZ L TW 51,
7 L—LDOFERO T DI OFEIL A S IR 2 MBEIX 2\, 3 Innovative Props. Co. V.
Tredegar Corp., 725 F.3d 1315, 1326-28, 107 USPQ2d 1717, 1726-27 (Fed. Cir.
2013) ( [HEEPIOIZIEFRFIT Tz - Tidifer L7t R m g | (3508 & 0 ke

S HEHRIC X DR
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HINTWDLD, 7 L—LOFRIZEWTHORELZ Z 3 5 0T R o7z, PR
LTwg) 1"

IV. APPLICANT MAY BE OWN LEXICOGRAPHER AND/OR MAY DISAVOW CLAIM SCOPE
V. [HEAZBOLOHEREZELVED. BLOEX, 7 v—Lr#@lilZGRBLE
5] 11

The only exceptions to giving the words in a claim their ordinary and customary
meaning in the art are (1) when the applicant acts as his own lexicographer; and
(2) when the applicant disavows or disclaims the full scope of a claim term in
the specification. To act as his own lexicographer, the applicant must clearly
set forth a special definition of a claim term in the specification that differs
from the plain and ordinary meaning it would otherwise possess. The
specification may also include an intentional disclaimer, or disavowal, of claim
scope. In both of these cases, “the inventor s intention, as expressed in the
specification, is regarded as dispositive.” Phillips v. AWH Corp., 415

F.3d 1303, 1316 (Fed. Cir. 2005) (en banc). See also Starhome GmbH v. AT&T
Mobility LLC, 743 F.3d 849, 857, 109 USPQ2d 1885, 1890-91 (Fed. Cir. 2014)
(holding that the term “gateway’ should be given its ordinary and customary
meaning of “a connection between different networks” because nothing in the
specification indicated a clear intent to depart from that ordinary meaning) ;
Thorner v. Sony Computer Entm’ t Am. LLC, 669 F.3d 1362, 1367-68, 101

USPQ2d 1457, 1460 (Fed. Cir. 2012) (The asserted claims of the patent were
directed to a tactile feedback system for video game controllers comprising a
flexible pad with a plurality of actuators “attached to said pad.” The court
held that the claims were not limited to actuators attached to the external
surface of the pad, even though the specification used the word “attached”

when describing embodiments affixed to the external surface of the pad but the
word “embedded” when describing embodiments affixed to the internal surface of
the pad. The court explained that the plain and ordinary meaning of “attached”
includes both external and internal attachments. Further, there is no clear and
explicit statement in the specification to redefine “attached” or disavow the

full scope of the term.)

)|

VBRI X DGR
"EHRIC L DR
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(BN, M B IC 1T Dl B OEFIN R E%RE 7 L— LD XS5 6N
OO, (D) HBEANE D OFEERES L2856, @ HBEANHMER T L—20
MEEP R THHEZ —HERXIIEBET 2HETH DL, HODFERES L7257,
AL, FEFRIC, ZOHEIARET 21T oW AN @FERRER S ITEZR D 7
L— AHREOR B2 EFR A WIEIOR S 2T U B e\, 7 L— AR O BRI 7225 E X
FEROXHABIHETICH>TH IV, EH60848, THMBICHMBIIR SN
HEOBKN TN Ll d L BieSD, | Phillips v. AWH Corp., 415

F.3d 1303, 1316 (Fed. Cir. 2005) (K{E&E). IR&ZMDZ L, Starhome GmbH v. AT&T
Mobility LLC, 743 F.3d 849, 857, 109 USPQ2d 1885, 1890-91 (Fed. Cir. 2014) ( 4
— bAoA ) OMFEIL, FHETO L ZICH YZEFHERNOHENT 2 Z & O E
MAREN TN, Hixaxy NU—Z O8] &V @E B R E
WRE 2 5NDERETHDH. EHRLTWD) 5 Thorner v. Sony Computer Entm’ t Am.
LLC, 669 F.3d 1362, 1367-68, 101 USPQ2d 1457, 1460 (Fed. Cir. 2012) (HK#Fd Ik
ENTNABZL—AF, 7R T 008y RE Y8y RIZED (TSt BoT
JF aT—HNORHDETAT—Aar ha—JDOOME T 4+ — KXy 7 VAT A%
REE LT, ) RPN, BEICE O T, 7Yy ROSMRREIZAET STV 5 S
BleZ stk HB2I%,  Tattached) WO XEMEM S, 7Yy FORNEREIZALT S
NI KR Z LRI HBRIZ1X,  Tembedded] & WO XEBEHIN TV HIZHEDL BT,
W7 L— A3y ROANTFRmICEY T 6= T 7 F 22— IZREI N, &
LT, BHIPTIT Tattached) DOBEDDBEH B2 EWRIFZINBA~D RS & NE~D AL D
W Egiel Lz, &5, BMEICIE, lattached) W) HEAEEFRLIZY ., HiE
DRI E — TGRS D K O R RRHES R o T EHH LTS, ]

A. Lexicography

A FFEWE

An applicant is entitled to be his or her own lexicographer and may rebut the
presumption that claim terms are to be given their ordinary and customary
meaning by clearly setting forth a definition of the term that is different from
its ordinary and customary meaning(s) in the specification at the time of filing.
See In re Paulsen, 30 F.3d 1475, 1480, 31 USPQ2d 1671, 1674 (Fed. Cir. 1994)
(holding that an inventor may define specific terms used to describe invention,

but must do so “with reasonable clarity, deliberateness, and precision” and,

P OEERIC X DGR
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if done, must “ ‘set out his uncommon definition in some manner within the
patent disclosure’ so as to give one of ordinary skill in the art notice of the
change” 1in meaning) (quoting /ntellicall, Inc. v. Phonometrics, Inc., 952

F.2d 1384, 1387-88, 21 USPQ2d 1383, 1386 (Fed. Cir. 1992)).

[HEEANIL. B O OREERES &R oMM Z2A L, HEERIZZ b — L0 HEE 0@ H I E G
HER & 570 2 FEE D E R 2 HMETICHMEIC R T2 LI K- T, 26 ol EGIRY
EREHEZONDINETHLLTHHEZRBILILNTE L, KOBDODEZEZMRDOZ &,
In re Paulsen, 30 F.3d 1475, 1480, 31 USPQ2d 1671, 1674 (Fed. Cir. 1994) (GEBI#
X, BRAZRLHET 50N OREOHELERT LI LNTE L, [EHNHME
S, BERSMOE#ESZ S > T) ENETORTNER6RW, ZLT, £2T 556
I, TR R O T BN TEEAZNEENHEFCTE DX 0. [RHEO@ERTIE
WEFRA ] | T o7y, ) (BIEIX Intellicall, Inc. v. Phonometrics,
Inc., 952 F.2d 1384, 1387-88, 21 USPQ2d 1383, 1386 (Fed. Cir. 1992)) , ] "

Where an explicit definition is provided by the applicant for a term, that
definition will control interpretation of the term as it is used in the claim.
Toro Co. v. White Consolidated Industries Inc., 199 F.3d 1295, 1301,

53 USPQ2d 1065, 1069 (Fed. Cir. 1999) (meaning of words used in a claim is not
construed in a “lexicographic vacuum, but in the context of the specification
and drawings” ). Thus, if a claim term is used in its ordinary and customary
meaning throughout the specification, and the written description clearly
indicates its meaning, then the term in the claim has that meaning. 0/d Town
Canoe Co. v. Confluence Holdings Corp., 448 F.3d 1309, 1317, 78

USPQ2d 1705, 1711 (Fed. Cir. 2006) (The court held that “completion of
coalescence” must be given its ordinary and customary meaning of reaching the
end of coalescence. The court explained that even though coalescence could
theoretically be “completed” by halting the molding process earlier, the
specification clearly intended that completion of coalescence occurs only after
the molding process reaches its optimum stage.)

[HFEO AR ERZRPHBAIC L > TEX OGN TWDIHEITIE, £OMGENEFE7 L— A
THEH SN TWDIRY . ZDOHFEOHRIZTDERIZL D, Toro Co. v. White
Consolidated Industries Inc., 199 F.3d 1295, 1301, 53 USPQ2d 1065, 1069 (Fed.
Cir. 1999) (7 L—AHZfiH S 2 XEOERIE TREEAICH &80 S9N, B

BB R X DGR
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LOBRmEIZES LTl fiiRsnsd) ., -oT, 7 L—2OHENPIHMESEZEL TED
HWEEFAMERCHERA SN TEY ., EHICL BN ZOEREZHKEIRL TWDL5EA
X, ZL—2DOHEIXIFOEWEAHF T 5, 0ld Town Canoe Co. v. Confluence Holdings
Corp., 448 F.3d 1309, 1317, 78 USPQ2d 1705, 1711 (Fed. Cir. 2006) (EHIFrix.
[BRDET ) 1ZiE, AROKTIZEET S &0 5 2 OB FHEFIERN G 2 b/l
MU BN EHPR Uiz, #HIFTIR. BE7 a2 2 Bichkd2 2 Licky, &4K%
BERAIIZ 58T TE 2L L TH, PMEIINRIE 7 v & 223 i 72 Be P 2 23 L 72 1%2 12 0)
DT, AEPETTDHZEEHBICER L TS EMBHLE, ) 1"

However, it is important to note that any special meaning assigned to a term
“must be sufficiently clear in the specification that any departure from common
usage would be so understood by a person of experience in the field of the
invention.” Multiform Desiccants Inc. v. Medzam Ltd., 133 F.3d 1473, 1477, 45
USPQ2d 1429, 1432 (Fed. Cir. 1998). See also Process Control Corp. v. HydReclaim
Corp., 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. Cir. 1999) and MPEP

§ 2173.05(a).

[LrL7enn, BETHLIOX, HBICED XS IR ERER-E5 L LT,

[— B TILRWHFEDE NGNS EF T L > THETE 5 L 912, PTHIEIT oI Wk
TRIFNE R B2 W) RThD, Multiform Desiccants Inc. v. Medzam
Ltd., 133 F.3d 1473, 1477, 45 USPQ2d 1429, 1432 (Fed. Cir. 1998). & BT Process
Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033
(Fed. Cir. 1999) K O'MPEP § 2173.05(a) bBWOZ &, ] ¥

In some cases, the meaning of a particular claim term may be defined by
implication, that is, according to the usage of the term in the context in the
specification. See Phillips v. AWH Corp., 415 F.3d 1303, 1320-21, 75

USPQ2d 1321, 1332 (Fed. Cir. 2005) (en banc); Vitronics Corp. v. Conceptronic
Inc., 90 F.3d 1576, 1583, 39 USPQ2d 1573, 1577 (Fed. Cir. 1996). But where the
specification is ambiguous as to whether the inventor used claim terms
inconsistent with their ordinary meaning, the ordinary meaning will apply. Merck
& Co. v. Teva Pharms. USA, Inc., 395 F.3d 1364, 1370 (Fed. Cir. 2005) (The
Federal Circuit reversed the district court’ s construction of the claim term

“about” as “exactly.” The appellate court explained that a passage in the

ORI K DR
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specification the district court relied upon for the definition of “about” was
too ambiguous to redefine “about” to mean “exactly” in clear enough terms.
The appellate court held that “about” should instead be given its plain and
ordinary meaning of “approximately.” ).

[(GEIC Lo TiX, 7 L—2HOREDORFEOERIL, BIED CARCTOMEOFE LI
IR TRBREnNsZ bbb, WD Z &, Phillips v. AWH Corp., 415

F.3d 1303, 1320-21, 75 USPQ2d 1321, 1332 (Fed. Cir. 2005) (A7A4Z); Vitronics
Corp. v. Conceptronic Inc., 90 F.3d 1576, 1583, 39 USPQ2d 1573, 1577 (Fed.

Cir. 1996), L L., FEWAED@FEHEWRE B2 2 BWR CHEZEM L7eh @0 HilE
IZBWTBIRTH L5E. BHAEWRSEN S5, Merck & Co. v. Teva Pharms. USA,
Inc., 395 F.3d 1364, 1370 (Fed. Cir. 2005) GEHGK[EPEEFREHIL, 7 L— 2O HGE
labout] % lexactly] &4 2MITHAMIFTOMR 2 Uiz, PEEHIPTIR. HOTEHFT
labout | DEFRITE L TR L7ZHMET O —FRHE D IR TH Y . Tabout] 23
lexactly| BT HRRICH MR AE CHERT DI LT TE ol @B LT,
PESRBECHIFTIZ,  Tabout) [TV ICHANDEHAIREK, [lapproximately] &9
EWNEX bNLREThLEHIRLE) o ]

B Disavowal
B &

Applicant may also rebut the presumption of plain meaning by clearly disavowing
the full scope of the claim term in the specification. Disavowal, or disclaimer
of claim scope, is only considered when it is clear and unmistakable. See SciMed
Life Sys., Inc. v. Advanced Cardiovascular Sys., Inc., 242 F.3d 1337, 1341
(Fed. Cir. 2001) ( “Where the specification makes clear that the invention does
not include a particular feature, that feature is deemed to be outside the reach
of the claims of the patent, even though the language of the claims, read
without reference to the specification, might be considered broad enough to
encompass the feature in question.” ); see also /n re Am Acad. Of Sci. Tech
Ctr., 367 F.3d 1359, 136567 (Fed. Cir. 2004) (refusing the limit claim term
“user computer” to only “single-user computers” even though “some of the
language of the specification, when viewed in isolation, might lead a reader to

conclude that the term . . . is meant to refer to a computer that serves only a

O EERIC X DGR

_89_



single user, the specification as a whole suggests a construction that is not so
narrow~ ). But, in some cases, disavowal of a broader claim scope may be made by
implication, such as where the specification contains only disparaging remarks
with respect to a feature and every embodiment in the specification excludes
that feature. [In re Abbott Diabetes Care Inc., 696 F.3d 1142, 1149-50, 104
USPQ2d 1337, 1342-43 (Fed. Cir. 2012) (holding that the broadest reasonable
interpretation of the claim term “electrochemical sensor” does not include a
sensor having “external connection cables or wires” because the specification
“repeatedly, consistently, and exclusively depictl[s] an electrochemical sensor
without external cables or wires while simultaneously disparaging sensors with
external cables or wires” ). If the examiner believes that the broadest
reasonable interpretation of a claim is narrower than what the words of the
claim otherwise suggest as the result of implicit disavowal in the specification,
then the examiner should make his or her interpretation clear on the record.
[HBEATAMEICR T 27 L— LD HEEOHIPA Z IS 5 GT 2 2 Lick v, HA
REWROHELZRTHZ L L TE D, 7 L—AOHPHOEEIIIGE X, TN HMICE
SN G 72WGEIZR-> TEEIID, SciMed Life Sys., Inc. v. Advanced
Cardiovascular Sys., Inc., 242 F.3d 1337, 1341 (Fed.Cir.2001) &Moo= L, ( TH
MIFZ B W THRADBRE DR A G A TRV ERHLNIENTWDISEE, 7 L—2A
DXLEN, HHELZZR LR TIUTEEFEEUETHIEE RN EZEZBbNDH E LT
b, YERBIIFFO 7 L— LD R SHHAD LD TH D L AREIND, 1) . KHEMR
D &, In re Am. Acad. Of Sci. Tech Ctr., 367 F.3d 1359, 1365-67 (Fed. Cir.
2004) (BFHIZEOW DO E 2 [N ey a. T OMENE—a2—F Dl n =
YA ERETIEEERT DL, BATFLMmMT TR THo7E LTEH, Bl
FEEIT, THFZERETIRWIRZIRL TS L LT, 7L —L20M5 T2—¥=
VWa—H | & [B—a—Varta—4F] ORIPETLHZEE2HELTND), Lo
L. BEICE-oTE AW L= A DFFHOERITRREN TN D Z LD D, FlxiEd
DRI EE L TR EMNRE K OAPHMEFICEPNLTE Y . HMEOT X TOEMIFEIC
BWTYEEENRIIAINTWAESEAETH D, In re Abbott Diabetes Care Inc., 696
F.3d 1142, 1149-50, 104 USPQ2d 1337, 1342-43 (Fed. Cir. 2012) (BAMIEDS [V IiK
L. —HB LU THAIANE o — 7 A XXV A Y O R nERIEFEE 25k L TR0 | [H
RSB =T A IV A YD H L I L THRENTH D) ZEhb, 7 L—2L4H
o BRI Y] ORBIKWEEZRMIRIE, M —7 A3V A Y] %
AT PEFEELRVEHRLTVD, )b LEAEED., HMIFICEN T L—LAF
DOHPADFFICER SN TNT, BRI L— LD b IEWA B ERIZZ L— 2D
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BOASRIRHII L 0 R LI 55813, FAEILE b ORI LGS D X
ThHd, 17

See also MPEP § 2173.05(a).
MPEP § 2173.05(a) bZHDZ &,

V. Summary of determining the meaning of a claim term that does not invoke 35
U.S.C. 112(f)
V. BEFFEE 11250 2RE L2V L—ADRHFEDO R RO W DFEE

This flow chart' indicates the decisions an examiner would follow in order to
ascertain the proper claim interpretation based on the plain meaning definition
of BRI. With each decision in the flow chart, a different path may need to be
taken to conclude whether plain meaning applies or a special definition applies.
[Zo7a—=Fv— MI3E, FAED BRI (kbEWVEHEILMR) OWAMREKROERE
(CEASNWTT L= L2 BYNHIRT 27200, MW GiEZR L TWD, BERERA E
SNHRED, FRIRERPEN SN0 Z2HWr T 572012, Zo7ue—=F v — FAD
ZNENOHENZBNT, TN EITRRDIREEBRSLERH L0 LRy, ] %

The first question is to determine whether a claim term has an ordinary and
customary meaning to those of ordinary skill in the art. If so, then the
examiner should check the specification to determine whether it provides a
special definition for the claim term. If the specification does not provide a
special definition for the claim term, the examiner should apply the ordinary
and customary meaning to the claim term. If the specification provides a special
definition for the claim term, the examiner should use the special definition.
However, because there is a presumption that claim terms have their ordinary and
customary meaning and the specification must provide a clear and intentional use
of a special definition for the claim term to be treated as having a special
definition, an Office action should acknowledge and identify the special

definition in this situation.
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[(BAIOERNTL., 7 L—LDOHFENYEE I L » CRFE D OEFIN R BERZ AT 506
AT 272D O TH S, BEIBFINZREWEZ AT 256121, FBEE IXIME
ERERLT, 7 L—AOMRBICRRIRERN G2 6N TV D NENE R 5, BEN
7 L— LD ERE 5 X TORWEEX, BEFIXY L — A0 HGEICEFIE
B E®ZEAT 5, FAMERZ L— LD MBI EREZ 52 TV AHELAITIE, B A
BRI ERAE AT 5, L LZOLAITIE. 7 b— A0 H5EILEHE rE G E k%
HTDHEVWIRMRERHY, 7 L—LOHENFREREZATHLDOE L THDONATZD
1%, BES R R ERZOH AN OB LA 23R L2 T2 b anizs, Hf
HHBAECBONTYZFINRERTRFEL, SBELRTNER6720, ]

Moving back to the first question, if a claim term does not have an ordinary and
customary meaning, the examiner should check the specification to determine
whether it provides a meaning to the claim term. If no reasonably clear meaning
can be ascribed to the claim term after considering the specification and prior
art, the examiner should apply the broadest reasonable interpretation to the
claim term as it can be best understood. Also, the claim should be rejected
under 35 U.S.C. 112(b) and the specification objected to under 37 CFR 1.75(d).

[(RYIOERICREY . 7 L— O HGENEFHNOEAINZEREH LW GSITE, %
HEEITHMEZHERL T, 7 L—2OMEICERN G N TV D NGk 5, B
HIE R OFATEINZRET L, 7 L— LA OMEEITHY T 5 G F TR B 205512
X, FEAEIZZ V=L DHFEICAH LT, RORSEMIND L7, kbR G727
a4 5, £/o. Uik7 L— A3, FarEs 112 £ b) ISR S, MET
Frariles 176 k(DI X VS o N&E Th D, | *

If the specification provides a meaning for the claim term, the examiner should
use the meaning provided by the specification. It may be appropriate for an
Office action to clarify the meaning acknowledge and identify the special
definition in this situation.

[(HMER 7 L—LADOMFEOERE 52 55613, FEEIHMENG 22 E%RAEHT
Do ZOHEIIE, FEEHEBEMEFICSNT, BERAPREICL, FlREREREL, &
ET DI ENEN YA bHD, 17
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2111. 02 Effect of Preamble [R-08.2012]
2112.02 EiHRER DS

The determination of whether a preamble limits a claim is made on a case—by—case
basis in light of the facts in each case; there is no litmus test defining when
a preamble limits the scope of a claim. Catalina Mktg. Int’ 1 v. Coolsavings. com,
Inc., 289 F.3d 801, 808, 62 USPQ2d 1781, 1785 (Fed. Cir. 2002). See id. at 808-
10, 62 USPQ2d at 1784-86 for a discussion of guideposts that have emerged from
various decisions exploring the preamble’ s effect on claim scope, as well as a
hypothetical example illustrating these principles

HIRER N7 L— L& [RIET D720 E 5 0 OHWrL, FH 2 & DFERITHE L TLOMELT
bivd, BHEMO N7 L—LORHZIRET 2562 ERT DY b~ ARBRITR,
Catalina Mktg. Int’ 1 v. Coolsavings.com, Inc., 289 F.3d 801, 808, 62

USPQ2d 1781, 1785 (Fed.Cir. 2002), 7 L — AO#EIFIZXT B REIHEE T D %2 a4
Dk % IR DN B IR ED D FRERIZ OV T Oigam. KON D O I 2 figt s 3~ 2 5 4l
IZOWT, [AIC< 808-10, 62 USPQ2d at 1784-86 #ZMdDZ &,

“[A] claim preamble has the import that the claim as a whole suggests for
it.” Bell Communications Research, Inc. v. Vitalink Communications Corp., 55
F.3d 615, 620, 34 USPQ2d 1816, 1820 (Fed. Cir. 1995). “If the claim preamble,
when read in the context of the entire claim, recites limitations of the claim,
or, if the claim preamble is ‘necessary to give life, meaning, and vitality’

to the claim, then the claim preamble should be construed as if in the balance
of the claim.” Pitney Bowes, Inc. v. Hewlett—-Packard Co., 182 F.3d 1298, 1305,
51 USPQ2d 1161, 1165-66 (Fed. Cir. 1999). See also Jansen v. Rexall Sundown,
Inc., 342 F.3d 1329, 1333, 68 USPQ2d 1154, 1158 (Fed. Cir. 2003) (In considering
the effect of the preamble in a claim directed to a method of treating or
preventing pernicious anemia in humans by administering a certain vitamin
preparation to “a human in need thereof,” the court held that the claims’
recitation of a patient or a human “in need” gives life and meaning to the
preamble’ s statement of purpose.). Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ
478, 481 (CCPA 1951) (A preamble reciting “[aln abrasive article” was deemed
essential to point out the invention defined by claims to an article comprising
abrasive grains and a hardened binder and the process of making it. The court

stated “it is only by that phrase that it can be known that the subject matter
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defined by the claims is comprised as an abrasive article. Every union of
substances capable inter alia of use as abrasive grains and a binder is not an
‘abrasive article.’ ” Therefore, the preamble served to further define the
structure of the article produced.).

[ L— KRR LSS L — A RPN R TEBRENENNL TV D, | Bell
Communications Research, Inc. v. Vitalink Communications Corp., b5 F.3d 615, 620,
34 USPQ2d 1816, 1820 (Fed. Cir. 1995), [Z7 L —ARIHERIA, 7 L — A& KO IR
(CHAAENDHEIE, Y%7 L—LORELZTLHT 5, BWVE, 7 b — LFHER 25 Y
%7 L— AT [y, BEWEWNENE 5 21200 E] 7055813, F0 7 b— AR 1
ML L—LDNT U 2 & o TN DD X I ITHRIS 722 TIEAR B2V, | Pitney
Bowes, Inc. v. Hewlett—Packard Co., 182 F.3d 1298, 1305, 51 USPQ2d 1161, 1165-66
(Fed. Cir. 1999), X6 Z&ME LT, Superguide Corp. v. DirecTV Enterprises,
Inc., 342 F.3d 1329, 1333, 68 USPQ2d 1154, 1158 (Fed. Cir. 2003) (—ED E ¥ I Al
IENELEETLE M ICRETHZEICEY B FOBEMER M AZTEEE L IXBhIET
LIEICET 5 7 U — L DORHRE 5 O it 2128 7o T, #eflpnd, BT
(WMEELE LTS B MIOWTOYEEY L—AOHIE, BiHRED O B OBER I 6 &
OEMAE 52 TWwb & Lz, )Kropa v. Robie, 187 F.2d 150,152, 88 USPQ 478, 481
(CCPA 1951) ( TWFEEMSL ] ZRC#EIT 2 RIHRER ST 1. WFEERL K OB LS & 7 2 & e dnlE OF
ICZENERGET D72 AR L, 7 L= AL > TER SN RHEZ R T720ICHAE &
Shic, BHFHIKD X5 ICE~RTNS, U2 L— Al Lo TER S RERI5IT
WHEMEL L L TR SN D Z L IZZDORIUCL > TOBRLND, &0 DITHIER L RS
Al LTHEMRT 22 LD TELEEDOFEEOEN LN [HEMI] &5 DT TiEZRu,
> T, ZORHEE DT EES N DM OMEZFEFICERT 2@E 235, )

I. PREAMBLE STATEMENTS LIMITING STRUCTURE
I #iEZRET DRl T OB

Any terminology in the preamble that limits the structure of the claimed
invention must be treated as a claim limitation. See, e.g., Corning Glass Works
v. Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251, 1257, 9 USPQ2d 1962, 1966 (Fed.
Cir. 1989) (The determination of whether preamble recitations are structural
limitations can be resolved only on review of the entirety of the application
“to gain an understanding of what the inventors actually invented and intended
to encompass by the claim.” ); Pac-Tec Inc. v. Amerace Corp., 903 F.2d 796,
801, 14 USPQ2d 1871, 1876 (Fed. Cir. 1990) (determining that preamble language
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that constitutes a structural limitation is actually part of the claimed
invention). See also In re Stencel, 828 F.2d 751, 4 USPQ2d 1071 (Fed. Cir. 1987)
(The claim at issue was directed to a driver for setting a joint of a threaded
collar; however, the body of the claim did not directly include the structure of
the collar as part of the claimed article. The examiner did not consider the
preamble, which did set forth the structure of the collar, as limiting the claim.
The court found that the collar structure could not be ignored. While the claim
was not directly limited to the collar, the collar structure recited in the
preamble did limit the structure of the driver. “[T]he framework — the
teachings of the prior art — against which patentability is measured is not all
drivers broadly, but drivers suitable for use in combination with this collar,
for the claims are so limited.” 1Id. at 1073, 828 F.2d at 754.).

7 L — A ENTRHORIE Z RET DRHER D DWW 7 L—LERET D E L
THOYFbnXe 5700, SEH|E LT, Corning Glass Works v. Sumitomo Elec.
U.S.A., Inc., 868 F.2d 1251, 1257, 9 USPQ2d 1962, 1966 (Fed. Cir. 1989) (RitZ{h5y
DFEHPEERIRE TH L0 E D 0 OHER,  TUEFEHNERRIZREI LYY L — AT
FoTUETLHILEBRTL2bODOHMEEGLT2D] OEZEMAEDOHFEIZIESNT
DHRETHZEMNTED, ) ; Pac-Tec Inc. v. Amerace Corp., 903 F.2d 796,

801, 14 USPQ2d 1871, 1876 (Fed. Cir. 1990) (HIERIPRE 2 HEM ¥ D AITEE > D CF 1
BIRIZ, 7 L= LSRRI TH D), RHLZMDOZ &, In re Stencel, 828 F.2d
751, 4 USPQ2d 1071 (Fed. Cir.1987) (D27 L —AFRUE D T—DTa A b
BETHIZDD RTANR=IZET BT ; LML, HBihZ L—AKREEHIZIZZ L—2a 3
i O & LT DA T —OENERICE ENTVRY, FEEILL ORIZES
(AR 7 — G2 RN TWNW) 27 L— L2 RETDLHDE LTEE Lo 7c, BT
TUREAN T —HEE L B TERWEHPR LT, Hi%7 L — L3N T — 2 EEICITR
ELTOWZRWA, AR ISR SN D UREH 7 —HEN HE P T A N—OREEZIRE L
TW5,  TREFFIEDS R S 4 2 Mt GEATHAIN 2> B EUR SO A 13, JREITT T
RZ—=N_=LWn5DTIFR, BEI L—2DBRELTVDEIIC, Z0hTF—LlAE
PDETHERT 2O LI NI AN—=TdH 5, | Id. atl073, 828 F.2d at 754, )

I1I. PREAMBLE STATEMENTS RECITING PURPOSE OR INTENDED USE
II. BRINIIER LR Z#d 2 aiREs oA

The claim preamble must be read in the context of the entire claim. The

determination of whether preamble recitations are structural limitations or mere
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statements of purpose or use “can be resolved only on review of the entirety of
the [record] to gain an understanding of what the inventors actually invented
and intended to encompass by the claim.” Corning Glass Works, 868 F.2d at 1257,
9 USPQ2d at 1966. If the body of a claim fully and intrinsically sets forth all
of the limitations of the claimed invention, and the preamble merely states, for
example, the purpose or intended use of the invention, rather than any distinct
definition of any of the claimed invention’ s limitations, then the preamble is
not considered a limitation and is of no significance to claim construction.
Pitney Bowes, Inc. v. Hewlett—-Packard Co., 182 F.3d 1298, 1305, 51

USPQ2d 1161, 1165 (Fed. Cir. 1999). See also Rowe v. Dror, 112 F.3d 473, 478, 42
USPQ2d 1550, 1553 (Fed. Cir. 1997) ( “where a patentee defines a structurally
complete invention in the claim body and uses the preamble only to state a
purpose or intended use for the invention, the preamble is not a claim
limitation” ); Kropa v. Robie, 187 F.2d at 152, 88 USPQ2d at 480-81 (preamble is
not a limitation where claim is directed to a product and the preamble merely
recites a property inherent in an old product defined by the remainder of the
claim); STX LLC. v. Brine, 211 F.3d 588, 591, 54 USPQ2d 1347, 1350 (Fed. Cir.
2000) (holding that the preamble phrase “which provides improved playing and
handling characteristics” in a claim drawn to a head for a lacrosse stick was
not a claim limitation). Compare Jansen v. Rexall Sundown, Inc., 342

F.3d 1329, 1333-34, 68 USPQ2d 1154, 1158 (Fed. Cir. 2003) (In a claim directed
to a method of treating or preventing pernicious anemia in humans by
administering a certain vitamin preparation to “a human in need thereof,” the
court held that the preamble is not merely a statement of effect that may or may
not be desired or appreciated, but rather is a statement of the intentional
purpose for which the method must be performed. Thus the claim is properly
interpreted to mean that the vitamin preparation must be administered to a human
with a recognized need to treat or prevent pernicious anemia.); In re
Cruciferous Sprout Litig., 301 F.3d 1343, 1346-48, 64 USPQ2d 1202, 1204-05 (Fed.
Cir. 2002) (A claim at issue was directed to a method of preparing a food rich
in glucosinolates wherein cruciferous sprouts are harvested prior to the 2-leaf
stage. The court held that the preamble phrase “rich in glucosinolates” helps
define the claimed invention, as evidenced by the specification and prosecution

history, and thus is a limitation of the claim (although the claim was
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anticipated by prior art that produced sprouts inherently “rich in
glucosinolates” )).
7 L— LOFHE DL U— A 2RO SCIRICFEAIA E AL B0, ﬁWﬁA®%ﬁ
DREIERIIRE CTh D5, XITH2 5 HAE L ITHEOBMOR TH 52028 5 D&
YR EERICHEA L Y34 L — ALioT@a?éyk%ﬁiﬁé%@®@%%%
L= FLek] OBRIZ O VW TOREICE SNV TOARET L ENTE D, |
Corning Glass Works, 868 F.2d at 1257, 9 USPQ2d at 1966, 27 L —ADAKERIN B4
OAEMINZ 7 L— L SNTEHEPADRED TN TEHIBTEY | FifEil2IE7 L—AShic
FEHDOM HINOIREDOHMEREFR E VD L0k, FliE, YZRHO BN XTEX LA
WEIRRTWBLETOEE, ZFORHEHSIIRE L AR ENT, 7 L— 2D E T
Al HEMIX 72V, Pitney Bowes, Inc. v. ewlett—Packard Co., 182 F.3d 1298, 1305, 51
USPQ2d 1161, 1165 (Fed. Cir. 1999), WK&HZMD Z &, Rowe v. Dror, 112 F.3d 473,
478, 42 USPQ2d 1550, 1553 (Fed. Cir.1997) ( [FFFFEE Y7 L — AR AR &I 58
EIEAEEFR L, TORHRED 2 4% EHO B UTER LR E2 508325 Ol
AL TWaEHE, ZORHRT 2L L—L2EZRET D HDOTILRYY, | ) ; Kropa v.
Robie, 187 F.2d at 152, 88 USPQ2d at 480-81 (Ri#&ilyix 7 L — LB IZ BT B RE
TIE7R< . FORHRESITHIC Y L— 20D OEFSIZE > TEFRS NS HEEIZA
Kl o> TWHMEZFHEH T 5751 TH D) 5 STX LLC. v. Brine, 211 F.3d 588, 591,
54 USPQ2d 1347, 1350 (Fed. Cir. 2000) (727 B ART 4 v 7 D~y RIZONTENNE
JL—Ah0D [WERENTZTL—A L T RONY R v VR 285 ) BHRE DR
37 L—L%RETHLDOTIE RN E INTWD), kigd LT, Jansen v. Rexall
Sundown, Inc., 342 F.3d 1329, 1333-34, 68 USPQ2d 1154, 1158 (Fed. Cir.
2003) ( =DV X I HE, TNELELTLHE M ITERETDHZEITED B FOENE
B A RS L EBIET 2 5B 5 7 L— Az T, BHFTIE. ORI
MBI NENE I D XITELSFHMEESND I E D DB WHROH 7 /R Tl <,
ﬂb%%@ﬁ%ﬁ%ﬁéﬂmiﬁ%ﬁwgﬂmﬁ9%®@ﬁﬁké&Lk@r%of\%
%7 L— LI EO X I CANTEMRE M OIRE OIS LE LR b e Mok X
ﬁ/bfcﬁ TR B0 80 S BRICEYNCAIR S5, ) ; In re Cruciferous Sprout
Litig., 301 F.3d 1343, 1346-48, 64 USPQ2d 1202, 1204-05 (Fed. Cir. 2002) (RJ&E®D 7
— A0, TR OB EFEEVEER L VENCE L, Jray ) T— MCEDEW EERK
TAHHEICHET b, #EFTNX. (Zrvas ) 5—RMaETe] LW )RR OFEBIT
I O A B R 1 i@i&éﬂf%é@f7v AEZNTWBRIFDERITEND &
L7z, o T, (7L —nidbeib e [(vay ) I—MIET] HiEEEETHE
ITEIRICE D PRI TWDIZHE2 00O ) U7 L—2DREE 0D LR LI, )
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During examination, statements in the preamble reciting the purpose or intended
use of the claimed invention must be evaluated to determine whether the recited
purpose or intended use results in a structural difference (or, in the case of
process claims, manipulative difference) between the claimed invention and the
prior art. If so, the recitation serves to limit the claim. See, e.g., In re
Otto, 312 F.2d 937, 938, 136 USPQ 458, 459 (CCPA 1963) (The claims were directed
to a core member for hair curlers and a process of making a core member for hair
curlers. The court held that the intended use of hair curling was of no
significance to the structure and process of making.); In re Sinex, 309 F.2d 488,
492, 135 USPQ 302, 305 (CCPA 1962) (statement of intended use in an apparatus
claim did not distinguish over the prior art apparatus). If a prior art
structure is capable of performing the intended use as recited in the preamble,
then it meets the claim. See, e.g., In re Schreiber, 128 F.3d 1473, 1477, 44
USPQ2d 1429, 1431 (Fed. Cir. 1997) (anticipation rejection affirmed based on
Board’ s factual finding that the reference dispenser (a spout disclosed as
useful for purposes such as dispensing oil from an oil can) would be capable of
dispensing popcorn in the manner set forth in appellant’ s claim 1 (a dispensing
top for dispensing popcorn in a specified manner)) and cases cited therein. See
also MPEP § 2112 — MPEP § 2112.02.

FEIZBWT, 7L —AZNTWDHEHOBXITERM U@ 25083 2 Bt OB
ik, RSN D B SULER LIZHEBN 7 b— A STV 550 & el & ofdEn
HEWCE LIE, HlEZ L—2O5EEITBREOEWN) 2 b7 b0 E S0 ER 6N T 572
DFHl S NRIER R, EWR DL, TORHEHITZ L—LERETLHEELRIZLT
W5, ZHERFE LT, In re Otto, 312 F.2d 937, 938, 136 USPQ 458, 459

(CCPA 1963) (HE%Z L —LEINT BT =DM E~T 07 —OEM 2 Ek T 57 nt
AT BTz, BHPTIE, ~T =0 ) B LTEH@®E, BT sk 7 et
AN HEIRAR 20N E LTz, ) 5 In re Sinex, 309 F.2d 488, 492, 135 USPQ 302, 305
(CCPA 1962) (&2 L— AIZRIT 28X LI B OBURIZIT, ERODUEE 2 2 518V X
IR0 ) TERBIN OREE D YRR ISR SN DB LB 2RI 2 LR ATRET
HIE, H%I V—AIEET D, ZREHIE LT, In re Schreiber, 128

F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. Cir. 1997) (BIAGIDT 4 A~ ¥ — (i
LA ANEN LT LR EOHMICANTHL & LTHRSNIZES 1)1, HFE
ANDZ =L L(FTEDTIETR y 7 a—rz/ MM LT 5720/ M LI ICRE#HS LD T7
TRy Fa—rZESZENRTELTHA D LT DFHHOFFZRIEITES D
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RANZ X DN R Sz, AMETHIH S =8B H 2R, MPEP 26 2112 &RIhES
2112.02 LD Z L,

However, a “preamble may provide context for claim construction, particularly,
where -+ that preamble’ s statement of intended use forms the basis for
distinguishing the prior art in the patent’ s prosecution history.” Metabolite
Labs., Inc. v. Corp. of Am. Holdings, 370 F.3d 1354, 1358-62, 71
USPQ2d 1081, 1084-87 (Fed. Cir. 2004). The patent claim at issue was directed to
a two—step method for detecting a deficiency of vitamin B12 or folic acid,
involving (i) assaying a body fluid for an “elevated level” of homocysteine,
and (ii) “correlating” an “elevated” level with a vitamin deficiency. Id.
at 1358-59, 71 USPQ2d at 1084. The court stated that the disputed claim term
“correlating” can include comparing with either an unelevated level or
elevated level, as opposed to only an elevated level because adding the
“correlating” step in the claim during prosecution to overcome prior art tied
the preamble directly to the “correlating” step. Id. at 1362, 71 USPQ2d
at 1087. The recitation of the intended use of “detecting” a vitamin
deficiency in the preamble rendered the claimed invention a method for
“detecting,” and, thus, was not limited to detecting “elevated” levels. Id.
L2L23 s, TRHEE IS L= LRI DWW TOERZRMET 52N TED, LY
?NT“%@%%ﬁﬂ@aﬂLt%b@ﬁﬁﬂéﬂ%ﬁ@%E@@KEWT%ﬁHW%E
BT HARIE TR L TV DA TH D, | Metabolite Labs., Inc. v. Corp. of Am.
Holdings, 370 F.3d 1354, 1358-62, 71 USPQ2d 1081, 1084-87 (Fed. Cir. 2004), [
DFFFF7 L— AT EH I 2 B12 IEMO R ZIEZ BRI 2RO 2 B 5l 5 Ik
A bz, (DEREDIT L THRES AT A D [ERLIZL~L) 2Rk D, KRIZ,
(ii) TEFR L] L2 ey I RZGEL THBEEE %] . 370 F.3d at 1358-59, 71
USPQ2d at 1084, HHIFTIX, Rl >TW\WH 27 L—2AOHE MMEESE D) 1, EHL
L~ DB TIERLS, EFLELLE LT RN LV IS 5 2 L 2 Gt L
AT, R FATEMN 2 RS Do OICFEARIE T, 7 b—La0 THBESES ) A
T v T a Ry SR OO TIBIM L7225 Téh %5, 370 F.3d at 1362, 71 USPQ2d
at 1087, AR OE X IV RZHE B IZOWTORK LI Hgomsit, 71—
LENTRER L TR HiEELTEY, #-oT TER L) bV ERmET 22 &R
FE SR, [RISCHR,
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See also Catalina Mktg. Int’ 1, 289 F.3d at 808-09, 62 USPQ2d at 1785 ( “[C]lear
reliance on the preamble during prosecution to distinguish the claimed invention
from the prior art transforms the preamble into a claim limitation because such
reliance indicates use of the preamble to define, in part, the claimed
invention. ---Without such reliance, however, a preamble generally is not limiting
when the claim body describes a structurally complete invention such that
deletion of the preamble phrase does not affect the structure or steps of the
claimed invention.” Consequently, “preamble language merely extolling benefits
or features of the claimed invention does not limit the claim scope without
clear reliance on those benefits or features as patentably significant.” ). In
Poly—America LP v. GSE Lining Tech. Inc., 383 F.3d 1303, 1310, 72
USPQ2d 1685, 1689 (Fed. Cir. 2004), the court stated that “a ‘[r]eview of the
entirety of the ’~ 047 patent reveals that the preamble language relating to
‘blown—film’ does not state a purpose or an intended use of the invention, but
rather discloses a fundamental characteristic of the claimed invention that is
properly construed as a limitation of the claim.” 7 Compare Intirtool, Ltd. v.
Texar Corp., 369 F.3d 1289, 1294-96, 70 USPQ2d 1780, 1783-84 (Fed. Cir. 2004)
(holding that the preamble of a patent claim directed to a “hand-held punch
pliers for simultaneously punching and connecting overlapping sheet metal” was
not a limitation of the claim because (i) the body of the claim described a
“structurally complete invention” without the preamble, and (ii) statements in
prosecution history referring to “punching and connecting” function of
invention did not constitute “clear reliance” on the preamble needed to make
the preamble a limitation).
WH oD Z L, Catalina Mktg. Int’ 1 v. Coolsavings.com, Inc., 289 F.3d at 808-
09, 62 USPQ2d at 1785, ( [PfiH D7 L— A SN TV DI EJATHM O KB4 5 Z
EANZDOWT DORMHZER D ~DOARERMKILT, £ D X 5 2Kl —oDIiZiT7 b—a ST
LI L EFRT DO ORHRI S DM 2 BRT 5D T, RN %7 L —LADREICE
e %, - LinL. ZOXDRIKIEDB RN, 7 b— AR EERIZ B2 72 5 A
ZEE#E L TR, AIEHS RN TH 7 L—LA SN TV A REHOHE T TRICHEL 5
ZIRWIRWIEE T, BRI RICIREL RV, | E-o T, 7 Lb—AShTW5 R
DIELE IIFERE 2 LI T 2 12T ORHEE Ay O E 1L, Kt 2 G925 L THEZR L O
& LTEND DL IIBEREICHIFEIAKIL L TV eh, 7 L— A DOFIFH 2 [RE L7
VY, | )InPoly-America LP v. GSE Lining Tech. Inc., 383 F.3d 1303, 1310, 72
USPQ2d 1685, 1689 (Fed. Cir. 2004), #CHIFTiE, 7 047 BpaF2fE2Matd 2 L. oA
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7 4 VA BT D RMHRE S OSCE TSR O B SUIE R L7z iR 2 5tk L Tnze i
B, 7 L—=ASTWLEPAOEARNFEZR L TBY ., H#%7 L—LADRE L L TH
MEINLOPWEITHDH-++, | & LTz, tigHEfFlE LT, Intirtool, Ltd. v. Texar
Corp., 369 F.3d 1289, 1294-96,70 USPQ2d 1780, 1783-84 (Fed. Cir. 2004) ( & 7=
e O AFL LR 2 FRIRFICTE 2 FREBONRBIT <~ F) 2T 257 L— L DR
FEEIE, ROBHE TYK I L— L2 ZREL TV eWnE ST, (1) %i%7 b— LAARIKE
I2E ORHETR 372 < T EERICTERRIEN ) £ L T, (D)FHEHD [HALL
LRG| BEREICE KT D EABIEOBURIL, MR B REICRDTDITKNE L Sh
5. HLAETR S~ T 2T 5 b DO TIERW, )

2111. 04 “Adapted to,”  “Adapted for,” “Wherein,” and “Whereby” Clauses
[R-07. 2015]

2111.04 [Adapted to(~IZ® L TW5)] . [Adapted for(~iIZ@®EL TW3)] .
[Wherein(FZT) | KO Whereby (FiZX->7T) | &

Claim scope is not limited by claim language that suggests or makes optional but
does not require steps to be performed, or by claim language that does not limit
a claim to a particular structure. However, examples of claim language, although
not exhaustive, that may raise a question as to the limiting effect of the
language in a claim are:

(A) “adapted to” or “adapted for” clauses;

(B) “wherein” clauses; and

(C)  “whereby” clauses.

The determination of whether each of these clauses is a limitation in a claim
depends on the specific facts of the case. See, e.g., Griffin v. Bertina, 283
F.3d 1029, 1034, 62 USPQ2d 1431 (Fed. Cir. 2002) (finding that a “wherein”
clause limited a process claim where the clause gave “meaning and purpose to
the manipulative steps” ). In In re Giannelli, 739 F.3d 1375, 1378, 109

USPQ2d 1333, 1336 (Fed. Cir. 2014), the court found that an “adapted to” clause
limited a machine claim where “the written description makes clear that ~adapted
to,” as used in the [patent] application, has a narrower meaning, viz., that the
claimed machine is designed or constructed to be used as a rowing machine
whereby a pulling force is exerted on the handles.” In Hoffer v. Microsoft Corp.,
405 F.3d 1326, 1329, 74 USPQ2d 1481, 1483 (Fed. Cir. 2005), the court held that

when a “ ‘whereby’ clause states a condition that is material to patentability,
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it cannot be ignored in order to change the substance of the invention.” /d.
However, the court noted that a “ ‘whereby clause in a method claim is not
given weight when it simply expresses the intended result of a process step

b »

positively recited. Id. (quoting Minton v. Nat’ 1 Ass’ n of Securities
Dealers, Inc., 336 F.3d 1373, 1381, 67 USPQ2d 1614, 1620 (Fed. Cir. 2003)).

7 L— LD, RS 5 ITEMATREIC T 5 28 TN EM S5 MBI T L — L4
DXFIZE ST, HLLIFFFEDHEEIZOWTZ L—AZHIRB LW L—ADLFIT L
ST, MRS, L, RICETF D7 L—20OXEIT, MR TIZARWDN, 7 L—
DTN D LE ORI RICEEMZE Z SELIXETH D,

(A) Tadapted to(~I|Z3# L C\ %)) Xix ladapted for (~IZi L CTuV5)Hi

(B) Twherein(% ZT)J #i. &KW

(C)  Twhereby (ZAULZ L - T)J fi

INLDEDENEND T L—LIZBWTIRE LR D00 E 9 MOYEIL, YZFREOENR
FEFEIKFT 5, (BIRIEX WSRO Z &, Griffin v. Bertina, 283

F.3d 1029, 1034, 62 USPQ2d 1431 (Fed. Cir. 2002) ( [lwherein(ZZT)) HilX., =D
iy THEO AT » FIZERLACER ] 2R THEICE, ek Lb—AZRELTW
H., ERMELTWD) o In re Giannelli, 739 F.3d 1375, 1378, 109

USPQ2d 1333, 1336 (Fed. Cir. 2014) 23T, AT [adapted to (~I|Zi L T\
%)) #Hix, THMENOREHEIC LY Tadapted tol] ﬁiﬁ%b\%%%ﬁo* EWHALNTH
e (DFEO, ZJUL—AZINTWEHEHEr—A v LTHERAIND XD ICEE
TSN TEY , 2RI L > TS RIVZHIEEDNR D> T D Z & I LT
Do 11 LA, B L—2ZBEL TS ERE LT, ] * Hoffer v. Microsoft
Corp., 405 F.3d 1326, 1329, 74 USPQ2d 1481, 1483 (Fed. Cir. 2005) (23T, #:HIPT
1%, T [wherebyl EinSRFFFHEICBAROH D L ODRME BTV DIFE, YEEHDOHE
KRBT DDA T L2 N TE R, FSGR, LU, REHPFTX (GIHIX
Minton v. Nat’ 1 Ass fn of Securities Dealers, Inc., 336 F.3d1373, 1381, 67
USPQ2d 1614, 1620 (Fed. Cir. 2003)). [ [J5¥E27 L— A D whereby fild, HAAEHIIZED
WEINTT e ATROBRINTEEREZBIZR L TW LI GEITEAINRW] | FSTHER,

HORFRIC K DGR
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2112 Requirements of Rejection Based on Inherency; Burden of Proof [R-07.2015]
2112 BEMNEHICESIEROER: ; SFEEE

[Editor Note: This MPEP section is applicable to applications subject to the
first inventor to file (FITF) provisions of the AIA except that the relevant
date is the “effective filing date” of the claimed invention instead of the
“time of the invention, ” which is only applicable to applications subject to
pre—AIA 35 U.S.C. 102. See 35 U.S.C. 100 (note) and MPEP § 2150 et seq. ]

UHEZTE : Z D MPEP DT 2 > 5 AL IEED ST ZEHE 1= T 0 T S Hiliz
BHEINSG, OF V., IAFFTLEGE 102 FIZESTOTRIANLEHFETH Y, & DIEHEH D3,

IBBINE) TIZ0 < FEHDO THGIHER ) ThSHEITITE T IFn 0, #7455 100
& (7)) KCVMPEP2150 LI F2ME, 1 %

The express, implicit, and inherent disclosures of a prior art reference may be
relied upon in the rejection of claims under 35 U.S.C. 102 or 103. “The
inherent teaching of a prior art reference, a question of fact, arises both in
the context of anticipation and obviousness.” [In re Napier, 55 F.3d 610, 613,
34 USPQ2d 1782, 1784 (Fed. Cir. 1995) (affirmed a 35 U.S.C. 103 rejection based
in part on inherent disclosure in one of the references). See also /n re
Grasselli, 713 F.2d 731, 739, 218 USPQ 769, 775 (Fed. Cir. 1983).

FATEAR O BIOWHE, BORRINOWAER Z2BRIE, FFaFEH 102 230U35 103 &KiC Xk
57 L= LOEMICE W TIKILS WSS, TRITEIR D516, FHRICET 2 F om0 HIFTE
HNCHOR S DAL, FRPEO RN O EAYEZ#RFd 5 THEL S, | In re Napier,
55 F.3d610, 613, 34 USPQ2d 1782,1784 (Fed. Cir. 1995) (5| HSCHkD —DIZETERIIZH
TR SHVIZER TS LD S HFRFIESD 103 S4E# 2 3<Ff, ) In re Grasselli, 713 F.2d 731,
739, 218 USPQ769, 775 (Fed. Cir. 1983) HbZHDZ &,

I. SOMETHING WHICH IS OLD DOES NOT BECOME PATENTABLE UPON THE DISCOVERY OF A
NEW PROPERTY

L WS DITH LWEEDO R RIZ L - THRFZZIT bhan

“[T]he discovery of a previously unappreciated property of a prior art

composition, or of a scientific explanation for the prior art’ s functioning,

® HEBE R R DGR
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does not render the old composition patentably new to the discoverer.” Atlas
Powder Co. v. Ireco Inc., 190 F.3d 1342, 1347, 51 USPQ2d 1943, 1947 (Fed.

Cir. 1999). Thus the claiming of a new use, new function or unknown property
which is inherently present in the prior art does not necessarily make the claim
patentable. /n re Best, 562 F.2d 1252, 1254, 195 USPQ 430, 433 (CCPA 1977). In
In re Crish, 393 F.3d 1253, 1258, 73 USPQ2d 1364, 1368 (Fed. Cir. 2004), the
court held that the claimed promoter sequence obtained by sequencing a prior art
plasmid that was not previously sequenced was anticipated by the prior art
plasmid which necessarily possessed the same DNA sequence as the claimed
oligonucleotides. The court stated that “just as the discovery of properties of
a known material does not make it novel, the identification and characterization
of a prior art material also does not make it novel.” /d. See also MPEP

§ 2112.01 with regard to inherency and product—by—process claims and MPEP §
2141. 02 with regard to inherency and rejections under 35 U.S.C. 103.

EATHANR ORI O FERNTIZFRD HIVTWZRWERESC, SUIREREIF OMREIZBE T 5
FHERA 2 A L Th ., BREDNTWHMEMIITHR THL & L TRFLZITOND L9
IZiE7e 5720y, | AtlasPowder Co. v. Ireco Inc., 190 F.3d 1342, 1347, 51
USPQ2d 1943, 1947 (Fed. Cir. 1999), T C. JefTHIFICEIERNICTEIET D8
BHHFERE SUTRAMOFHEICONTZ L— AT 5 2 L30T L %7 L— L2 friftED &
HHDETHDITTIEARV, In re Best, 562 F.2d 1252, 1254, 195 USPQ430, 433
(CCPA 1977), In re Crish, 393F.3d 1253, 1258, 73 USPQ2d 1364, 1368 (Fed. Cir.
2004) IZFB\UNT, FHIFTIE, LATNCESIRE S TWRWIEKREIRD 7T 2 3 Rz BlyIk
ETHIEICE>TAFSN, Zb—Lasn T a7 nE—F—fliL, 7L —Lb3nT
WHAY TR LFA R &R0 DNA B8 2 6 SREC A D 1ERTH O 77 2 3 FIZ &
S THRMEEZRR LI E Uie, [FEHPTIE (7272 HICBEE OB O KM Z R /L L T8 HTH
PEZ 72 <L AERBANM B O FpE S O PERHA & F 72 T ISHTME 2 5 22 b O TIE7ZR 0
Lk, [FSCHER, Eo. BEMRHER T B X7 N« XA - FrgR -« 7 L—AIZDON
TILMPEP % 2112.01 &%, HFFFESE 103 FICHD IEHERRRE K OHEAEIZ DV T
MPEP 5 2141.02 =& = L,

II. INHERENT FEATURE NEED NOT BE RECOGNIZED AT THE TIME OF THE INVENTION
I1. MEERARRICERMR SN 2 BREO R W BRI

There is no requirement that a person of ordinary skill in the art would have

recognized the inherent disclosure at the time of Invention, but only that the
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subject matter is in fact inherent in the prior art reference. Schering Corp. V.
Geneva Pharm. Inc., 339 F.3d 1373, 1377, 67 USPQ2d 1664, 1668 (Fed. Cir. 2003)
(rejecting the contention that inherent anticipation requires recognition by a
person of ordinary skill in the art before the critical date and allowing expert
testimony with respect to post—critical date clinical trials to show inherency);
see also Joro Co. v. Deere & Co., 355 F.3d 1313, 1320, 69 USPQ2d 1584, 1590 (Fed.
Cir. 2004) ( “[Tlhe fact that a characteristic is a necessary feature or result
of a prior—art embodiment (that is itself sufficiently described and enabled) is
enough for inherent anticipation, even if that fact was unknown at the time of
the prior invention.” ); Abbott Labs v. Geneva Pharms., Inc., 182

F.3d 1315, 1319, 51 USPQ2d 1307, 1310 (Fed.Cir.1999) ( “If a product that is
offered for sale inherently possesses each of the limitations of the claims,
then the invention is on sale, whether or not the parties to the transaction
recognize that the product possesses the claimed characteristics.” ); Atlas
Powder Co. v. Ireco, Inc., 190 F.3d 1342, 1348-49, 51 USPQ2d 1943, 1947 (Fed.
Cir. 1999) ( “Because ‘sufficient aeration’ was inherent in the prior art, it
is irrelevant that the prior art did not recognize the key aspect of [the]
invention.... An inherent structure, composition, or function is not necessarily
known.” ); SmithKline Beecham Corp. v. Apotex Corp., 403 F.3d 1331, 1343-44, 74
USPQ2d 1398, 1406-07 (Fed. Cir. 2005) (holding that a prior art patent to an
anhydrous form of a compound “inherently” anticipated the claimed hemihydrate
form of the compound because practicing the process in the prior art to
manufacture the anhydrous compound “inherently results in at least trace
amounts of” the claimed hemihydrate even if the prior art did not discuss or
recognize the hemihydrate); In re Omeprazole Patent Litigation, 483

F.3d 1364, 1373, 82 USPQ2d 1643, 1650 (Fed. Cir. 2007) (The court noted that
although the inventors may not have recognized that a characteristic of the
ingredients in the prior art method resulted in an in situ formation of a
separating layer, the 7n situ formation was nevertheless inherent. “The record
shows formation of the 7n situ separating layer in the prior art even though
that process was not recognized at the time. The new realization alone does not
render that necessary [sic] prior art patentable.” )

WX NRIREIZE OBIEMIB R Z GBI L TV Th A D Z LT Bz, BT, Y%kt
PSRRI TATHAN SO I FE FIBEICE TN TWATET TRV, Schering Corp.

v. Geneva Pharm. Inc.,339 F.3d 1373, 1377, 67 USPQ2d 1664, 1668 (Fed. Cir.
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2003) (BEAERNZHTHAME 20N &3 272012, EERLRTO Y EEIZ L DA ME L+
6&M9£%®%ﬁ\&0\§ﬁﬁﬁé%%%ﬁ 2T 57200, BEAZBITHOOME
PRERBRICBE 9 2 M ZEAFS OFFA) ; RSSO Z L, Toro Co. v.Deere & Co., 355
F.3d 1313, 1320, 69USPQ2d 1584, 1590 (Fed. Cir. 2004) ( LI LERFFHTH D,
L <AFRFEATHEAN O ] (VBRI SNEMAETH D) DR TH D L)
HEX, TOFENEITHEMORBEHARRZ MO T oo & LTH, BEITHEMEN
Wt TAHZ LIS THD, | ) ; Abbott Labs v. Geneva Pharms., Inc., 182
F.3d 1315, 1319, 51 USPQ2d 1307, 1310 (Fed. Cir. 1999) ( 520 ([CH S D823 Y%7
L —ADKREDZENENEBIENCAE T 256, TORIIL, UBE Y FEnE o
I ML L— DO E R T 5 Z L ZRO TV LG E MY, KEHTH
5, 1) ; Atlas Powder Co. v. Ireco, Inc., 190 F.3d 1342, 1348-49 (Fed.
Cir.1999) ( [+H437e#a&] 13Z DIATHM OBAENIFE TH - T DT, T DRATHA 234
R DO BB/ R A TR LT e 2 ST EREME R eV, - IETERY Ao A SRR XL
IIHERE IS T L HE BN TWD &V DT TlEZevy, );SmithKline Beecham Corp.
v. Apotex Corp., 403 F.3d 1331, 1343-44, 74USPQ2d 1398, 1406-07 (Fed. Cir.
2005) (LB P DKL T 5 FATHIFFFFFIC L U . 7 L— ATV D KL
PEEERT D, 2D, ZOBKEEYZRET 27D EITHINO 7 n e 2R 2 F4T7
U, BATEIRDSZ Ok b % fat s L IFEE L T n e LTh, 7 L—A &R T
WD) [ BTERIC D LB MEL LT LILR D) 2o ThoH E LT, )
[In re Omeprazole Patent Litigation, 483 F.3d 1364, 1373, 82 USPQ2d 1643, 1650
(Fed. Cir. 2007) (FHIFTIL. FEHE DITEATEINR O ITIEIZI T 5 UL DFFHED
Bt D in—situBilE HbT-6T 2 E 2L T\ o2 LTH, in—situfBhk i@ﬁ
WThHHr ML, 47 e ARZORER TR I TN LT, sk
DIXTATEINICEB W T in—situ BEE DR SN TWD Z LI TH L, Hiloeik
W T, OB RO E ] RATERICRTFIIE A bRy, 1) o 17

% HF I K DGR
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III. A REJECTION UNDER 35 U.S.C. 102/103 CAN BE MADE WHEN THE PRIOR ART
PRODUCT SEEMS TO BE IDENTICAL EXCEPT THAT THE PRIOR ART IS SILENT AS TO
AN INHERENT CHARACTERISTIC
III. AHFEFIESE 102 &8 103 RIC X 2HEMEITEITEMBE SR —DO L 5 2B bi 535
bn_ﬁ P ENRTED, L, ZORITEMBPEBENREICOVNTE RO
e ZkR<,

Where applicant claims a composition in terms of a function, property or
characteristic and the composition of the prior art is the same as that of the
claim but the function is not explicitly disclosed by the reference, the
examiner may make a rejection under both 35 U.S.C. 102 and 103, expressed as

a 102/103 rejection. “There is nothing inconsistent in concurrent rejections
for obviousness under 35 U.S.C. 103 and for anticipation under 35 U.S.C. 102.”
In re Best, 562 F.2d 1252, 1255 n.4, 195 USPQ 430, 433 n.4 (CCPA 1977). This
same rationale should also apply to product, apparatus, and process claims
claimed in terms of function, property or characteristic. Therefore, a

35 U.S.C. 102/103 rejection is appropriate for these types of claims as well as
for composition claims.

HBEA DY, BERE. JBMSUIRHEICEA L T2 7 L— A L. 22 T8l O M 3%
N L— LD/ & ﬁ*‘(“&)éﬁi‘%@%’%“%i%”ﬂ (2K > THRIICEI R STV RN
B BT IIRTIES 102 £LOH 103 FOMKEICESE . 5 102 55 103 G464
LTSN, AT LN TE D, ”F%E?Yi% 103 SRIZHES < H ML OFRF
IEEE 102 SRITHES HHUED RAMT K 2 [FIRFFEHEI AT & 50 JE 172V, | In re Best, 562
F.2d 1252, 1255n.4, 195 USPQ 430, 433 n.4 (CCPA 1977), Z D[R UL, 4L, 2%
BERO, BRe. BHSUTRHEICOW T b—A S HEY L— A bl L7 < TR
BN, o T, BFFFESS 102 555 103 S04EKEIL. 2D OFED 7 L — A K URELAL
Yo L— Az LT B,

IV. EXAMINER MUST PROVIDE RATIONALE OR EVIDENCE TENDING TO SHOW INHERENCY
IV. FEEIEENSE 2R TICETOHEAOIREL 2 AR L2 il ban

The fact that a certain result or characteristic may occur or be present in the
prior art is not sufficient to establish the inherency of that result or

characteristic. [In re Rijckaert, 9 F.3d 1531, 1534, 28 USPQ2d 1955, 1957 (Fed.

Cir. 1993) (reversed rejection because inherency was based on what would result
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due to optimization of conditions, not what was necessarily present in the prior
art); In re Oelrich, 666 F.2d 578, 581-82, 212 USPQ 323, 326 (CCPA 1981). Also,
“laln invitation to investigate is not an inherent disclosure” where a prior
art reference “discloses no more than a broad genus of potential applications
of its discoveries.” Metabolite Labs., Inc. v. Lab. Corp. of Am. Holdings, 370
F.3d 1354, 1367, 71 USPQ2d 1081, 1091 (Fed. Cir. 2004) (explaining that “[a]
prior art reference that discloses a genus still does not inherently disclose
all species within that broad category” but must be examined to see if a
disclosure of the claimed species has been made or whether the prior art
reference merely invites further experimentation to find the species).
FITRE DR SATFRFED ATEIFIC B W TEN D8 L ITAFET D AIREMN H D & ) Fo 52
1%, E ORI FHEDNBIERFRETH D Z & ZSLRET HI2iE T2y, In re
Rijckaert, 9F.3d 1531, 1534,28 USPQ2d 1955, 1957 (Fed. Cir. 1993) (GE{ERIME LS
ITBARCHIRNTAFAE LT b D TIE <L RMEDOEREIZE > THELND TH A I DI
EASNTWeD T, HEHEZERVIE L) ; In re Oelrich, 666 F.2d 578, 581-82, 212
USPQ 323, 326 (CCPA 1981), H7o. JeATHAlrO5IHI2Y T2 D% RO RO WE
W=DDIEWBEZBR L TWD T O] Ba, TREORDITEENFED R Tid 2
VY, | Metabolite Labs., Inc. v. Lab. Corp. of Am. Holdings, 370F.3d 1354, 1367,
71 USPQ2d 1081, 1091 (Fed. Cir. 2004) ( [— 2D @A FHT D AT O5IHIX, E72,
EDIRNHT FYAOT R TOMEBERNICHRT 2 b O TIIRW] 23, 7 L—LAOFED
FLHEMTON TV DN E S, £, IATHIROSIFITE DM Z AL 570D ->% 5
DEBZ RO TNDITTERWNE I DEEBT S LOFEESNRTR LN LD
W, )

“In relying upon the theory of inherency, the examiner must provide a basis in
fact and/or technical reasoning to reasonably support the determination that the
allegedly inherent characteristic necessarily flows from the teachings of the
applied prior art.” Ex parte Levy, 17 USPQ2d 1461, 1464 (Bd. Pat. App. &

Inter. 1990) (emphasis in original) (Applicant’ s invention was directed to a
biaxially oriented, flexible dilation catheter balloon (a tube which expands
upon inflation) used, for example, in clearing the blood vessels of heart
patients). The examiner applied a U.S. patent to Schjeldahl which disclosed
injection molding a tubular preform and then injecting air into the preform to
expand it against a mold (blow molding). The reference did not directly state

that the end product balloon was biaxially oriented. It did disclose that the

- 110 -



balloon was “formed from a thin flexible inelastic, high tensile strength,
biaxially oriented synthetic plastic material.” 7d at 1462 (emphasis in
original). The examiner argued that Schjeldahl’ s balloon was inherently
biaxially oriented. The Board reversed on the basis that the examiner did not
provide objective evidence or cogent technical reasoning to support the
conclusion of inherency.).

(EAERRFME DB IR LT D12 H T - T, FAEE L. FELKD/ ITEAMAFHRILIZEL S
WT, BERNTH D L SNDHFEIL, BARBIIC, 0w SN2 BTN OBURNEIZH
K2 & DY & S FRNICE T 2T TR 5720y, | Ex parte Levy, 17
USPQ2d 1461, 1464 (Bd.Pat. App. & Inter.1990) (GRFRIZE LD E F) (LA DI IX
B ZIE, DEE B E O 2 2 IS D BRI 4D B e OsRESL R T — T L
R L TRAT 2T 2—) I b, )FEEEIL. BRTRMAAY 2 5 0 L
RIZE D TR RN G TTHRR S E D O TS ERETEAT H 2 L 2 BR LT
Schjeldahl O KERFFFZEM Lic, ZO5IHIE, HAEREDSV— 78 “HER TH 5
SEFER AN TEIW o7z, »Sb—0F BESC R D LT WIEFEPIED | SIRIRE DS,
THWEM DB T T ATF v V) ThH I LERH L TV, Id. at 1462 GREFIZH L
DFEFE), FAEIL Schjeldahl D/ — ANIARBEHNC ZHIEM TH D & FiR Lz, FHIE
X, FAE DEBIERVRRE &3 2 iR & AT T 2 R BIREIL A ) O & D Bl ER i &
R L TnZpn 2 & & BT A E 2 7 LT,

In In re Schreiber, 128 F.3d 1473, 44 USPQ2d 1429 (Fed. Cir. 1997), the court
affirmed a finding that a prior patent to a conical spout used primarily to
dispense oil from an oil can inherently performed the functions recited in
applicant’ s claim to a conical container top for dispensing popped popcorn. The
examiner had asserted inherency based on the structural similarity between the
patented spout and applicant’ s disclosed top, i.e., both structures had the
same general shape. The court stated:

[NJothing in Schreiber’ s [applicant’ s] claim suggests that Schreiber’ s
container is ~of a different shape’ than Harz’ s [patent]. In fact, [ ] an
embodiment according to Harz (Fig. 5) and the embodiment depicted in figure 1 of
Schreiber’ s application have the same general shape. For that reason, the
examiner was justified in concluding that the opening of a conically shaped top
as disclosed by Harz is inherently of a size sufficient to ‘allow [ ] several
kernels of popped popcorn to pass through at the same time’ and that the taper

of Harz’ s conically shaped top is inherently of such a shape ‘as to by itself
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jam up the popped popcorn before the end of the cone and permit the dispensing
of only a few kernels at a shake of a package when the top is mounted to the
container.’ The examiner therefore correctly found that Harz established a
prima facie case of anticipation.

Schreiber, 128 F.3d at 1478, 44 USPQ2d at 1432.

In re Schreiber, 128 F.3d 1473, 44 USPQ2d 1429 (Fed. Cir. 1997) 23T, ECHIPT
I, ME#EE O 052 DAIVIZEATRAFS, EIC, WELLOMZET S0l T
WD, WBERNZIE, X TRy Fa—ra2/Nyid 3 570 O MR & WV O HFE
ANDZ L — NI SN DOMEEEZ R L TN E W IORBEEIFF LT, FEAERIL. FrEFs
NSO EHBANR L2 v v 7OMEREEL, bbb, ZoofiEEFE— o4
BIBRE BT D 2 LIZHESWT, BIERREZ 1R Lic, #HIFNERO L 51k~ T 5,
[Schreiber[HFAAN] D 7 L — A2 [ & Schreiber OR#:DN Harz O[] & TH R A
BIR) THDHZ L Z2RmET 250170, FEEE, [Harz (X 5) |2 & 2 Fiffl & Schreiber
DOHFRDE 1 TR &2 EMPIEFE —DO2FBIRE T 5, o T, FAFEIL, Harz I
£ 0B SR v v T ORI D EIIEERNC I LT TRy 73— 00 b O
ZFEIFHIEE SE D] 2O TR RESTHY . 2o, Harz OHFEERF v v T DT —
PN XAERINC THERORTE CITIX LT e vy 7 a— 0 2 BBIICEEDIAT Z L 3 TX,
Flo. Ty v TREHICMOFTOENDHE, Ny =V O IRETHERIIZ T 2ok SE
HIENTED) LORBIRTHD LD mEZIES L LTz, E> T, FEBED, Harz 1L
BRI D& —JSOFEAEZ LT EBELIZZ LITXH Y TH D, |

In re Schreiber, 128 F.3d at 1478, 44 USPQ2d at 1432

V. ONCE A REFERENCE TEACHING PRODUCT APPEARING TO BE SUBSTANTIALLY IDENTICAL IS
MADE THE BASIS OF A REJECTION, AND THE EXAMINER PRESENTS EVIDENCE OR
REASONING TENDING TO SHOW INHERENCY, THE BURDEN OF PRODUCTION SHIFTS TO THE
APPLICANT

V. REPERENICEA—THD L 5ICBDOND Z L 2ERT 55818 —EEREORIL L &
N, EEEPEBENFEZ S TEERSUIRLZRRT5 L. BATRVEEZAET
HREMETHBEAICERT S

“[T]he PTO can require an applicant to prove that the prior art products do not
necessarily or inherently possess the characteristics of his [or her] claimed
product. Whether the rejection is based on ‘inherency’ wunder 35 U.S.C. 102, on

‘prima facie obviousness’ under 35 U.S.C. 103, jointly or alternatively, the
burden of proof is the same.” /n re Best, 562 F.2d 1252, 1255, 195 USPQ 430,
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433-34 (CCPA 1977) (footnote and citation omitted). The burden of proof is
similar to that required with respect to product—by—-process claims. /n re
Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980) (citing Best, 562
F.2d at 1255.

PRFRFREAEIT IS, AT EI O ”MITHBEAN 7 L— 23 2 /W OREZ2 49 L b
LU SUFBERICA LT RWZ EDOFEHZRD D Z L3 TE 5, FraFEs 102 ik
DL TRENFRED ICK DHE/ETH A D & FraFEH 103 RIS [0 HAME]
IZR DM THAI L, ZNHWIMEFTHAS LA THAD & TOMFEEMIZFR —TH
Do [HEENS], | SEREEIE, Teg 7 b N - T rER e 7 L= AIZDWNTRD
BNHHD LR TH D, In re Fitzgerald, 619 F.2d 67, 70,205 USPQ 594, 596
(CCPA 1980) (quoting Inre Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-

34 (CCPA 1977)).,

In Fitzgerald, the claims were directed to a self-locking screw—threaded
fastener comprising a metallic threaded fastener having patches of
crystallizable thermoplastic bonded thereto. The claim further specified that
the thermoplastic had a reduced degree of crystallization shrinkage. The
specification disclosed that the locking fastener was made by heating the metal
fastener to melt a thermoplastic blank which is pressed against the metal. After
the thermoplastic adheres to the metal fastener, the end product is cooled by
quenching in water. The examiner made a rejection based on a U.S. patent to
Barnes. Barnes taught a self-locking fastener in which the patch of
thermoplastic was made by depositing thermoplastic powder on a metallic fastener
which was then heated. The end product was cooled in ambient air, by cooling air
or by contacting the fastener with a water trough. The court first noted that
the two fasteners were identical or only slightly different from each other.
“Both fasteners possess the same utility, employ the same crystallizable
polymer (nylon 11), and have an adherent plastic patch formed by melting and
then cooling the polymer.” [7d. at 596 n.1, 619 F.2d at 70 n. 1. The court then
noted that the Board had found that Barnes’ cooling rate could reasonably be
expected to result in a polymer possessing the claimed crystallization shrinkage
rate. Applicants had not rebutted this finding with evidence that the shrinkage
rate was indeed different. They had only argued that the crystallization
shrinkage rate was dependent on the cool down rate and that the cool down rate

of Barnes was much slower than theirs. Because a difference in the cool down
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rate does not necessarily result in a difference in shrinkage, objective
evidence was required to rebut the 35 U.S.C. 102/103 prima facie case.
In re Fitzgerald FHFIZIBWNT, 7 L—Ald, FEEIEEVATEMEME O/ Y F 52 HE S
rcaBfio bt 88 n v 7 AN THEO BIZHIT bz, S HICHZ%T L— LIFE]
VEE DR SIS X D IHE Cdo D RRENHE T 5 2 & 2Rkl L7z, BEIL, £owr
7 ko B, &Rk EEZ NG5 LIk TCEDOEBICT VAT LT Z
7 RS, BUES NS Z LA Uiz, BVRIMEWE N I8RO BATHAE Lictk,
ELEIK CRH LIBEIZ NS, AR Barnes O KEFFFFICESWCTHE M ZIT - 72,
Barnes &, BANRTEEMERMAZ £ ORIMBAS N 2D @& O BIZE < 2 LI K0 BT 3w E
DNy FREOHRNELND BEiv v 7 Ao B2 Zos Uiz, RSB 3E 2R <,
MAIAZERIZ L > T, B L IFHO Bz KIS 85 2 i ko Tmal s i, #eHl
FHE L. 2 DOffid BIZR—TH D 0EWITOTREN LR L 24Eh LT,
(2 Sofio iR —ofFEA L, F—ofEER ) ~—2HnTkh, ZoRI <
—ERMSE, WICHAT L2 LTSN D EENEOBIE Ny F2 A4 5, 1 1d at
596 n.1, 619 F.2d at 70 n. 1, WRIZEHFTIL, FHEBIL Barnes OMARE L, R <
— 7 L— LAOfE G X DUHERE 2 FiD & W O RERICAR D Z L AG IS T S S
LEHELTND ZEICER L, HBEAZ, £ ONGSHEE N RERICERR D & 9 G
L OREGm L2 o7z, HEEAZ, fda bl X DUHMEERE L7 — 20 T KAF
T5Z &, Barnes O =AU VHEEITHEDIZLO DL FoLfRBTHL I L2 E
RLIDHThole, 7—NET L REDENINT LHIHEOENZ 726 S0 T,
FFFFESS 102/103 22D — G DOFEMICKam$ D 720, BRIAIFEHLAN SR S vz,

In Schreiber, 128 F.3d 1473, 1478, 44 USPQ2d 1429, 1432 (Fed.Cir.1997), the
court held that applicant’ s declaration failed to overcome a prima facie case
of anticipation because the declaration did not specify the dimensions of either
the dispensing top that was tested or the popcorn that was used. Applicant’ s
declaration merely asserted that a conical dispensing top built according to a
figure in the prior art patent was too small to jam and dispense popcorn and
thus could not inherently perform the functions recited in applicant’ s claims.
The court pointed out the disclosure of the prior art patent was not limited to
use as an oil can dispenser, but rather was broader than the precise
configuration shown in the patent’ s figure. The court also noted that the Board
of Patent Appeals and Interferences found as a factual matter that a scaled-up
version of the top disclosed in the patent would be capable of performing the

functions recited in applicant’ s claim.
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In re Schreiber, 128 F.3d 1473, 1478, 44 USPQ2d 1429, 1432 (Fed.Cir. 1997) 235\
THEHHPFTE, HEAOEEEIT A NEINDIT A ARV AX Yy v TR OMEHEIND Ry 7
I—=2DONTNEHEZRREL TWRWD T, ZOHESZEIIHHIMEXRMO— S DFEH % 7
IRCERNWEHR LT, HBEADOESEFILRIZ, EITHEIROFRTFOMICHEL TELN DM
WEOT 4 AR AXy v ST ECRy Fa— W LEEO/NG T T2 R TX
T Ao T, HBEADZ U— ANIEEH SN AREZ BT 2N TERWI &2 E
MR L7ZICT E 0, BHETIE, EATEIRRFORRITMZEL DT 4 AR —& L TOf
RICIRE & NT, & LARKFFORIIREIND IEMERER LY bIE#THD 2 L 2R LT,
FHPTIE E 72, RPN FERE L LT, YRR SN v v 72 IR MIE, M
FAND I L — A SN DEEEEZIT ) N TEDLTHA I EREL TS Z L 4R
L7z,

See MPEP § 2113 for more information on the analogous burden of proof applied
to product—-by—process claims.

Ty ke TR e 7 L= KA SISO NREEEIC OV T ORI,
MPEP % 2113 S{A2ZMD Z &,

2112.01 Composition, Product, and Apparatus Claims [R-07.2015]
2112.01 AHRH. BWERKOEED 7 L— 25

I. PRODUCT AND APPARATUS CLAIMS — WHEN THE STRUCTURE RECITED IN THE REFERENCE
IS SUBSTANTIALLY IDENTICAL TO THAT OF THE CLAIMS, CLAIMED PROPERTIES OR
FUNCTIONS ARE PRESUMED TO BE INHERENT

I HaROEEDS L —A—5|flIICRBM SN OBEPREICEZS L — L ORE L[
—DHE. 7 V= AORKEIIEEIIEENFETH D LIEESND

Where the claimed and prior art products are identical or substantially
identical in structure or composition, or are produced by identical or
substantially identical processes, a prima facie case of either anticipation or
obviousness has been established. /n re Best, 562 F.2d 1252, 1255, 195 USPQ 430,
433 (CCPA 1977). “When the PTO shows a sound basis for believing that the
products of the applicant and the prior art are the same, the applicant has the
burden of showing that they are not.” [In re Spada, 911 F.2d 705, 709, 15
USPQ2d 1655, 1658 (Fed. Cir. 1990). Therefore, the prima facie case can be

rebutted by evidence showing that the prior art products do not necessarily
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possess the characteristics of the claimed product. /n re Best, 562 F.2d

at 1255, 195 USPQ at 433. See also Titanium Metals Corp.v. Banner, 778 F.2d 775,
227 USPQ 773 (Fed. Cir. 1985) (Claims were directed to a titanium alloy
containing 0.2-0.4% Mo and 0.6-0.9% Ni having corrosion resistance. A Russian
article disclosed a titanium alloy containing 0.25% Mo and 0.75% Ni but was
silent as to corrosion resistance. The Federal Circuit held that the claim was
anticipated because the percentages of Mo and Ni were squarely within the
claimed ranges. The court went on to say that it was immaterial what properties
the alloys had or who discovered the properties because the composition is the
same and thus must necessarily exhibit the properties.).

7 L— O8N & SATEIR OB S F 4 L < IIBE SUTEBMIZ B W TEREMIZFE—T
b5, BHLALR—XUIEREWIZFE—D 7o A TEEIND A, FHRMEO XKD X ik
HEMED, — L OFEBH AL LT %, In re Best, 562 F.2d 1252, 1255, 195 USPQ 430,
433 (CCPA1977),  THFFFRAEE/T AN, HIBEA O SREE K AT EANIF —TH 5 LET 5
ZU A AR TSE, HBEAZZ ) ThWZ AW LNCT2EMLE AT 5, | In re
Spada, 911 F.2d705, 709, 15 USPQ2d 1655, 1658 (Fed.Cir. 1990), £~ T, —SDFE
L, S TR 7 L — AT 2R OR A LT LB A LW Z & 2R TREILIC K -
THiwd 52 &N TE %, In re Best, 562 F.2d at 1255, 195 USPQat 433, %k b B D
Z &, Titanium Metals Corp.v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed.

Cir. 1985) (7 L —AlE, 0.2~0.4%D Mo & 0.6~0.9% D Ni &4, HEEMEELAT D
FH BRI ORI, BT OMIET Z o Be 0.2~0.4%D Mo & 0.6~0.9%
DO Ni ZETZ EIEHR LEDMERMEICOWTIRES Th o7z, KGR AT I,
Mo RUNNI DEIGNESIZT L—ASNEHHNIZHT2DT, Hi%7 L— L3R
IRV EHPR Uiz, RIFEHIFTIZ S Bk T, UGEAMIER —TH Y, L7 -> T, 4
TUBFEE R TIE T THLOENL, G@NED LD RFMELZ AT 50, o, TOFF
P2 DN R LIZ NI EHEETRWE L,

See also In re Ludtke, 441 F.2d 660, 169 USPQ 563 (CCPA 1971) (Claim 1 was
directed to a parachute canopy having concentric circumferential panels radially
separated from each other by radially extending tie lines. The panels were
separated “such that the critical velocity of each successively larger panel
will be less than the critical velocity of the previous panel, whereby said
parachute will sequentially open and thus gradually decelerate.” The court
found that the claim was anticipated by Menget. Menget taught a parachute having

three circumferential panels separated by tie lines. The court upheld the
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rejection finding that applicant had failed to show that Menget did not possess
the functional characteristics of the claims.); MNortham Warren Corp. v.D. F.
Newfield Co., 7 F. Supp. 773, 22 USPQ 313 (E.D.N.Y. 1934) (A patent to a pencil
for cleaning fingernails was held invalid because a pencil of the same structure
for writing was found in the prior art.).

RbHZMDZ &, In re Ludtke, 441 F.2d 660, 169 USPQ 563 (CCPA 1971) (7 L — A1
X, FWVBRZ EPIRICIET 2 Z & 12 & o THWITHEGRIZ S i 2 Rt E S x v 2 A5
LTV a— hONIITWAT bivTe, SR TEGAIZK E < 72 545/ S0V Ol FUH FE
DEIOSFIVOEFEFHEE LD /S5 L5110 2Ty, [ZFhll k> THIED
TV a— MIEGRICHE . 29 LTREICEET D, | BHPTEEZ7 L— AT
Menget XV RICBHR I /- &R L=, Menget 1X., FWRTHUT &7z 3 o HJE
INENVEHTHRT v a— NeBor Lz, FEHEFTIX, Menget 2N Y5%7 L — A DOREEER
K2 A L7enZ & 2 HFENISRETEX 2 &3 5 fEHa% XFF L7z, Northam Warren
Corp. v. D. F. Newfield Co.,7 F. Supp. 773, 22USPQ313(E.D.N.Y. 1934) (D% =
NWZ T DRV A~DORFFI, Rl WG 2 FFOE < 72 DR DL RATEAN THER S
NiclzwEg) L RSNz, )

II. COMPOSITION CLAIMS — IF THE COMPOSITION IS PHYSICALLY THE SAME, IT MUST
HAVE THE SAME PROPERTIES
II. MWD I L —bA—HRm PN HEAICE —THIHHEE. WITR—FHE2ET5

“Products of identical chemical composition can not have mutually exclusive
properties.” In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed.
Cir. 1990). A chemical composition and its properties are inseparable. Therefore,
if the prior art teaches the identical chemical structure, the properties
applicant discloses and/or claims are necessarily present. 7/d. (Applicant argued
that the claimed composition was a pressure sensitive adhesive containing a
tacky polymer while the product of the reference was hard and abrasion resistant.

“The Board correctly found that the virtual identity of monomers and procedures
sufficed to support a prima facie case of unpatentability of Spada’ s polymer
latexes for lack of novelty.” ).

A — bRk o ORI FAZHELA 22 FetE 2 595 Z 1L TE RV, | LR K OE
DRI DBECE 20, 8- T, BATEM Rt FiE L2 o7 256, HBEARBTR
TR L7 = DD REINTAFAET %, In re Spada, 911 F.2d 705, 709, 15
USPQ2d1655, 1658 (Fed. Cir. 1990) (HHEEAIZ, 7 L — ADFMBEIITHAENER Y ~—2 5
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DIRIEMHEE T — 7 Th D0, IO/ BITEE N OMNEFEETH D & FiR Lz, 15
i, £/ ~—DFEME ML OFReE 13, FBMEICKRIT S Spada DAY ~—F 7 v
7 ZADRFFFER IO — IS DFEAZ BT 272D+ Th D EELSHELE, 1)

III. PRODUCT CLAIMS - NONFUNCTIONAL PRINTED MATTER DOES NOT DISTINGUISH CLAIMED
PRODUCT FROM OTHERWISE IDENTICAL PRIOR ART PRODUCT

III. ®EO 7 U— A —FESRENERBIC L > T, 7 L—20®G L, ZOHIRA 22T
MR —TH % FEATEM B R 1T KBl S g

Where the only difference between a prior art product and a claimed product is
printed matter that is not functionally related to the product, the content of
the printed matter will not distinguish the claimed product from the prior art.
In re Ngai, 367 F.3d 1336, 1339, 70 USPQ2d 1862, 1864 (Fed. Cir. 2004) (Claim at
issue was a kit requiring instructions and a buffer agent. The Federal Circuit
held that the claim was anticipated by a prior art reference that taught a kit
that included instructions and a buffer agent, even though the content of the
instructions differed, explaining “[i]f we were to adopt [applicant’ s]
position, anyone could continue patenting a product indefinitely provided that
they add a new instruction sheet to the product.” ). See also In re Gulack, 703
F.2d 1381, 1385-86, 217 USPQ 401, 404 (Fed. Cir. 1983) ( “Where the printed
matter is not functionally related to the substrate, the printed matter will not
distinguish the invention from the prior art in terms of patentability---. [T]he
critical question is whether there exists any new and unobvious functional
relationship between the printed matter and the substrate.” ); In re Miller, 418
F.2d 1392, 1396 (CCPA 1969) (finding a new and unobvious relationship between a
measuring cup and writing showing how to “half” a recipe); In re Seid, 161
F.2d 229, 73 USPQ 431 (CCPA 1947) (matters relating to ornamentation only which
have no mechanical function cannot be relied upon to patentably distinguish the
claimed invention from the prior art); I/n re Xiao, 462 Fed. Appx. 947, 950-51
(Fed. Cir. 2011) (non—precedential) (affirming an obviousness rejection of
claims directed to a tumbler lock that used letters instead of numbers and had a
wild-card label instead of one of the letters); In re Bryan, 323 Fed. Appx. 898,
901 (Fed. Cir. 2009) (non—precedential) (printed matter on game cards bears no

new and unobvious functional relationship to game board).

- 118 -



FEATEAN LS & 7 b— A9 B 8L & DO OME— DFE W DSEEEERYIZ M2 BT BIfR L 72 W ED
M <dH A4, FOHRBMONEIZ Y L— AT B8 & SeTHEM 2 KR L7, In re
Ngai, 367 F.3d 1336, 1339, 70 USPQ2d 1862, 1864 (Fed. Cir. 2004) (RfE®D 7 L — i
L REERAZLELE T 5%y N ThoTo, #FKEEREE T, Y%7 L— A%,
EHEONER R > TnD E LT, EELEERZ ST v N E2HoRT 2 ETHR
OFIFNZ L Bt E R Lz PR Lz, [AEHFTNT T L (HEAD) FikRZHH
THE, WMEIZH LWVEMEOEGEZ M5 Z L2k 0, §fEd D ESIPRIC—2> DR IZ B
TORFFEMO R D 2 ENFREICZR D, | AL, 1 DEESROZ L, In re
Gulack, 703 F.2d 1381, 1385-86, 217USPQ 401, 404 (Fed. Cir. 1983) ( TEIRI4 A Hebk
(ZHERERVIZBEGR Lo WGE . Z OFIRIMIT Y5238 & FeATEIN 2 Rt & v 9 TR L
7R - BB RN ORI & M REE MR & ORI B B TRRWERRER BILR 2 7
ETDHENENTHD, | ) [In re Miller, 418 F.2d 1392, 1396 (CCPA 1969) (Gt&E7H v
TEeLeE DPERICT D FiEERTEHOMISH AN OIEAALRBEMRENH D Z & 27
ELTWD) ; In re Seid, 161 F.2d 229, 73 USPQ 431 (CCPA 1947) (B¥MRHUBEREZ A
L7 WEER DO AR T 2 FIHIL, FATEIROFRI & XBI L CTHRFFRTREE T2 Z i TE
W) ; In re Xiao, 462 Fed. Appx. 947, 950-51 (Fed. Cir. 2011) (%efl& LCHIAT
) EFEORLVIZFEMEHL, XFO—20RDVIZ, VANV RI—RKT7~L
RN T T ARG LT H 7 L— 2D MR X A LTV D) ; In
re Bryan, 323 Fed. Appx. 898, 901 (Fed. Cir. 2009) (Jefl& LCalIATER) (&7
— L — RICHRENTWD DX, 7 — LR — Rt LT SET 2> A I 72 HERY
BfRAEA L THRY) , ]

The court has extended the rationale in the printed matter cases, in which, for
example, written instructions are added to a known product, to method claims in
which “an instruction limitation” (i.e., a limitation “informing” someone
about the existence of an inherent property of that method) is added to a method
known in the art. A7ng Pharmaceuticals, I[nc. v. Eon Labs, Inc., 616

F.3d 1267, 1279, 95 USPQ2d 1833, 1842 (2010). Similar to the inquiry for
products with printed matter thereon, for such method cases the relevant inquiry
is whether a new and unobvious functional relationship with the known method
exists. In Aing Pharma, the court found that the relevant determination is
whether the “instruction limitation” has a “new and unobvious functional

relationship” with the known method of administering the drug with food. 7d. .

ORI R DR
B HF I K DGR
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The court held that the relationship was non—functional because ”[i]nforming a
patient about the benefits of a drug in no way transforms the process of taking
the drug with food.” 7d That is, the actual method of taking a drug with food
is the same regardless of whether the patient is informed of the benefits. /d
“In other words, the ‘informing’ limitation ‘in no way depends on the method,
and the method does not depend on the ‘informing’ limitation.’ ” 7Zd (citing
In re Ngai, 367 F.3d 1336, 1339 (Fed. Cir. 2004)); see also In re Kao, 639

F.3d 1057, 1072-73, 98 USPQ2d 1799, 1811-12 (Fed. Cir. 2011).

(AR, B2 IE, BERn OB (2R A E 2 A0 L 72 FORIAZIZ B9~ % FeE TR S 72
B, MEBENSH THONTWDL HEL [HRICX2RE] (Thbb, £EDOHEDE
TERIR R EDRFAET 2 2 L 23T THbE 5] BE) 2L HES b— AR
M U7c, King Pharmaceuticals, Inc. v. Fon Labs, Inc., 616 F.3d 1267, 1279, 95
USPQ2d 1833, 1842 (2010). FRIONE = AL 7= Bin B9~ 2 ek & AERIC, L7 L— LD
e lid, M. B GIE LN OIEEHOBRBIFET 208N TH 5, #K
HIFTIE. King Pharma T2 2 ZoHWnL, TN K DRE ) 23R & 323 A &
BET DBEEOSGIEE ORI DI H AZRBERENRER] 203250 %0hTh 5 L3l
E LT, [FISCHER, #HFTE, TEBIOEEICE L CARFITRA D Z &N, &fh & HITEEHA
ZRAT 27X 2R LTEXD Z &IdRW] 2o, Si%BRITIIFERN TH D &R
L7z, [FSCHR. 97720 HEA 2 fdn & SRITIRM 3 2 EERO AL, BENZOVRELE A
LTV NENCPOOTRIETH D, AR, TEVvHEiniE. Mexsl] L)
BRET MR L THREITEICIREA ST, YA [ 2]) EWHBRE] I3 EL S
72V, | [RISCHR, (NeaZ, 367 F.3d 1336, 1339 (Fed. Cir. 2004))(ZBILTHIH; In
re Kao, 639 F.3d 1057, 1072-73, 98 USPQ2d 1799, 1811-12 (Fed. Cir. 2011) H & D
Tk, 1%

YRR K DGR
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2112. 02 Process Claims [R-07.2015]
2112.02 FED I L— A

I. PROCESS CLAIMS — PRIOR ART DEVICE ANTICIPATES A CLAIMED PROCESS IF THE
DEVICE CARRIES OUT THE PROCESS DURING NORMAL OPERATION

L HEDT V— h—StTEMEE S L BERIC Y L —LOHFEEZRITT 256, €O
7 L= A SNDFEFFATEIEREIC K W HAEZERT D LHAREND,

Under the principles of inherency, if a prior art device, in its normal and
usual operation, would necessarily perform the method claimed, then the method
claimed will be considered to be anticipated by the prior art device. When the
prior art device is the same as a device described in the specification for
carrying out the claimed method, it can be assumed the device will inherently
perform the claimed process. /n re King, 801 F.2d 1324, 231 USPQ 136 (Fed.

Cir. 1986) (The claims were directed to a method of enhancing color effects
produced by ambient light through a process of absorption and reflection of the
light off a coated substrate. A prior art reference to Donley disclosed a glass
substrate coated with silver and metal oxide 200-800 angstroms thick. While
Donley disclosed using the coated substrate to produce architectural colors, the
absorption and reflection mechanisms of the claimed process were not disclosed.
However, King’ s specification disclosed using a coated substrate of Donley’ s
structure for use in his process. The Federal Circuit upheld the Board’ s
finding that “Donley inherently performs the function disclosed in the method
claims on appeal when that device is used in ‘normal and usual operation’ ” and
found that a prima facie case of anticipation was made out. /d. at 138, 801 F.2d
at 1326. It was up to applicant to prove that Donley s structure would not
perform the claimed method when placed in ambient light.). See also In re Best,
562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977) (Applicant claimed a process
for preparing a hydrolytically—stable zeolitic aluminosilicate which included a
step of “cooling the steam zeolite ... at a rate sufficiently rapid that the

»

cooled zeolite exhibits a X-ray diffraction pattern .... All the process

limitations were expressly disclosed by a U.S. patent to Hansford except the
cooling step. The court stated that any sample of Hansford’ s zeolite would
necessarily be cooled to facilitate subsequent handling. Therefore, a prima

facie case under 35 U.S.C. 102/103 was made. Applicant had failed to introduce
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any evidence comparing X-ray diffraction patterns showing a difference in
cooling rate between the claimed process and that of Hansford or any data
showing that the process of Hansford would result in a product with a different
X-ray diffraction. Either type of evidence would have rebutted the prima facie
case under 35 U.S.C. 102. A further analysis would be necessary to determine if
the process was unobvious under 35 U.S.C. 103.); Ex parteNovitski,

26 USPQ2d 1389 (Bd. Pat. App. & Inter. 1993) (The Board rejected a claim
directed to a method for protecting a plant from plant pathogenic nematodes by
inoculating the plant with a nematode inhibiting strain of £ cepacia. A U.S.
patent to Dart disclosed inoculation using F. cepacia type Wisconsin 526
bacteria for protecting the plant from fungal disease. Dart was silent as to
nematode inhibition but the Board concluded that nematode inhibition was an
inherent property of the bacteria. The Board noted that applicant had stated in
the specification that Wisconsin 526 possesses an 18% nematode inhibition
rating. ).

FATHANIEE S IEH BN IC 7 L— DD HEEZFTT 256, TOEEITY L—L0)iE
DFTHIE 2 T S D IHERRED AN B & | SEATHIFEEE 23 £ 70 3 B EER R 12
BWTHARINZZ L= ESNDLTEZITO THA I WA, £D 7 L— L INDIFIETTIT
BAMISEIC K DR Z T 5 L RSN D, FATHINEEN, 7 L —2o 3 5 HEOE
REZONWT, HMIEFICRER S N E L [F— D56, £ OEEITIBENIZ Y L—2 DTk
BIATTHEHIT TN TE S, In re King, 801 F.2d 1324, 231 USPQ 136 (Fed.
Cir. 1986) (Hi%7 L —ALd, BIIEROLORI K ORI O 7 vt 2 2@ L CTREDLIC
Ko TEEND ORI REED D AT iz, Donley OFATEAROLIBNL, MKk
WJFE & 200~800 A7 A b v— LD BRI THAR S A7l 13l 27~ L 72, Donley
TR DN F 2 BEpET D I ORIERM A L72s, 7 L— 2D I7EDOWI & RO
A=A LTSN SN2 oz, LA L, King DAMEITA SO ot A THEMT
%728 Donley DEEDHEIEIMZFHEHR LT\ D Z & 2BR Lic, HAKEZERE T I,
Donley |&., ZDEN [EF o EER] THEA SN %,6. FHFERSIh TV
TE7 V= DR S N BREZ I ERICAT 9 1 LW ) FHEORRE 2 XFr L, Higitt %
KL —JLDFEAN SN LR LT, 1d. at 138, 801 F.2d at 1326, Donley i
JEEIZE N & &7 L= LD FIEZITORWTHA ) T Zitl3 5 Z L ITHBEAOE
ECTholc, IIKHBMMDZ &, In re Best, 562 F.2d 1252, 1255, 195USPQ430, 433
(CCPA 1977) (HFEAIZ. [ (RIS MENS I AT A b3 X REWT/ Y — v ZRT+5
IZEHRNN— AT AF— L BT T4 NOBAEATREZ G NKDGRIZZERES T A b
TN ) TABEERET D HEE 7 L—2A L), FIEOHIBROETH, mH TREZER
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VW C Hansford O KEFRFFC LV ICHRMICER S vz, #HIPTX, Hansford oA
4k@ﬁyfwﬁﬁmﬁ<@ﬁw%§5z#ék@%%% HHINHTHA D Lk~ T,
o T, FFaFEH 102 5255 103 RICE D2 —0OfEHN SN, HBEAIL, 7L —A40
J71 & Hansford @ 51 & DOEIT X ﬂ'ﬁ@?ﬁ”& — A L. EIEE OFE WA /Tﬁ—{ﬁ 5
DOFEHLY . # L <X Hansford @ H{EIFERD X MEr2HT 28 L 2D THA D
mﬁm%@TH&%%mﬁé_kﬂ?%&ﬂoto20@&47@%%@5%%%%%
FHESE 102 SRIC K D IR OFERHICKGEL TW22 A 9, Y ENREFES 103 RIC LD
HITRWNE I DOHWHIILE BT RN ETH A 9, Ex parte Novitski, 26
USPQ2d 1389 (Bd. Pat. App.& Inter. 1993) (FFHIEBI%. #oZPf1E9 5 P. cepacia [
A W THET 5 2 &1 K0 EYIR RS s DiE & (R o Bz o e 7 v
— &K U7z, Dart IZxPT B KERTFIIERBEN LMY & 5F 5729 P. cepacia # A 7
?® Wisconsin 526 /N7 7 U 7 2 HWHHEEEZ PR L7z, Dart I8 BBLILICEA L THRS
TholeD, FHEITEDO N TV 7 OBIERRFETH D L fam Lo, X, HiE
NIZHHIE T Wisconsin 526 1L 18% DB TIIHEEZGT L Lk TNDHZ & 2L
7o )

II. PROCESS OF USE CLAIMS — NEW AND UNOBVIOUS USES OF OLD STRUCTURES AND
COMPOSITIONS MAY BE PATENTABLE

II. ERGED 7 Ve bh—d W EER OB OF DB A TRWERIXREFEEZ A
THIERDHD

The discovery of a new use for an old structure based on unknown properties of
the structure might be patentable to the discoverer as a process of using. In re
Hack, 245 F.2d 246, 248, 114 USPQ 161, 163 (CCPA 1957). However, when the claim
recites using an old composition or structure and the “use” 1is directed to a
result or property of that composition or structure, then the claim is
anticipated. In reMay, 574 F.2d 1082, 1090, 197 USPQ 601, 607 (CCPA 1978)
(Claims 1 and 6, directed to a method of effecting nonaddictive analgesia (pain
reduction) in animals, were found to be anticipated by the applied prior art
which disclosed the same compounds for effecting analgesia but which was silent
as to addiction. The court upheld the rejection and stated that the applicants
had merely found a new property of the compound and such a discovery did not
constitute a new use. The court went on to reverse the obviousness rejection of

claims 2-5 and 7-10 which recited a process of using a new compound. The court

relied on evidence showing that the nonaddictive property of the new compound
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was unexpected.). See also In re Tomlinson, 363 F.2d 928, 150 USPQ 623
(CCPA 1966) (The claim was directed to a process of inhibiting light degradation
of polypropylene by mixing it with one of a genus of compounds, including nickel
dithiocarbamate. A reference taught mixing polypropylene with nickel
dithiocarbamate to lower heat degradation. The court held that the claims read
on the obvious process of mixing polypropylene with the nickel dithiocarbamate
and that the preamble of the claim was merely directed to the result of mixing
the two materials. “While the references do not show a specific recognition of
that result, its discovery by appellants is tantamount only to finding a
property in the oldcomposition.” 363 F.2d at 934, 150 USPQ at 628 (emphasis in
original)).

T WHEE ORI ORED FIZHE T &7 SisiE O 7o e R RED I JiL, EHGE
&L TEDFE BRI ENH D56 M0 %, In re Hack, 245 F.2d 246, 248, 114

USPQ 161, 163(CCPA 1957), L»L. Yi%Z7 L — AWM OIS 2R+ 2 &
Zld L TR, £ MEM] 232 O ITHEE O AR SATFEIZ AT BTV 585
B MEE7 L— BITHRMEE K<, In re May, 574 F.2d 1082, 1090, 197 USPQ 601, 607
(CCPA 1978) (7 L'— A 1 KUN6 1&, B DIEFaENMED SR O A O R0 2 RIEIZEET 5
bDOTHDLN, ERIREAT HR-ALEWEZFIRT 208 TEICOWTIIES TH 5517
BAFZ Lo THRMEZ R Ll S, BHPNIE O 2 R L, HBRATHEIZ S5
LBV ORI 72K 2 B L 72 IR E RO TE O X9 7238 R 72 e R 2 Rl L 72
EabTe, el T BT M B AT 5 T n A AR L7 L— 42
JhES WNZZ b—L T JhZE 10 OfEf2E Lc, FFEHPNI, B bamokEdE
PEFRFPEIZ TR SN TN L 2R TRELICEKIL L 72, ) RO Z &, In re
Tomlinson, 363 F.2d 928, 150 USPQ 623 (CCPA 1966) (M%7 L —Ald, YT A B33
Y=y TN E G EMDBO—DLIRAETHI LIV RY Fue Loyt x
T2 7 v RcmiT b, HLH50IE BHLEBEL720RY) Ta'L a2 PF A
AN V= TNV ERET D EHBUR LTz, #HFTIX, Y% L—2I3RY 7
UI:°I/‘/’E“/°%ZL7‘J/I//\‘\ VR= o TV ERETOAHBR T B RIIHDLZ & KDY
L — L DOHHEE 22 OB ZRE LIZREERIZHT SR Iic 3 R0 & 2H
w Lz, 5161 i%@f*%'@)/ﬁ\ﬁié’ﬂaqzﬁﬁ%mL,Tb\foclz%) HEAIC X 52 DF3EHIE W
M DOFFEZFE L LIZIZT O Z LI Ly, | 363 F.2d at 934, 150 USPQat628 (43
RO FEF),
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2113 Product-by—Process Claims [R-08.2012]
21137 H 7 b« XA - FrkvRT L—A

I. PRODUCT-BY-PROCESS CLAIMS ARE NOTLIMITED TO THE MANIPULATIONS OF THERECITED
STEPS, ONLY THE STRUCTUREIMPLIED BY THE STEPS

I. 7aZ 7 k- Nf FatR 7L —AIEHKEINTZTROBEIRESNT, 20
TRIZE > THRIZERSINIBEIZOABESI NS

“[E]ven though product-by-process claims are limited by and defined by the
process, determination of patentability is based on the product itself. The
patentability of a product does not depend on its method of production. If the
product in the product—-by—process claim is the same as or obvious from a product
of the prior art, the claim is unpatentable even though the prior product was
made by a different process.” 1In re Thorpe, 777 F.2d 695,698, 227 USPQ 964, 966
(Fed. Cir. 1985) (citations omitted) (Claim was directed to a novolac color
developer. The process of making the developer was allowed. The difference
between the inventive process and the prior art was the addition of metaloxide
and carboxylic acid as separate ingredients instead of adding the more expensive
pre—reacted metal carboxylate. The product-by—process claim was rejected because
the end product, in both the prior art and the allowed process, ends up
containing metal carboxylate. The fact that the metalcarboxylate is not directly
added, but is instead produced in-situ does not change the end product.).
Furthermore, “[blecause validity is determined based on the requirements of
patentability, a patent is invalid if a product made by the process recited in a
product—by—process claim is anticipated by or obvious from prior art products,
even if those prior art products are made by different processes.” Amgen Inc. v.
F. Hoffman-La Roche Ltd., 580 F.3d 1340,1370 n 14, 92 USPQ2d 1289, 1312, n 14
(Fed. Cir.2009). However, in the context of an infringement analysis, a product-—
by—process claim is only infringed by a product made by the process recited in
the claim. Id. at 1370 ( “a product in the prior art made by a different process
can anticipate a product—by—process claim, but an accused product made by a
different process cannot infringe a product—-by—process claim” ).

(TaZ s b - TrER 7 L—AMIT BRI TRESNERZSINDIZLT
b FFFEOHEITRG O D E T 5, WEORFFET, £ oSO AR R
ELg, T ad s b g - TrakR 7 L—AORENETEIFROR & [F— X3 H
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HTHLGE, Uik L— LNIERTORGE N R b 7 n A ciliEs e & LTHRTFE
B89 2% Z LI1LT&E 2\, In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed.
Cir. 1985) (BIHEWE) (7 L—AiX/ AT v 7 REHNCHIT bivie, BEaFlfE > ot 2
TR O BV, YRR T a ' X &S THAN & OFEWIL, EliR TS E SRl
VIR R N2 DD 0 I BRI L O VR B Z 2 OB LTINZA 52 & T
bole, TaXT KA TR T L—AF BITHINB X OR TSNz rE X
DMl TR RSB INR BENEEND Z L2725 2 & A BRIE SN,
BBV VB TEEEIN A DLW, RO VICEDG TERIND &V ) FERITAK
T EEZ D bDTIERY, ) [T, THREIFRFFHEOERICHES W THIBr S 5 72
. BT, & A RATHINC X AR A DI L G SN S EATH, Ted
J ke RA s Tuv AT L= AIRE SN EIC L BE s a8, e TR oY
I LV FHERS, HDOINVEFAWATHLILAITES TH S, | Angen Inc. v. F
Hoffman—La Roche Ltd., 580 F.3d 1340, 1370 n 14, 92 USPQ2d 1289, 1312, n 14 (i
HOKEIPERECHIFT, 2009 ), LL, REOSHTOE#ETIZ, Yux 7 k- (4 - 7n
EAZ L—AlE, Z LAl SN FEIC L EE SN RRIC IV REINDICHE
T, [AISCHR 1370 B, ( [R7p2 FiEic kv flEsn = eiriiffofliig, 7 ex s
FeNA-TatRT L—2OFRMEE KT, B2 5k X0 il S gige il
X, TaE T RS TR AR L — A EEE AR )] P

The structure implied by the process steps should be considered when assessing
the patentability of product—-by—process claims over the prior art, especially
where the product can only be defined by the process steps by which the product
is made, or where the manufacturing process steps would be expected to impart
distinctive structural characteristics to the final product. See, e.g., In re
Garnero, 412 F.2d 276, 279, 162 USPQ 221, 223(CCPA 1979) (holding “interbonded
by interfusion” to limit structure of the claimed composite and noting that
terms such as “welded,”  “intermixed, ” ground in place,”  “press fitted,”
and “etched” are capable of construction as structural limitations).

TRt ATRICEVBERICERSNLOIMEIL, 7ad 7 F " - TakR 7L —L0D
R 2 AT EANIZ DWW TRHl T 256, &0 b, a2 fE+ 5 7o 2 TRIC
Lo TORUFHMEERT D2 LNTELHE, T, "iET v A TN EAAEIC
BHE SR AT BT 2 2 eI SN THA I LARICE R SN TTR BV,

0 SRR 24 HEEEREEEIT PESE I PEMER EE R ER AT [RFFFIEHINNC IS 1T D 7 L — A RIRIC BT D SR R S ) 149~
192 B (—RxMEEN M BENFZERT, 2013422 )
<http://www. jpo. go. jp/shiryou/toushin/chousa/pdf/zaisanken/2012_09. pdf> [Ff&7 7 AH : 201643 H 2 H]
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Z M FEH L L C. In re Garnero, 412 F.2d276, 279, 162 USPQ 221, 223
(CCPA 1979) ( Tinterbonded by interfusion JREIZ X WHHAICEEE Siz) ) 27 L— A
O O IEZTRET D EHW L., Twelded(B#2 1L 72) ] . lintermixed &S I 1
72)1 . Tground in place (FTEDLEIZT YV &HET=) ] . Ipress fitted(JEALT) ]
KO Tetched (N HIAAT) | 72 EORGEITOVTH REERE & L CTIRTE 5 L Lz, )

II. ONCE A PRODUCT APPEARING TO BE SUBSTANTIALLY IDENTICAL IS FOUND AND A35
U.S.C. 102/103 REJECTION MADE, THE BURDEN SHIFTS TO THE APPLICANT TO SHOW
AN UN OBVIOUS DIFFERENCE
EEMZR—TH B L BN IHER V- ARBES N, BHFESE 102 /5 103
ZOEMNITOND &, BATRVEWEFEY 5 BEXHBEANICERT S

“The Patent Office bears a lesser burden of proof in making out a case of prima
facie obviousness for product-by—process claims because of their peculiar
nature” than when a product is claimed in the conventional fashion. In re
Fessmann, 489 F.2d742, 744, 180 USPQ 324, 326 (CCPA 1974). Once the examiner
provides a rationale tending to show that the claimed product appears to be the
same or similar to that of the prior art, although produced by a different
process, the burden shifts to applicant to come forward with evidence
establishing an unobvious difference between the claimed product and the prior
art product. In re Marosi, 710 F.2d798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983)
(The claims were directed to a zeolite manufactured by mixing together various
inorganic materials in solution and heating the resultant gel to form
acrystalline metal silicate essentially free of alkalimetal. The prior art
described a process of making a zeolite which, after ion exchange to remove
alkalimetal, appeared to be “essentially free of alkalimetal.” The court
upheld the rejection because the applicant had not come forward with any
evidence that the prior art was not “essentially free of alkalimetal” and
therefore a different and un obvious product.).

%% WERDEER T L— b ENDGE LT [Tax s h e X - TrER- 7 L—
—IaD B AMEZGEAT HERICIX. ZORAOME DD, KT A A O SREE LI
ﬁzéﬂéo J In re Fessmann, 489 F.2d 742, 744, 180 USPQ 324, 326- 190 -

(CCPA 1974), FHAED., 7 L— L SN EATEAr O RS & R — 33 E 5 L 95
BN Z L ARTICET M E —HIRT 2L, Bgs 7 mkAaTcIEIND L L
Th, 7 b— 2085 L FATEAR O & DO B TRVIEWENRET DRl 2R 558
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fEIXHE A ICHE#3 %5, In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed.
Cir. 1983) (7 L' — A%, T &)@z EEIZE LR WO datEeE 7 A B 2 /ER 7
DI, Ba R BEEMEIZ IR TIRG L, RE L THLND 7 V2B L TRES
HEATA MZHT BT, TATHMNE, A AR K ->TT DY &R ERE L%,
[SREMNZT NV EBREEERNEEZONDEALT A MET oA EFH L TV
Too BCHIFTIX. HREAD, EATHENIT TREMCT AL ) &R ZEZER0] O TR
DT, BEWDRH> THHTEHRWREETHD LW I FHLEZ M S L TV iRh- 72D TR
Moz XFF LT, )

See also Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat.App. & Inter. 1989) (The prior
art disclosed human nerve growth factor (b-NGF) isolated from human placental
tissue. The claim was directed to b-NGF produced through genetic engineering
techniques. The factor produced seemed to be substantially the same whether
isolated from tissue or produced through genetic engineering. While the
applicant questioned the purity of the prior art factor, no concrete evidence of
an unobvious difference was presented. The Board stated that the dispositive
issue is whether the claimed factor exhibits any unexpected properties compared
with the factor disclosed by the prior art. The Board further stated that the
applicant should have made some comparison between the two factors to establish
unexpected properties since the materials appeared to be identical or only
slightly different.).

Ex parte Gray, 10 USPQ2d 1922 (Bd. Pat. App. & Inter. 1989) (JofTHfride ~ DOIE#E
FAk2 B HLD HE 7z e h oM R K F (b-NGF) Z B 6 Lc, 7 b— A8+ T
FHAZ L > TES D b-NCF IZWiT bivic, TOELN LR T, kB HY &
NiebDOTHA D EBEFLFHINCE > TEONIZ b DO TH A 9 EFEMICH—TH 5
FOWCR AT, HBEANITEATEIROR T OME 2 MBI L7223, BB TRUVDFRIE R O BAR
HZRRELIT TR SN o Te, FHENE, FRroT iz e A+ 55 m1E, 7 Lb—LDK
FRFATHATTH O SN/ F L R T PR ENRWREZ RTNE I N TH D Lk
Nz, S OITHEHEIL, SEMEHIR —E 3T REN LRV ESIZRZ DD T,
HFE AT TR S AR W 2 ST 3R 5 7201 O DR A2 HOW T S D il 24 R & T
b ol Lk~
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III. THE USE OF 35 U.S.C. 102/103 REJECTIONSFOR PRODUCT-BY-PROCESS CLAIMS HAS
BEEN APPROVED BY THE COURTS

III. FrZ 7 b A - FrtvR 7 L—ATHTHEFES 102 5&/5F 103 FEMHEO
ITEIXBREPFNIC L > TRO LTINS

“[T]he lack of physical description in a product-by—process claim makes
determination of the patentability of the claim more difficult, since in spite
of the fact that the claim may recite only process limitations, it is the
patentability of the product claimed and not of the recited process steps which
must be established. We are therefore of the opinion that when the prior art
discloses a product which reasonably appears to be either identical with or only
slightly different than a product claimed in a product—-by—process claim, a
rejection based alternatively on either section 102 or section 103 of the
statute is eminently fair and acceptable. As a practical matter, the Patent
Office is not equipped to manufacture products by the myriad of processes put
before it and then obtain prior art products and make physical comparisons
therewith.” 1In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA1972). Office
personnel should note that reliance on the alternative grounds of 35 U.S.C. 102
or 35 U.S.C. 103 does not eliminate the need to explain both the anticipation and
obviousness aspects of the rejections.

(Ta& kg - TukX - 7 L—LIBT WO RMIT, M%7 L— L0
TR AREDOHZLMT DI ENTEDL LWV FRICHPDLT, filicnic7rtE X
TEROLDOTEFMRS 7 L= SN oW DORFFEM 2 GE LR T TR 7200 T, i
7 L— DO EOHBE KLV EHE LW OICT 5, 6o T, Haxld, EITHEMR T m L&
J e - TrERA L —AT7 L—LZND58EEFE— XUTOTHREN LR
WEBHEMICE XA N DR EFIRT 256, FriHER 102 KOUTEH 103 KOV
(CHAS BRI, MO TRAETHIVFRBTEDHEER D, EBRMBEE LT, FrafT I3
O7 a2 %M L TR Z-E L, RICETETORLZ AT L TERLE S > TYHERY
P 4T 5 (KB 3 > Tuh7evy, | In re Brown, 459 F.2d 531, 535, 173USPQ 685, 688
(CCPA 1972), [HAE 1T KERFHE 102 557103 SO BIRAYELH ~DIKAF D EHE O FTH
YK OB A OBUR 2T 2 B Z RN L 2V K ) ICEBE LT ude b, 17

U SRR 24 AR IR R SE P PERE R TR A SE TR EERINTIC BT B 2 L — MEFRICEIT A TR ER WA ) 149~
192 B (M EIE NP R EEFZERT, 2013 452 A)
<http://www. jpo. go. jp/shiryou/toushin/chousa/pdf/zaisanken/2012_09. pdf>
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2114 Apparatus and Article Claims — Functional Language [R—07.2015]
2114 EBRUWHO 7 L— A—HEEHNCE

For a discussion of case law which provides guidance in interpreting the
functional portion of means—plus—function limitations see MPEP § 2181 - § 2186.
=V AT TR T 7T v a r OIREDOKERERIEN 77 2 AR 2 BRI TR EF & 72 2B D
FIZOWTIE, MPEP 55 2181 e/ LA 2186 Sk B RO Z &,

I. INHERENCY AND FUNCTIONAL LIMITATIONS IN APPARATUS CLAIMS
I [EE7 U—ATRT 5 BERENE R UHEEERIRE] *

Features of an apparatus may be recited either structurally or functionally. In
re Schreiber, 128 F.3d 1473, 1478, 44 USPQ2d 1429, 1432 (Fed. Cir. 1997). See
also MPEP § 2173.05(g). If an examiner concludes that a functional limitation
is an inherent characteristic of the prior art, then to establish a prima case
of anticipation or obviousness, the examiner should explain that the prior art
structure inherently possesses the functionally defined limitations of the
claimed apparatus. In re Schreiber, 128 F.3d at 1478, 44 USPQ2d at 1432. See
also Bettcher Industries, Inc. v. Bunzl USA, Inc., 661 F.3d 629, 639-40, 100
USPQ2d 1433, 1440 (Fed. Cir. 2011). The burden then shifts to applicant to
establish that the prior art does not possess the characteristic relied on. In
re Schreiber, 128 F.3d at 1478, 44 USPQ2d at 1432; In re Swinehart, 439 F.2d 210,
213, 169 USPQ 226, 228 (CCPA 1971) ( “where the Patent Office has reason to
believe that a functional limitation asserted to be critical for establishing
novelty in the claimed subject matter may, in fact, be an inherent
characteristic of the prior art, it possesses the authority to require the
applicant to prove that the subject matter shown to be in the prior art does not
possess the characteristic relied on” ).

(2L ORI ER) £ 7 I3 RERIICHIZE T2 2 & TE 5, In re Schreiber, 128
F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997) MPEP § 2173.05(g) %
ZHOZ L, FAEEPEREAREITETEINOBERFE TH 5 &Rt FEitEo R
WM H AT 55818, FABEIIITEINOME N BENIZ 7 L— L ST EEE
CBWTHREBMICERINTEREEZAL TV Z L2l T 20ENH S5, In re

2 EB R K DIRR
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Schreiber, 128 F.3d at 1478, 44 USPQ2d at 1432. Bettcher Industries, Inc. v.
Bunzl USA, Inc., 661 F.3d 629, 639-40,100 USPQ2d 1433, 1440 (Fed. Cir. 2011) %
ROz &y FATEMR N YR MAE A L TWRWE & 2T A BRI AR SN D,
In re Schreiber, 128 F.3d at 1478, 44 USPQ2d at 1432; In re Swinehart, 439 F.2d
210, 213, 169 USPQ 226, 228 (CCPA 1971) ( TRFEFITIX. 7 L — A ST NAEDHHINE
BT HODICEHETHD EHE X DNAERBIIREN, BLFIZ, FEATHMN OBTEFRHE T
HVEDL EMETDIRIWN D D56, HEENCK L TRITEIFTREN TV DNEN Y%
R AEH L TWRWI EENGET 5 2 2 ERTHMREET 5, ) 1 %

II. MANNER OF OPERATING THE DEVICE DOES NOT DIFFERENTIATE APPARATUS CLAIM FROM
THE PRIOR ART

0. ¥EHMEBETLIHET. BB L—2L L ETEIREZ KA L7220

“IAlpparatus claims cover what a device 7s, not what a device does.” Hewlett—
Packard Co.v.Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed.
Cir. 1990) (emphasis in original). A claim containing a “recitation with
respect to the manner in which a claimed apparatus is intended to be employed
does not differentiate the claimed apparatus from a prior art apparatus’ if the
prior art apparatus teaches all the structural/ limitations of the claim. Ex
parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987) (The preamble of
claim 1 recited that the apparatus was “for mixing flowing developer material”
and the body of the claim recited “means for mixing ..., said mixing means
being stationary and completely submerged in the developer material.” The claim
was rejected over a reference which taught all the structural limitations of the
claim for the intended use of mixing flowing developer. However, the mixer was
only partially submerged in the developer material. The Board held that the
amount of submersion is immaterial to the structure of the mixer and thus the
claim was properly rejected.).

HEE 7 L— L%, MM 2T 200 TIER < BRMBATHL0CHEHA SN D, |
Hewlett—-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15
USPQ2d 1525, 1528 (Fed.Cir. 1990), [7 L —AZN7o¥EO RN S H 71512
THRMEGL T L—AE, | FATHINOEE N Z D7 L — L ORERIIRE D4 T &2 ZorR
LTWa5HE, 7 =LA@ L B TN OREZ XB]I L2V, | Ex parte

BB K DIRR
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Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987) (7 L — LA 1 ORIHEERIIL. 4
RAEEIT REBBBAMEZIRET S bOTHD EREHL, 7 L—2AREKHIE 1%
RAET DT, AItiRS TRITEE SN TV THEBRIMEHI ZEICRIE SN WD) &b

RTWD, Y%7 L— A%, Mg =RETH2ER LIZARIZOWVWTIZ L—AD4ET

DOREIENIIRE # Zor T 551HIC L o> THEM Sz, LALRBRG, ZORAHEITEUSFIM

BHIE D BNCRE SN TV DT E o7, FHENL, RIBOEITIRGHEOMIEIZELR LA

WOTHHY L— TN Sz S EE LT, )

III. A PRIOR ART DEVICE CAN PERFORM ALL THE FUNCTIONS OF THE APPARATUS CLAIM
AND STILL NOT ANTICIPATE THE CLAIM

III. AT ORHABIER Y L—20LTOBELZITI ZENTETH, Y%s L—
LBFREEZ R L RWES

Even if the prior art device performs all the functions recited in the claim,
the prior art cannot anticipate the claim if there is any structural difference.
It should be noted, however, that means—plus—function limitations are met by
structures which are equivalent to the corresponding structures recited in the
specification. In re Donaldson, 16 F.3d 1189, 1193, 29 USPQ2d 1845, 1848 (Fed.
Cir. 1994). See also In re Robertson, 169 F.3d 743, 745, 49 USPQ2d 1949, 1951
(Fed. Cir. 1999) (The claims were drawn to a disposable diaper having three
fastening elements. The reference disclosed two fastening elements that could
perform the same function as the three fastening elements in the claims. The
court construed the claims to require three separate elements and held that the
reference did not disclose a separate third fastening element, either expressly
or inherently.).

FATEAR OISR 7 L — ARSI N OB TOWREELITI L LTH, HENENDRH D
e, TOSATEINIT SR V— L OB A I ERY, L, I— X T TR
77U va r ORGEFIMIEFICEHE S o T S G L ELRBEICEG LTS 2
EICHEE LS TiEZe 5720y, In re Donaldson, 16 F.3d 1189, 29 USPQ2d1845 (Fed

Cir. 199) IZ k- THEFRWITBESRZEEY, WHSHWDOZ L, In re
Robertson, 169F.3d 743, 745, 49 USPQ2d 1949, 1951 (Fed. Cir. 1999) (43% 27 L — A
1T 3 HOBEEERZLAHT HHEVE TR DI bivk, FIHIE, 4% L—20 3 {f
D EHER L R —HEREZ R7T 2 HOBEESR 2R Lic, BRI, H%27 L—2AI% 3
O LT BEREZMELETH MR L., ZO5|BIEE 3 OEEER % PRmicE LEE
A R L T2 SR L7z, )
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IV. DETERMINING WHETHER A COMPUTER-IMPLEMENTED FUNCTIONAL CLAIM LIMITATION IS
PATENTABLE OVER THE PRIOR ART UNDER 35 U.S.C. 102 AND 103

IV. 2o a—&REEEY L— A0KEIRFFE 102 £R O 103 £OEITERICK LT
BHFERHDENE D DIRET D

Functional claim language that is not limited to a specific structure covers all
devices that are capable of performing the recited function. Therefore, if the
prior art discloses a device that can inherently perform the claimed function, a
rejection under 35 U.S.C. 102 and/or 35 U.S.C. 103 may be appropriate. See In re
Translogic Technology, Inc., 504 F.3d 1249, 1258, 84 USPQ2d 1929, 1935-1936 (Fed.
Cir. 2007) (The claims were drawn to multiplexer circuit. The patent at issue
claimed “coupled to” and “coupled to receive” between various portions of
the circuitry. In reference to the claim phrase “input terminals ‘coupled to
receive’ first and second input variables,” the court held that “the claimed
circuit does not require any specific input or connection -+ [als such,
‘coupled to’ and ‘coupled to receive’ are clearly different -+ [als shown in
[the figures of the] patent, input terminals -+ only need to be ‘capable of
receiving’ an input variable for the multiplexer circuit as claimed” .
Therefore, the specification supported the claim construction “that ‘coupled
to receive’ means ‘capable of receiving.’ 7 ); Intel Corp. v. U.S. Int’1 Trade
Comm’ n, 946 F.2d 821, 832, 20 USPQ2d 1161, 1171 (Fed. Cir. 1991) (The court
held that “programmable” claim language required only that the accused product
could be programmed to perform the claimed functionality.); In re Schreiber, 128
F.3d 1473, 1478, 44 USPQ2d 1429, 1432 (Fed. Cir. 1997); In re Best, 562
F.2d 1252, 1254, 195 USPQ 430, 433 (CCPA 1977); In re Ludtke, 441 F.2d 660, 663~
64, 169 USPQ 563, 566—67 (CCPA 1971); In re Swinehart, 439 F.2d 210, 212-13, 169
USPQ 226, 228-29 (CCPA 1971) ( “[I]t is elementary that the mere recitation of a
newly discovered function or property, inherently possessed by things in the
prior art, does not cause a claim drawn to those things to distinguish over the
prior art” ). See MPEP § 2112 for more information.
FRE DG ICIRE SNRVVERERY 7 L — L 1E, Rl S BEREZ 23 2 L 23 ATREZR
BTCOREZ N NN—T 2%, LB T, FATHIND 7 b— LA S TRE 2 AR R T2
TIENTELHEELR L TV D56, KEFRFFE 102 2503 103 FI2HEE-S < a3
vcchovvEHs, [RHEbZSMWDZ L., In re Translogic Technology, Inc., 504
F.3d 1249, 1258, 84 USPQ2d 1929, 1935-1936 (Fed. Cir. 2007) (7 L —AljI~/LF
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L7 HEIRRESRE LT\, FROFRFEME, BIEOREA 2285 DG T~ S i
7o) RN I~2ZET 5708w 27 Lb—A LTz, 81 KOS 2 OATEE
 [ZETLEOICERI L] A & WD 7 L— AOFEAICE L CHEAIFTIX
(7 L= SN TWDHEEITN DR DFFED AT bR S B E LTy, - 20D X
N T~ anzl] & T~2%ET20icEkInz] IZHL DR D - - FFF
[(ODE R END X I 7 =L ENTo~ T T L7 VRO 2D ANTEH = A
NN [ZETHIENTEDL] ZERMELRDITEE 00 EHR L, Lo TH
MEE, [ [ZETHIEDICERSN] L1X ZETLIENTES] ZEKTLED
)7 L —MFERZ AT F7-] ) 5 Intel Corp. v. U.S. Int’1 Trade Comm’ n, 946 F.2d
821, 832, 20 USPQ2d 1161, 1171 (Fed. Cir. 1991) (FHFrix., 7o/ J LAw[EEZ: )
EWNH T L— AR, 7 L— A SN RER T T A L9 W e T ST ATE

Tt mEALLEICBEBERVWEHRHIR LI, ) ;] *In re Schreiber, 128
F.3d 1473, 1478 (Fed. Cir. 1997); In re Best, 562 F.2d 1252, 1254 (CCPA 1977);
In re Ludtke, 441 F.2d 660, 663-64 (CCPA 1971); In re Swinehart, 439 F.2d 210,
212-13 (CCPA 1971) ( TFEATHANIZ & 2 FHBAKHICFF > TWD 0, Fclicmw il i
FERE T MED B2 B 50R 1T, FRHICHOWTHI DN 7 L — 2 & AT 0 6 KB4 5%
T XIS, 1) BRI oW TIE, MPEP § 2112 2B,

Conversely, computer—implemented functional claim limitations may narrow the
functionality of the device, by limiting the specific structure capable of
performing the recited function. Nazomi Communications, Inc. v. Nokia Corp., 739
F.3d 1339, 1345, 109 USPQ2d 1258, 1262 (Fed Cir. 2014) (The claims were drawn to
a CPU that can perform processing of both register—-based and stack—-based
instructions. Appellant alleged infringement of the claims based on claim
construction requiring only hardware capable of performing the claimed
functionalities. Contrasted with the finding of Intel Corp. v. U.S. Int’1 Trade
Comm’ n, 846 F.2d 821, 832, 20 USPQ2d 1161, 1171 (Fed. Cir. 1991), the court
found that “[s]ince hardware cannot meet these limitations in the absence of
enabling software, the claims are properly construed as claiming an apparatus
comprising a combination of hardware and software capable of practicing the
claim limitations.” ).

[T, 32— 238 L OHRERN 2R 7 L— ABREIR, Foik S Av7-inE 2 FEBL T RE 2
FEOHMEIZREST 22 LKLY, EEOKEZHRDLIHAE Y H 5., Nazoni
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Communications, Inc. v. Nokia Corp., 739 F.3d 1339, 1345, 109 USPQ2d 1258, 1262
(Fed Cir. 2014) (Z L—AZL I RAZR—R L ZAH v 7 _R— 2 D4 O M ORLER % 5
ITTE 5 CPU RIS L LTz, A GEHEERAN) X, 7 b— L SN EELE1TT
HIENTEDLN—RUZTOREZEMNETH 7 L—LRICESE 7 L—2DRELE
L7, Z3UZx LT Intel Corp. v. U.S. Int’1 Trade Comm’ n, 846 F.2d 821, 832,
20 USPQ2d 1161, 1171 (Fed. Cir. 1991) TlX, ML IEHT L2700V 7 vy =7
DRTHIE, "= RFRUZTIEINODREFHEZFERTE RN, N—RyxT V7
FUZT OMAEENLRDEEN S L—LAOREFEELEHAERLOL L THRIND
ORI TH L] LHr Lz, ¥

Computer—implemented functional claim limitations may also be broad because the
term “computer” is commonly understood by one of ordinary skill in the art to
describe a variety of devices with varying degrees of complexity and
capabilities. In re Paulsen, 30 F.3d 1475, 1479-80, 31 USPQ2d 1671, 1674 (Fed.
Cir. 1994). Therefore, a claim containing the term “computer” should not be
construed as limited to a computer having a specific set of characteristics and
capabilities, unless the term is modified by other claim terms or clearly
defined in the specification to be different from its common meaning. Id. In
Paulsen, the claims, directed to a portable computer, were rejected as
anticipated under 35 U.S.C. 102 by a reference that disclosed a calculator,
because the term “computer’ was given the broadest reasonable interpretation
consistent with the specification to include a calculator, and a calculator was
considered to be a particular type of computer by those of ordinary skill in the
art. Id.

MEE TarBa—H ) 1%, Rx REHESOMRZ Mo Tokk 2 RALE 25032 & BRI
Lo THBICHMINTWAHIZD, T Ea—XFEHENZ L—AREIZIALS HH V15
%, In re Paulsen, 30F.3d 1475, 1479-80 (Fed. Cir. 1994), L7=23->7T, HihE =2
Ba—4] zales L—DAid, TOMGER, thor L—LAHGEIC L~ TEES LD, £
D—fRAJRER & 72D X0 ICHMETHEICER SN TWVDLDTRWRY | MEE & ke
DFFEDHMEEZMA T3 Ea—FIRESND LIRS N D& TIE/RV, Paulsen,
30 F.3d at 1479-80, In re Paulsen TiX, Mk Tz Ea—4 ] 1%, FREEELGL LD
(2. BEIC B Le, BIRWEHEM RN G 2 S, FHEREIT. YEFRICL - T,

BEDIATDAL 2= THDHLEEZLNTNDHDT, R—FT )L A a—F|T
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M BN b—A0E, FHEEEBR L CTW A5 I X o T, KEFRFFE 102 KIS X,
HE S 7-, Paulsen, 30 F.3d at 1479-80,

When determining whether a computer—implemented functional claim would have been
obvious, examiners should note that broadly claiming an automated means to
replace a manual function to accomplish the same result does not distinguish
over the prior art. See Leapfrog Enters., Inc. v. Fisher—-Price, Inc., 485
F.3d 1157, 1161, 82 USPQ2d 1687, 1691 (Fed. Cir. 2007) ( “Accommodating a prior
art mechanical device that accomplishes [a desired] goal to modern electronics
would have been reasonably obvious to one of ordinary skill in designing
children’ s learning devices. Applying modern electronics to older mechanical
devices has been commonplace in recent years.” ); In re Venner, 262 F.2d 91,
95, 120 USPQ 193, 194 (CCPA 1958); see also MPEP § 2144.04. Furthermore,
implementing a known function on a computer has been deemed obvious to one of
ordinary skill in the art if the automation of the known function on a general
purpose computer is nothing more than the predictable use of prior art elements
according to their established functions. KSR Int’ 1 Co. v. Teleflex Inc., 550
U.S. 398, 417, 82 USPQ2d 1385, 1396 (2007); see also MPEP § 2143, Exemplary
Rationales D and F. Likewise, it has been found to be obvious to adapt an
existing process to incorporate Internet and Web browser technologies for
communicating and displaying information because these technologies had become
commonplace for those functions. Muniauction, Inc. v. Thomson Corp., 532
F.3d 1318, 1326-27, 87 USPQ2d 1350, 1357 (Fed. Cir. 2008).
a2 — X RN L— AR A TTh ol BT 285G, RIUAEREERT 5T
BOBELEZX D HELINTEFERELIAS 7 Lb—LoF 25 2 Lid, ST o XA L
TWaWnWEtWnWH Z bta, BEBITHEE T XX TH D, Leapfrog Enters., Inc. v.
Fisher-Price, Inc., 485 F.3d 1157, 1161 (Fed. Cir. 2007) ( [BifR—L 7 fm=7 X
~OLEFE LW AR T D BEMEEE O ST 2@ 2 2 &1k, PR EAEE oK
RFOYUEBICL > TEHNICERATH o7z, HWVEMEEICRAT LY te=7 X &M
THZ L, BETEHY SN LIZ>TW5D, | ) . In re Venner, 262 F.2d91,
95 (CCPA 1958), MPEP §2144.04 H &M, S bHIZ, BERIOHEDOIMN = v Ea—H ETO
HENMEDS, T OMESL S THRREIZIS U7 JetTHA 258 O T HIRTRE 72 FH LIS D a8 T b 72
WA, BEEHOBERELZ 2 0 Vo — X ICRET D 2 Ld GEFITITEREEZ LN TND
KSR Int’1 Co. v. Teleflex Inc.,550 U.S. 398, 417 (2007), MPEP§2143 Exemplary
Rationales D and F. &M, [FERIC, HMAImEL TERTLHLEOIZ, A F—FR Y b
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LT T UTEHINEMAEDELEDICBEFO T n A 2HE ST Z 1L, Zhb
DEMRN N DOEDT-DIZH Y SNlcb D Lo TWHDT, BHHTHDL LR LI
T Vv 5%, Muniauction, Inc. v. Thomson Corp., 532 F.3d 1318, 1326-27 (Fed.
Cir. 2008).

For more information on the obviousnessdetermination, see MPEP § 2141.

[ZEHBIZOUNTIZ MPEP § 2141 2508, ]

2173.05(g) Functional Limitations [R-07.2015]
2173.05(g) HEBERYIRE

A claim term is functional when it recites a feature “by what it does rather
than by what it is” (e.g., as evidenced by its specific structure or specific
ingredients). In reSwinehart, 439 F.2d 210, 212, 169 USPQ 226, 229 (CCPA 1971).
There is nothing inherently wrong with defining some part of an invention in
functional terms. Functional language does not, in and of itself, render a claim
improper. Id. In fact, 35 U.S.C. 112(f) and pre-AIA 35 U.S.C. 112, sixth
paragraph, expressly authorize a form of functional claiming (means— (or step-)
plus— function claim limitations discussed in MPEP § 218let seq.). Functional
language may also be employed to limit the claims without using the means—plus—
function format. See, e.g., K-2 Corp. v. Salomon S.A., 191 F.3d 1356, 1363 (Fed.
Cir. 1999). Unlike means—plus—function claim language that applies only to
purely functional limitations, Phillips v. AWH Corp, 415 F.3d 1303, 1311 (Fed.
Cir. 2005) (en banc) ( “Means—plus—function claiming applies only to purely
functional limitations that do not provide the structure that performs the
recited function.” ), functional claiming often involves the recitation of some
structure followed by its function. For example, in In re Schreiber, the claims
were directed to a conical spout (the structure) that “allow[ed] several
kernels of popped popcorn to pass through at the same time” (the function). In
re Schreiber, 128 F.3d 1473, 1478 (Fed. Cir. 1997). As noted by the court in
Schreiber, “[a] patent applicant is free to recite features of an apparatus

either structurally or functionally.” Id.

O HBRIC K DIRR
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BERERIIRIE &1, TENBAITH D H ) (B, FrERE UIFFEMR I L U SEEES
HE210)K0b, [RLAZENRMTEITI D] Lo TRz T E XX, 71—
LHFEITHEERN TH D, FEHO—HZEREAIHFECERT D 2 LITAKRIRFR D T2 72
W, BERERSCE L, FRAKE LTL, 7 b—L2 2 R EUR LD L IE L2, In re
Swinehart, 439 F.2d 210, 169 USPQ 226 (CCPA 1971), =32, 112 55 6 HIX, HpEm
7 L—LDXEHEIZRD TS (MPEP2181 THLBNAI—0 X« T A« T 7
Jyay e 7 U—ARE) , BERENXEIL, IV XTI R Ty va B EH
WTIZZ V=L EREZDICHWS Z &b TE 5, fHilxiX, K-2 Corp. v. Salomon
S.A., 191 F.3d1356, 1363 (Fed. Cir. 1999) &M, HliECHERERZRFREIC DO LA &
HI—=V R TTR Ty vary s Jb—AXEER7 Y (Phillips v. AWH Corp,
415 F.3d 1303, 1311 (Fed. Cir. 2005) (enbanc) ( (R —2 X+« FF R+ 7773
Voo J L= NTIR AR S TR A SR T TS A BUE L R W S BERY 72 IR E 12 D A3
ShD, 1) BERERYZ L— AT LT UL BEREDS T AUITHE < A B 2 DRSO Ll 2 51
LTW5b, fflxiX. In re Schreiber Tlx, 7 L —2A%, [TFEEFZ, X CIT 7Ry Fa—
YOKOPORET-PEETE 5] (BRE) . H#RRWRE D (&) [2rid b Tnsd, In
re Schreiber, 128 F.3d 1473, 1478 (Fed. Cir. 1997). In re Schreiber T CTHE HIFT
MIRART= K5I8 TRFFFHIRE AT IS & 2 SIS FER 3~ 2 2 ERERVIZREIR 2 20T B B TH
%, | Schreiber, 128 F.3d at 1478.

A functional limitation must be evaluated and considered, just like any other
limitation of the claim, for what it fairly conveys to a person of ordinary
skill in the pertinent art in the context in which it is used. A functional
limitation is often used in association with an element, ingredient, or step of
a process to define a particular capability or purpose that is served by the
recited element, ingredient or step. In Innova/Pure Water Inc. v. Safari Water
Filtration Sys. Inc., 381 F.3d 1111, 1117-20, 72 USPQ2d 1001, 1006-08 (Fed. Cir.
2004), the court noted that the claim term “operatively connected” is “a
general descriptive claim term frequently used in patent drafting to reflect a
functional relationship between claimed components,” that is, the term “means
the claimed components must be connected in a way to perform a designhated
function.” “In the absence of modifiers, general descriptive terms are
typically construed as having their full meaning.” Id. at 1118, 72 USPQ2d

at 1006. In the patent claim at issue, “subject to any clear and unmistakable
disavowal of claim scope, the term ‘operatively connected’ takes the full

breath of its ordinary meaning, i.e., ‘said tube [is] operatively connected to
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said cap’ when the tube and cap are arranged in a manner capable of performing
the function of filtering.” Id. at 1120, 72 USPQ2d at 1008.

BEEERREIZ, 7L —20H bW HMOMRE LIEICF U X 512, HRERENEH S 53
ART. BN B RWTEE I 2 A9 5812 L TR 2@ IR 2 % T2 T
P A OB E SRR B, HREMIREIX, < O5REG, IR, iy
XIFTENRICTREDORN ITAMZERT D702, BH#E, il XiT7vet 20T
FREBEE L CTEH S5, Innova/Pure WaterIne. v. Safari Water Filtration Sys.
Inc., 381 F.3d 1111, 1117-20, 72 USPQ2d 1001, 1006-08 (Fed.Cir. 2004) {23\ T, #&
P, 7 L— MGG T TRBICEERE S L 7z) 25 [ b— A ST B 32 [ O B RERY
BAMR & T D72 OIHEE R T 77 4 7128 W T EL OFEITHEH S5 — ki 72tk
K7 L—2bHEE] THHZ L, T72bb, HEMEIE 17 L— A SNTERERN, R
ST Z RICE L HETHER SN 2T IR RWI L2 B8R T 5] LR~z [
BREEDN 7RV AT, R HEE I IT T DR ERERE AT 5 LIRS
%, | 1d. at 1118, 72 USPQ2dat1006, MIREDKFFFZ L —AIZHBWT 127 L—LEHDH
5% WO S RWERROEM 25217 T, GG [FETRRIc# I X, 28
RIKSOBEDOBEREZF > TWD, T42bb, BROENSEEKE 2 7 5 Bk TRE
SHTWD LT THREIIATRCERIC I M TR S T\ D, | Id. at 1120, 72
USPQ2dat 1008.

Other examples of permissible function language include the following.

(BRI S S B LN DO BT T O L DR D %, 1 7

It was held that the limitation used to define a radical on a chemical compound
as “incapable of forming a dye with said oxidizing developing agent” although
functional, was perfectly acceptable because it set definite boundaries on the
patent protection sought. In re Barr, 444 F.2d 588, 170 USPQ 330(CCPA 1971).
R TH 2 b DD TR LB K> TREI 2R TE 2] L) fba® ki
oI ERTDIOITHEHN SN DIRIEIX, KO 52 FFFFHREICE 2 MR B 2 i
ETLIEnD, BERIZBOLND LIRS, In re Barr, 444 F.2d 588, 170 USPQ
33 (CCPA 1971),

In a claim that was directed to a kit of component parts capable of being

assembled, the court held that limitations such as “members adapted to be

TOHEB R L DGR
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positioned” and “portions . . . being resiliently dilatable whereby said
housing may be slidably positioned” serve to precisely define present
structural attributes of interrelated component parts of the claimed assembly.
In re Venezia, 530 F.2d 956, 189 USPQ 149 (CCPA 1976).

HHFTIEL, MSLATRER AR D F v FARRE LT L—LICB T, TRESND K
D RERL ST A ) O THRDVEICIZRIED & 55 Tdh - T+« ZHUT X - THIGRER
PEBFREICELE S NG D R EOREIX, 7 b— L SHIZMSLAR O A B3 2 MRk
R D BAEOREER R 2 EREIZER T HDIZETH LR LT=, In re Venezia, 530
F.2d956, 189 USPQ 149 (CCPA 1976),

Notwithstanding the permissible instances, the use of functional language in a
claim may fail “to provide a clear—cut indication of the scope of the subject
matter embraced by the claim” and thus be indefinite. In re Swinehart, 439 F.2d
210, 213 (CCPA 1971). For example, when claims merely recite a description of a
problem to be solved or a function or result achieved by the invention, the
boundaries of the claim scope may be unclear. Halliburton Energy Servs., Inc. v.
M-I LLC, 514 F.3d 1244, 1255, 85 USPQ2d 1654, 1663 (Fed. Cir. 2008) (noting that
the Supreme Court explained that a vice of functional claiming occurs “when the
inventor is painstaking when he recites what has already been seen, and then
uses conveniently functional language at the exact point of novelty” ) (quoting
General Elec. Co. v. Wabash Appliance Corp., 304 U.S. 364, 371 (1938)); see also
United Carbon Co. v. Binney & Smith Co., 317 U.S. 228, 234 (1942) (holding
indefinite claims that recited substantially pure carbon black “in the form of
commercially uniform, comparatively small, rounded smooth aggregates having a
spongy or porous exterior’ ). Further, without reciting the particular structure,
materials or steps that accomplish the function or achieve the result, all means
or methods of resolving the problem may be encompassed by the claim. Ariad
Pharmaceuticals., Inc. v. Eli Lilly & Co., 598 F.3d 1336, 1353, 94

USPQ2d 1161, 1173 (Fed. Cir. 2010) (en banc). See also Datamize LLC v. Plumtree
Software Inc., 75 USPQ2d 1801 (Fed. Cir. 2005) where a claim directed to a
software based system for creating a customized computer interface screen
recited that the screen be “aesthetically pleasing,” which is an intended result
and does not provide a clear cut indication of scope because it imposed no
structural limits on the screen. Unlimited functional claim limitations that

extend to all means or methods of resolving a problem may not be adequately
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supported by the written description or may not be commensurate in scope with
the enabling disclosure, both of which are required by 35 U.S.C. 112(a) and pre-
ATA 35 U.S.C. 112, first paragraph. In re Hyatt, 708 F.2d 712, 714, 218

USPQ 195, 197 (Fed. Cir. 1983); Ariad, 598 F.3d at 1340, 94 USPQ2d at 1167. For
instance, a single means claim covering every conceivable means for achieving
the stated result was held to be invalid under 35 U.S.C. 112, first paragraph
because the court recognized that the specification, which disclosed only those
means known to the inventor, was not commensurate in scope with the claim. Hyatt,
708 F.2d at 714-715, 218 USPQ at 197. For more information regarding the written
description requirement and enablement requirement under 35 U.S.C. 112(a) or
pre—ATA 35 U.S.C. 112, first paragraph, see MPEP § § 2161-2164.08(c). Examiners
should keep in mind that whether or not the functional limitation complies with
35 U.S.C. 112(b) or pre—AIA 35 U.S.C. 112, second paragraph, is a different
issue from whether the limitation is properly supported under 35 U.S.C. 112(a)
or pre—AIA 35 U.S.C. 112, first paragraph, or is distinguished over the prior
art.
INHORBDONDIHEAEITLNDLT, 7 L—AIZBITAHEN IS OEMIT. 71
—LZEEND FEOFEHDOHR i m 22t Lyt LivT, Ko TRAETH 2,
In re Swinehart, 439F.2d 210, 213 (CCPA 1971), Bl xI1X. 7 L — ANHIZHR T
I, SUFIREIAIC L - TER SN D N EEAEES L TR ROFLBDHZ R TND & X
7 L— L& OBEFIIARHMETH A 9D, Halliburton Energy Servs., Inc. v. M-I LLC,
514 F.3d 1244, 1255 (Fed. Cir. 2008) (Fm#cHIpN2s, HERERYZ L — ADRUE T3
BB R AT D b OIEIZHRINED s THORIKRER 2 LE 2 L Tk 5 DIz &L L
TWAHEX | IZEUDLEMB L ERT, ) (General Elec. Co. v. Wabash Appliance
Corp., 304 U.S. 364, 371 (1938) Z5IH LT, ); United Carbon Co. v. Binney &
Smith Co., 317 U.S. 228, 234 (1942) ( TREEMICT AT, /NS <, AL
QT8 D7, IR TEALIEDSMBLZ FF SR B IR DB O | REMICHEL R —R >« 7
Ty 7 BB L TWOARHMER 7 L—22F LT, )b, 612, BREEZZT L.
XUIAERZ LT DRFEOHE, ME IR T v &5k T 5 2 &<, MEE RS
DETCOFEITIENR 7 b—LITEENTH X, Ariad Pharms., Inc. v. Eli Lilly
& Co., 598 F.3d 1336, 1353 (Fed. Cir. 2010) (en banc) [Datamize LLC v. Plumtree
Software Inc., 75 USPQ2d 1801 (Fed. Cir. 2005) b &M ; WA X~ A XRENTza B
—HA VB =T 2 AR V=V EERTDEODY T NTZT R=ADV AT LEkfR L
TL57 L—L3, A7 V=% BEENICEN DO L) LRk 25813, ZHFERS
NIZRRTHY, A7 V= IMOBERZRIREGERL TWRWT s, ke #hiPE 2
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FRETL2HOTIERWE Shiz, ] *MELZRT 52 TOFEXUIHIEIZETIER T
T IRE SN TWRVERER 7 L— A%, [HOERFEFE 112 55 (a) XUT 112 (1) 3] ¥
FoRINT XL HIC, FMECHEYICREISN TR LT, Ehitrfe/eB R OFPHIZE D & -
TWRWATRENEN & %, In re Hyatt, 708 F.2d 712, 714 (Fed. Cir. 1983); Ariad,
598 F.3d at 1340, #lzx(X. BRXONTHEREZENTLH-OICEZONLHV LHHWDPD
FEEZGUH—-OFEO 7 U— A%, BHFR, BHFICMOLNTZ IO O TFEDO AR
LTWDHMEZ, 7 L—20#IFHIZED G o TN, 112 5= (1) HITH D = 2
EHIIRE T, Hyatt, 708 F.2d at 714-715, [QCERFFFE 112 55 (a) %] *112 £ (1)
TR Z FE D < FUdlE A M OV N rTRE B IZ B3 2 B 722 B 15 #iI%, MPEP2161 720 L

2164. 08 (c) MR, FFAE L., BEREMIIRED [MERFFFE 112 55 (b) XX "HFFaFiks 112
FE2HITHAT 2008 ) ik, UiZRED [SOERFFFE 112 25 (a) XUE] “REriEs 112
1 BRSO TTHEUNCEMT O TWDE 5, XX, FArHdiiics LTyl =
NDMMEIMETRRAMETHDLZ LI, BELRTIIIZRL20,

When a claim limitation employs functional language, the examiner’ s
determination of whether the limitation is sufficiently definite will be highly
dependent on context (e.g., the disclosure in the specification and the
knowledge of a person of ordinary skill in the art). Halliburton Energy Servs.,
514 F.3d at 1255, 85 USPQ2d at 1663. For example, a claim that included the term
“fragile gel” was found to be indefinite because the definition of the term in
the specification was functional, i.e., the fluid is defined by what it does
rather than what it is ( “ability of the fluid to transition quickly from gel to
liquid, and the ability of the fluid to suspend drill cuttings at rest” ), and
it was ambiguous as to the requisite degree of the fragileness of the gel, the
ability of the gel to suspend drill cuttings (i.e., gel strength), and/or some
combination of the two. Halliburton Energy Servs., 514 F.3d at 1255-56, 85
USPQ2d at 1663. In another example, the claims directed to a tungsten filament
for electric incandescent lamps were held invalid for including a limitation
that recited “comparatively large grains of such size and contour as to prevent
substantial sagging or offsetting during a normal or commercially useful life

for such a lamp or other device.” General Elec. Co., 304 U.S. at 370-71, 375.

W HEFB R L DR
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The Court observed that the prior art filaments also “consisted of
comparatively large crystals” but they were “subject to offsetting” or
shifting, and the court further found that the phrase “of such size and contour
as to prevent substantial sagging and offsetting during a normal or commercially
useful life for a lamp or other device” did not adequately define the
structural characteristics of the grains (e.g., the size and contour) to
distinguish the claimed invention from the prior art. Id. at 370. Similarly, a
claim was held invalid because it recited “sustantially (sic) pure carbon black
in the form of commercially uniform, comparatively small, rounded smooth
aggregates having a spongy or porous exterior.” United Carbon Co., 317 U.S. at
234. In the latter example, the Court observed various problems with the
limitation: “commercially uniform” meant only the degree of uniformity buyers
desired; “comparatively small” did not add anything because no standard for
comparison was given; and “spongy’ and “porous” are synonyms that the Court
found unhelpful in distinguishing the claimed invention from the prior art. Id.
at 233.
7 L— LAREDPEREMLE 2NV TW L 5E, ZORENHDITHETH D E ) 0%
BEEOREZ, XRICKREIKFTLTHA S, WX, HMEFICBIT 5HRL O
HOHFE) Halliburton Energy Servs., 514 F.3d at 1255, iz X, {EEREICBIT A H
FEOERDERERN, DFE V| WMENMTTHLINTIERLMETHINCL > TERINLDLD
T, ([P BRIEA~TGEIZERS L, R YLD 52 i R EE TilE S 8 2 iR O fE
711 ) TNAOENST SOMERRERE. RUALOY) Y EFESEL 7 VORET) (9F 0,
FNAGRE) | KOV XTI H Z oD L pOMAEEIZ OV THNENTH LD T, MHGE
[EENCT WL BNEEINLTWVWAHY L—IIIRHMETH D & W 7=, Halliburton
Energy Servs., 514 F.3d at 1255-56, BIOBITIL, ARABHKHAX LV I/ AT v - 74 T X
yhMZmi e v—2alE, (20X 57T 7 XILE OMOILEIZ & - Tl O XX
PASERNCA M7 m O], FENREL5H°F 78y FE2PISRE S L mslo iR &
IRt ERLE LEIREZ G20, Mg & i S 7z, General Elec. Co., 304 U.S.
at 370-71, 375, FHIPTIX, FTATEINO 7 4 7 A My THEGHIR & 285502 B k> T
L), A7y b I 7 e 150 T) Wh EBIE L, #FHHPTX. &6, 17
YT RATZE DMDIEIT & - THEE UTFEITA H 22 A m oM, FENRT LR EFT
Tty FEBECRE IR LWV D 7 L—XE, 7 b— A SN ESETHAIN ) & XA
LI, KT ORERNRE B2 X, RE S L) ZEUIIERE L TWRW &ofEr
L7, General Elec. Co., 304 U.S. at 370, [AERIC, 7 L—2&id, NERKSUIZALE
OBl FT D, PEEICE—72 RIS W, B Z O B REGIROTZR D,

- 143 -



FEWNH 2 T —Ry « 7Ty 7| LR L TWHDOT, el X7z, United
Carbon Co., 317 U.S. at 234, %A OHIT, HHPIX. [PEEICHE—72) 13, IBAE
WELE)—MOREZEW®R L, [HEA/NS ) (ZHE OO DIHEN 2 ST
e bz, k) & T8 ) 1, 786 7 b— A S 3 & Xl
T D DITRITSLT 720 EFHIF I LICRIEFETH D, Lo 2 & T, ZOMREITRR~
7N S D LBIE L=, United Carbon Co., 317 U.S. at 233,

In comparison, a claim limitation reciting “transparent to infrared rays” was
held to be definite because the specification showed that a substantial amount
of infrared radiation was always transmitted even though the degree of
transparency varied depending on certain factors. Swinehart, 439 F.2d at
214, 169 USPQ at 230. Likewise, the claims in another case were held definite
because applicant provided “a general guideline and examples sufficient to
enable a person of ordinary skill in the art to determine whether a process uses
a silicon dioxide source ‘essentially free of alkali metal’ to make a reaction
mixture ‘essentially free of alkali metal’ to produce a zeolitic compound
‘essentially free of alkali metal.’” ” In re Marosi, 710 F.2d 799, 803, 218
USPQ 289, 293 (Fed. Cir. 1983).
BT W T, DRI L TEW ) LWV 9 7 b— AREL, HHIED RO O
720 DN, ERHENFEDOERICE L TEIET Db bbb T, HIZHESTY
HZLERLTNDHDOT, HETH D LXFFSNTZ, Swinehart, 439 F.2d at 214, Il
DHFEMICBNT, [Fartxn, [RAMICT VI ) E&RBEEERVELT A NRILED
EPET D0, [THEANCT A ) B2 EE W] JOSEEWZED [HARICT
NV EREZERN] ZBLT A RY —AEEHT 208 502 YETENRET HDIC
For i — 7 tEE L BI) 2, HEEADREL TS DT, 7 L—LI3MAMTH 5 L5k
SM7z, In re Marosi, 710 F.2d 799, 803 (Fed. Cir. 1983),

Examiners should consider the following factors when examining claims that
contain functional language to determine whether the language is ambiguous: (1)
whether there is a clear cut indication of the scope of the subject matter
covered by the claim; (2) whether the language sets forth well-defined
boundaries of the invention or only states a problem solved or a result
obtained; and (3) whether one of ordinary skill in the art would know from the
claim terms what structure or steps are encompassed by the claim. These factors

are examples of points to be considered when determining whether language is
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ambiguous and are not intended to be all inclusive or limiting. Other factors
may be more relevant for particular arts. The primary inquiry is whether the
language leaves room for ambiguity or whether the boundaries are clear and
precise.

FEEEIL, LENOVENTHLINE I DEHET 572010, NS E2E07 L—2A
EHEET OB, WOERNEBETLLENDHD : (1) Zb—AIZXoThHNN—Eh5DE
EOFEPHORMERITR N D 50 E D0y (2) LEN. TOAMIZER SN FEH OB
Rt E LTV D H, XITME— DIRR SN ZESR O N R 2 B ~TW L 2T 0 E
DNy KON (3) YA, 7 L—LHEND, EOMIEXIIAT v TRED T L— LI
WEINTWDZNLENE I D, ZbDOERIEL, XEDRBKRNE S NERET HERICE
BT NEROBITHY, ETZ2UELTNLHDTIERLS, RELTWVDHDTIHZR,
Z DFRFE DA & > TIMMDOER A X 0 @ sd Ly, ERMEIT, XENBEHRS
RMZIE L TWD D, BERADPAENDOIEHETH L0 E I N TH L,

During prosecution, applicant may resolve the ambiguities of a functional
limitation in a number of ways. For example: (1) “the ambiguity might be
resolved by using a quantitative metric (e.g., numeric limitation as to a
physical property) rather than a qualitative functional feature” (see
Halliburton Energy Servs., 514 F.3d at 1255-56, 85 USPQ2d at 1663); (2)
applicant could demonstrate that the “specification providels] a formula for
calculating a property along with examples that meet the claim limitation and
examples that do not” (see id. at 1256, 85 USPQ2d at 1663 (citing Oakley, Inc.
v. Sunglass Hut Int’ 1, 316 F.3d 1331, 1341, 65 USPQ2d 1321, 1326 (Fed. Cir.
2003))); (3) applicant could demonstrate that the specification provides a
general guideline and examples sufficient to teach a person skilled in the art
when the claim limitation was satisfied (see Marosi, 710 F.2d at 803, 218 USPQ
at 292); or (4) applicant could amend the claims to recite the particular
structure that accomplishes the function.

FATIC, HEANX, ZOHET, BEREDOHNVENSZMRT 5000 Lty f
2 (1) TEERSIE, BEORFE LY b, & LAENRANELESE (B2, W
T HHEMERE) Z6H L CTHRT5008 LitZev] (see Halliburton Energy Servs.,
514 F.3d at 1255-562) ; (2) 7 L—ARREIZE O BIL GDRWENIIR > Tkt %
HETHOOXNEIMENRIEL TS ZEZHBANEFETE 72 (Halliburton
Energy Servs., at 1256 (citing Oakley, Inc. v. Sunglass Hut Int’1, 316

F.3d 1331, 1341 (Fed. Cir. 2003))ZM) ; (3) BIMIEL, O L 5L Eil7 b—»A
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FRED 7o SID N EYBEFICHZ D DI+l —xi/efgdt L flzRt L Tns 2 & %
HFE NS FEZFETE 7~ (see Marosi, 710 F.2d at 803). XiX (4) ZOkEELZ EH T H5E
DOIEEZ TN T 57 L— A2 HBEAPMIETE =,
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