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Part 1
Question I-1

Please provide us with the above-requested information and explanation on the
definitions and concepts of inventions, inventors, and joint inventors.

In addition, please provide the above-requested information and explanation on the
system that permits two or more persons to jointly own a patent or the right to receive a patent
(concept of “joint ownership of a patent, etc.”).

Answer: The United States Constitution provides in Article 1, Section 8, Clause 8 that
the U.S. Congress has the power “[t]o promote the Progress of Science and useful Arts, by
securing for limited Times to Authors and Inventors the exclusive Right to their respective
Writings and Discoveries.” The U.S. Patent Law (35 U.S.C. §1 et seq.) defines the basis upon
which that goal is achieved and provides in Section 101 that “whoever invents or discovers”
subject matter that is defined as patentable “may obtain a patent therefor.”

Invention

Any new and useful process, machine, manufacture, or composition of matter, or any
new and useful improvement thereof, is an invention that is patentable under 35 U.S.C. § 101.1

The claims identify what an applicant considers to be the invention.2

L MPEP § 2106.

2 MPEP § 2106(11)(C).
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Inventor

The term “inventor” is not defined in the Constitution or the Patent Law, but it is clear
under Section 102(f) that a person is not entitled to a patent “if he did not himself invent the
subject matter sought to be patented.” An inventor is simply the person who conceived the
subject matter at issue, as recited in a claim or otherwise. Conception requires “a definite and
permanent idea of an operative invention, including every feature of the subject matter sought to
be patented.” Reduction to practice is not relevant to the issue of inventorship? although it is
relevant to entitlement to a patent under the “first to invent” system currently applicable in the
U.sS:2

Joint Inventors

When two or more persons contribute to the conception of the invention, they are joint
inventors.® Section 116 of the U.S. Patent Law expressly provides that persons may be joint
inventors even though they do not work together physically, do not make the same type or
amount of contribution, or each did not make a contribution to the subject matter of every claim

of the patent.? In fact, two persons are joint inventors even if one contributes to the subject

3 Sewell v. Walters, 21 F.3d 411, 415 (Fed. Cir. 1994). See also MPEP § 2137.01.

4 MPEP § 2137.01(II).

235 U.S.C. § 102(g), providing that priority of invention is determined on the basis of a consideration of
the dates of conception and reduction to practice, as well as the reasonable diligence of one who was

first to conceive but last to reduce to practice.

¢ A contribution solely to the reduction to practice of an invention does not entitle a person to be a joint
inventor; contribution to conception is essential. MPEP § 2137.01(1I).

135U.S.C. § 116; MPEP § 2137.01(V).
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matter of a large number of claims while the other contributes to the subject matter of only one
claim.? It should be noted, however, that the Federal Circuit held that “joint inventorship under
Section 116 requires at least some quantum of collaboration or connection.”

Ownership of a patentable invention and any resulting patent on that invention initially
vests in the named inventors.!® In the absence of an agreement to the contrary, ownership of the
entire right title and interest in the invention is joint and undivided, giving each owner complete
rights to exploit the invention without regard to the interests of any other owner(s).X Ownership
rights of each inventor can be assigned to another (an assignee). The assignee is also permitted
to transfer the ownership interest.t2

Joint ownership exists when multiple parties together own the entire right, title, and
interest in a patent. This situation arises in there cases: (1) when there are multiple partial
assignees of the patent; (2) when there are multiple inventors who have not assigned their
ownership interest; and (3) when there is a combination of one or more partial assignees and one

or more inventors who have not assigned their ownership interest.!2

8 MPEP § 2137.01(V). See also Ethicon, Inc. v. United States Surgical Corp., 135 F.3d 1456, 1460
(Fed. Cir. 1998).

2 Kimberly-Clark Corp. v. Procter & Gamble Distributing Co., 973 F.2d 911 (Fed. Cir. 1992).
1 See Beech Aircraft Corp. v. EDO Corp., 990 F.2d 1237, 1248 (Fed. Cir. 1993).

1 See MPEP § 301(IV); 35 U.S.C. § 262.

L MPEP § 301(1).

B MPEP § 301(1V).
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Question 1-2

Please provide us with the above-requested information and explanation on the degree
of contribution required for a person to be recognized as a joint inventor, also with summaries
and detailed explanation of any cases where the court referred to the degree of contribution to
the creation of a joint invention or where the parties disputed over it.

Answer: As discussed above in the response to Question I-1, a person is a joint inventor
if that person contributes to the conception of the subject matter of a single claim in a patent. In
the absence of an agreement to the contrary, each inventor has full rights to exploit the entire
patent without accounting to the other inventors. Thus, even though an inventor contributed only
1% to the conception of the invention, he has the same rights as the inventor that contributed

99%.

Question 1-3

Please provide us with the above-requested information and explanation as to which
inventor should be named in the application form, patent certificate, etc., prepared in
association with a patent application - either the inventor of an invention described in the
claims or the inventor of an invention described in the specification.

In addition, please provide the above-requested information and explanation as to
whether to recognize a person who has contributed only to the creation of dependent claims of
independent claims as a joint inventor.

Furthermore, we would like to know how to handle a case where the inventor

originally named in an application has been deleted from the application after amendment of
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claims or where an inventor originally unnamed in an application is newly added to the
application after amendment of claims. In this case, the term, “amendment,” refers to the
deletion of any claim or the modification of the scope of claims attached to the patent
application.

(United States: Please make sure that your explanation covers Section 116 of Title 35
of the United States Code.)

Answer: Every joint inventor who contributes to the conception of the subject matter of
any claim (independent or dependent) in an application must be named as an inventor.®* An
exception is made when an inventor refuses to sign or cannot be found after a diligent search. In
this case, the other inventors may make an application on behalf of the other inventors and the
nonsigning inventor. The oath or declaration must be accompanied by a petition setting forth
proof of the relevant facts.2

If the correct inventors are named in a nonprovisional application (as originally filed) but
the prosecution of the application results in the amendment or cancellation of claims so that
fewer than all of the named inventors are the actual inventors of the invention being claimed, 37
C.F.R. § 1.48(b) requires the filing of an amendment requesting deletion of the names of the
persons who are not inventors of the invention being claimed. Specifically, the amendment must
include (1) a request signed by a party set forth in 37 C.F.R. § 1.33(b) to correct the inventorship,

which identifies the named inventor or inventors being deleted and acknowledges that the

4 Gee 35U.S.C. § 116;37 C.F.R. § 1.45.

537CER. §1.47.
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inventor’s invention is no longer being claimed in the nonprovisional application, and (2) the
processing fee set forth in 37 C.F.R. § 1.17(1).

If a nonprovisional application includes unclaimed subject matter by an inventor or
inventors not named in the application (as originally filed), claims may be added to the subject
matter. In this case, an amendment to the inventorship is required under 37 C.F.R. § 1.48(c),
which must include: (1) a request to correct the inventorship that sets forth the desired
inventorship change; (2) a statement from each person being added as an inventor that the
addition is necessitated by amendment of the claims and that the inventorship error occurred
without deceptive intention on his or her part; (3) an oath or declaration by the actual inventors
as required by 37 C.F.R. § 1.63 or as permitted by 37 C.F.R. §§ 1.42, 1.43, or 1.47; (4) the
processing fee set forth in 37 C.F.R. § 1.17(i); and (5) if an assignment has been executed by any

of the original named inventors, the written consent of the assignee.

Question 1-4

Please provide us with the above-requested information and explanation as to whether
the method to recognize a joint inventor differs depending on whether an invention can be
considered to be completed upon conception of the invention or only upon reduction to
practice of an invention conceived. (Please refer to the attached materials).

Answer: As noted above, reduction to practice is irrelevant to the issue of inventorship.
Thus, regardless of whether an invention is considered to be completed upon conception of the
invention or only upon reduction to practice of an invention conceived, only those persons who

conceived the subject matter of the claims are considered to be inventors.
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It is worth noting, however, that in a small number of instances, there is no conception
until there has been a reduction to practice. In other words, conception is necessarily
simultaneous with the reduction to practice.’® This may be the case, for instance, in
unpredictable areas of chemistry and biology.!

Conception, as discussed above, requires “a definite and permanent idea of an operative
invention.”® Conception is not complete if experimentation shows factual uncertainty that “so
undermines the specificity of the inventor’s idea that it is not yet a definite and permanent
reflection of the complete invention as it will be used in practice.”

In this situation, persons who appear to be merely reducing an invention to practice may
be considered to be contributing to the conception of the invention as well, necessitating that

they be named on a patent application.

Question I-5

Please provide us with the above-requested information and explanation on any
provisions that require the statement of the name(s) of the inventor(s) in a patent application,

patent certificate, etc.

& Alpert v. Slatin, 305 F.2d 891, 894 (CCPA 1962).

Y MacMillan v. Moffett, 432 F.2d 1237, 1234-40 (CCPA 1970). See also Hitzeman v. Rutter, 243 F.3d
1345 (Fed. Cir. 2001).

18 Sewell v. Walters, 21 F.3d 411, 415 (Fed. Cir. 1994).

L Burroughs Wellcome Co. v. Barr Labs., Inc., 40 F.3d 1223, 1229 (Fed. Cir. 1994). See also MPEP §
2138.04(11I).
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Answer: In the United States, an application for patent is required to be made or
authorized to be made by the inventor or joint inventors.2? If the named inventors in an
application are incorrect when the application is filed, a request should be submitted under 37
C.F.R. § 1.48(a) to correct the error in the naming of the inventors. If the error is not corrected,
the claims may be rejected under 35 U.S.C. § 102(f).2

A complete patent application must include an oath or declaration.?* The statutory
requirements for the oath are set forth in 35 U.S.C. § 115. The USPTO permits declarations in
lieu of oaths, according to 37 C.F.R. § 1.68, which has its statutory basis in 35 U.S.C. § 25.

The USPTO has promulgated regulations setting forth the requirements for the oath or

declaration in 37 C.F.R. § 1.63.2 The oath must, among other requirements, be signed, identify

235U.S.C. § 111@a)1). See also MPEP § 2137.01.

2 Under 35 U.S.C. § 102(f), a person is entitled to a patent unless he did not himself invent the subject
matter sought to be patented.

Z 37 CF.R. § 1.51(b)Q2).
B37CER. §1.63:
(a) An oath or declaration filed under § 1.51(b)(2) as a part of a nonprovisional application must:
(1) Be executed, i.e., signed, in accordance with either § 1.66 or § 1.68. There is no minimum age
for a person to be qualified to sign, but the person must be competent to sign, i.e., understand the

document that the person is signing;

(2) Identify each inventor by full name, including the family name, and at least one given name
without abbreviation together with any other given name or initial;

(3) Identify the country of citizenship of each inventor; and
(4) State that the person making the oath or declaration believes the named inventor or inventors

to be the original and first inventor or inventors of the subject matter which is claimed and for which a
patent is sought.

-10-
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(b) In addition to meeting the requirements of paragraph (a) of this section, the oath or declaration
must also:

(1) Identify the application to which it is directed;

(2) State that the person making the oath or declaration has reviewed and understands the
contents of the application, including the claims, as amended by any amendment specifically referred
to in the oath or declaration; and

(3) State that the person making the oath or declaration acknowledges the duty to disclose to the
Office all information known to the person to be material to patentability as defined in § 1.56.

(c) Unless such information is supplied on an application data sheet in accordance with § 1.76, the
oath or declaration must also identify:

(1) The mailing address, and the residence if an inventor lives at a location which is different
from where the inventor customarily receives mail, of each inventor; and

(2) Any foreign application for patent (or inventor’s certificate) for which a claim for priority is
made pursuant to § 1.55, and any foreign application having a filing date before that of the application
on which priority is claimed, by specifying the application number, country, day, month, and year of
its filing.

(d)

(1) A newly executed oath or declaration is not required under § 1.51(b)(2) and § 1.53(f) ina
continuation or divisional application, provided that:

(i) The prior nonprovisional application contained an oath or declaration as prescribed by
paragraphs (a) through (c) of this section;

(i1) The continuation or divisional application was filed by all or by fewer than all of the
inventors named in the prior application;

(ii1) The specification and drawings filed in the continuation or divisional application
contain no matter that would have been new matter in the prior application; and

(iv) A copy of the executed oath or declaration filed in the prior application, showing the
signature or an indication thereon that it was signed, is submitted for the continuation or divisional
application.

(2) The copy of the executed oath or declaration submitted under this paragraph for a
continuation or divisional application must be accompanied by a statement requesting the deletion of

the name or names of the person or persons who are not inventors in the continuation or divisional
application.

-11-
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each inventor by full name, identify the country of citizenship of each inventor, and state that the
person making the oath or declaration believes the named inventor or inventors to be the original
and first inventor or inventors of the subject matter which is claimed and for which a patent is
sought.®

Joint inventors may submit separate oaths or declarations, but each oath or declaration
must make note of the fact that the affiant is a joint inventor together with each of the other

inventors, who must be indicated by name.®

(3) Where the executed oath or declaration of which a copy is submitted for a continuation or
divisional application was originally filed in a prior application accorded status under § 1.47, the copy
of the executed oath or declaration for such prior application must be accompanied by:

(1) A copy of the decision granting a petition to accord § 1.47 status to the prior
application, unless all inventors or legal representatives have filed an oath or declaration to join in an
application accorded status under § 1.47 of which the continuation or divisional application claims a
benefit under 35 U.S.C. 120, 121, or 365(c); and

(i1) If one or more inventor(s) or legal representative(s) who refused to join in the prior
application or could not be found or reached has subsequently joined in the prior application or
another application of which the continuation or divisional application claims a benefit under 35 U.S.C.
120, 121, or 365(c), a copy of the subsequently executed oath(s) or declaration(s) filed by the inventor
or legal representative to join in the application.

(4) Where the power of attorney or correspondence address was changed during the prosecution
of the prior application, the change in power of attorney or correspondence address must be identified
in the continuation or divisional application. Otherwise, the Office may not recognize in the
continuation or divisional application the change of power of attorney or correspondence address
during the prosecution of the prior application.

(5) A newly executed oath or declaration must be filed in a continuation or divisional application
naming an inventor not named in the prior application.

(e) A newly executed oath or declaration must be filed in any continuation-in-part application,
which application may name all, more, or fewer than all of the inventors named in the prior application.

# See 37 C.FR. § 1.63.

B MPEP § 602(1V).

-12-
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Question 1-6

Please provide us with the above-requested information and explanation on any
provisions that permit the patent office to refuse any application that contains a mistake in the
name of an inventor specified in a patent application, patent certificate, etc., or to revoke or
invalidate the patent.

Such a mistake could occur in a case where a patent application omits the name of an
inventor who should have been named in the patent application and also in a case where the
application contains the name of a person who should not have been named in the application
because that person is not an inventor. We would appreciate your explanation on both cases.

Furthermore, please provide us with the above-requested information and explanation
as to whether the decision to refuse said application, or revoke or invalidate the patent could
be affected by the level of negligence that had lead to the mistake, i.e., the mistake could be
caused without negligence, by slight negligence, by gross negligence, or by design.

Answer: In the United States, 35 U.S.C. § 116 governs errors in inventorship during the
application phase, and 35 U.S.C. § 256 governs errors in inventorship after a patent has been
issued.

When an invention is made by two or more persons jointly, 35 U.S.C. § 116 requires all
of the inventors to apply for a patent jointly. If an inventor cannot be found or reached after

diligent effort, the other inventor(s) can file an application without the absent inventor.2¢ In this

26 “If 3 joint inventor refuses to join in an application for patent or cannot be found or reached after
diligent effort, the application may be made by the other inventor on behalf of himself and the omitted
inventor. The Director, on proof of the pertinent facts and after such notice to the omitted inventor as
he prescribes, may grant a patent to the inventor making the application, subject to the same rights that

13-
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case, the USPTO must notify the absent inventor before the patent can be issued. The absent
inventor can always join the patent at a later time.%Z

The USPTO can reject applications where the inventorship is incorrect under 35 U.S.C. §
102(f), which provides that a person shall be entitled to a patent unless he did not himself invent
the subject matter sought to be patented. 35 U.S.C. § 102(f) can be applied both when there is
nonjoinder or misjoinder of an inventor. 35 U.S.C. § 102(f) corresponds to 35 U.S.C. §
111(a)(1), which requires that an application for patent shall be made, or authorized to be made,
by the inventor, except as otherwise provided by statute. This same statutory section can also be
used to invalidate an issued patent based upon errors in inventorship.

A patent application can be rejected or a patent invalidated under 35 U.S.C. § 102(f)
without respect to the level of negligence that caused the mistake in inventorship. However,
with respect to a patent application, a rejection under 35 U.S.C. § 102(f) can be overcome if the
inventorship can be corrected under 37 C.F.R. § 1.48(a), which permits inventors to be added or
removed from an application as long as the error resulting in the inventor mistakenly being
included in or omitted from the application occurred without deceptive intention on the part of
the inventors being added or removed from the application.

With respect to an issued patent, 35 U.S.C. § 256 provides that an error in inventorship
shall not invalidate the patent if the error can be corrected as provided in 35 U.S.C. § 256. Ifall

inventors and assignees agree, misjoined inventors can be removed from the patent.

the omitted inventor would have had if he had been joined. The omitted inventor may subsequently
join in the application.” 35 U.S.C. § 116.

4.

-14-
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Additionally, if all inventors and assignees agree, nonjoined inventors can be added to the patent
provided that the error arose without deceptive intention on their part. Alternatively, a court can

order correction of a patent under 35 U.S.C. § 256.

Question 1-7

Please provide us with the above-requested information and explanation on any
provisions that permit the amendment or correction of a mistake in the name of an inventor
stated in a patent application, patent certificate, etc. In addition, please provide information
and detailed explanation on such amendment and correction in pre- and post-grant periods
respectively with the specification of the period during which such amendment or correction is
permitted.

Answer: If there is an error in the inventors that are named in an application, either
where an inventor is not named or where an individual who is not an inventor is misjoined, the
application may be amended to correct the error under 35 U.S.C. § 116.2 The error must have
occurred without deceptive intention on the part of the person named as an inventor in error or
on the part of the person who through error was not named as an inventor.2

Under 37 C.F.R. § 1.48(a), amendment of the inventorship in an application requires (1) a

request to correct the inventorship that sets forth the desired inventorship change; (2) a statement

28 «Whenever through error a person is named in an application for patent as the inventor, or through an
error an inventor is not named in an application, and such error arose without any deceptive intention on
his part, the Director may permit the application to be amended accordingly, under such terms as he
prescribes.” 35 U.S.C. § 116.

2 See MPEP § 201.03.

-15-

—171—



Study on the Recognition of the Joint Inventors and the Place of an Invention Made in an
International Joint Research Project INSTITUTE OF INTELLECTUAL PROPERTY
from each person being added as an inventor and from each person being deleted as an inventor
that the error in inventorship occurred without deceptive intention on his or her part; (3) an oath
or declaration by the actual inventor or inventors as required by 37 C.F.R. § 1.63 or as permitted
by 37 C.F.R. §§ 1.42, 1.43, or 1.47; (4) the processing fee set forth in 37 C.F.R. § 1.17(i); and (5)
if an assignment has been executed by any of the original named inventors, the written consent
of the assignee.®

Once a patent has issued, if there is an error in the named inventor or an inventor is not
named, the USPTO may issue a certificate correcting the error if all parties and assignees agree
and there is proof of the facts supporting the error under 35 U.S.C. § 2562 As with 35 U.S.C. §
116, there can be no deceptive intent in making the error.

Under 37 C.F.R. § 1.324(b), a request to correct inventorship in an issued patent must be
accompanied by (1) where one or more persons are being added, a statement from each person
who is being added as an inventor that the inventorship error occurred without any deceptive
intention on his or her part; (2) a statement from the current named inventors, who have not
submitted a statement under (1) above, either agreeing to the change of inventorship or stating

that they have no disagreement in regard to the requested change; (3) a statement from all

3N See MPEP § 201.03.

A «“Whenever through error a person is named in an issued patent as the inventor, or through error an
inventor is not named in an issued patent and such error arose without any deceptive intention on his part,
the Director may, on application of all the parties and assignees, with proof of the facts and such other
requirements as may be imposed, issue a certificate correcting such error. The error of omitting inventors
or naming persons who are not inventors shall not invalidate the patent in which such error occurred if it
can be corrected as provided in this section. The court before which such matter is called in question may
order correction of the patent on notice and hearing of all parties concerned and the Director shall issue a
certificate accordingly.” 35 U.S.C. § 256.

-16-
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assignees of the parties submitting a statement under (1) and (2) above agreeing to the change of
inventorship in the patent, which statement must comply with the requirements of 37 C.F.R. §
3.73(b); and (4) the fee set forth in 37 C.F.R. § 1.20(b).

If all of the parties do not agree to change inventorship in an issued patent, however, a
dispute may be resolved in the courts, which may order correction of the patent on notice and
hearing of all parties concerned. To be added as an inventor, the omitted inventor must prove
“their contribution to the conception” of at least one claim, which must be shown “by clear and

convincing evidence” that is corroborated.

Question 1-8

Please provide us with the above-requested information and explanation on any
provisions specifying that, if two or more persons jointly own the right to receive a patent, all
of the owners shall jointly file a patent application.

In addition, please provide the above-requested information and explanation on any
provisions specifying that, if two or more persons jointly own the right to receive a patent, the
failure of those owners to file a joint application would provide grounds for the patent office to
refuse the application or to revoke or invalidate the patent. Furthermore, please provide the
above-requested information and explanation on any remedial provisions applicable to a case
where such application is refused or where the patent is revoked or invalidated.

(United States: Please make sure that your explanation covers Section 116 of Title 35

of the United States Code and Section 1.45 of Title 37 of the Code of Federal Regulations.)

2 Ethicon, Inc. v. United States Surgical Corp., 135 F.3d 1456 (Fed. Cir. 1998).
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Answer: As discussed above, in the United States, patent applications are required to be

made by the inventors, and 35 U.S.C. § 116 requires that when an invention is made by two or

more persons jointly, they shall apply for patent jointly. 37 C.F.R. § 1.46 specifies that when a
whole or part interest in the invention or in the patent to be issued is assigned, the application

must still be made or authorized to be made, and an oath or declaration signed, by the inventor or

one of the persons mentioned in 37 C.F.R. §§ 1.42, 1.43, or 1.47. In this case, however, the
patent may be issued to the assignee or jointly to the inventor and the assignee as provided in 37
C.F.R. § 3.81.

An exception is made to the requirement that the application be made or authorized to be
made by the inventor, however, when all of the inventors refuse to execute an application for
patent, or when all of the inventors cannot be found or reached after diligent effort. In this case,
a person to whom an inventor has assigned or agreed in writing to assign the invention, or who
otherwise shows sufficient proprietary interest in the matter justifying such action, may make
application for patent on behalf of and as agent for all the inventors, according to 37 C.F.R. §
1.47(b).

Accordingly, in the United States, there is generally no requirement that, if two or more

persons jointly own the right to receive a patent, each owner joins in the application.

Question 1-9

Please provide us with the above-requested information and explanation as to whether

each joint owner of a patent is permitted to:
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(1) independently exploit, without the other owners’ consent, the invention protected by
the jointly owned patent;

(2) independently assign to a third party, without the other owners’ consent, his/her
share in the patent (please describe the differences between the case of specific assignment
and the case of general assignment.);

(3) independently assign to a third party, without the other owners’ consent, a license
to exploit the invention protected by the patent (Please give us information and detailed
explanation as to whether such patent licensing is permitted in the case of the following patent
licenses respectively.).

(United States: Please make sure that your explanation covers a non-exclusive license,
an exclusive license that has all substantial rights and an exclusive license that does not have
all substantial rights (Textile Prods., Inc. v. Mead Corp.,134 F.3d 1481, 1484 (Fed. Cir.1998)).

Answer: In the United States, a joint inventor cannot independently exploit the invention
as protected by a jointly owned patent by bringing a suit on his own with respect to infringement
claims. Schering Corp. v. Roussel states that one joint inventor has the right to impede the other
inventors’ ability to sue for infringement by refusing to join the suit, leaving the other inventors

without standing.

B Schering Corp. v. Roussel-UCLAF SA, 104 F.3d 341, 345 (Fed. Cir. 1997) (stating that “one co-owner
has the right to impede the other co-owner’s ability to sue infringers by refusing to voluntarily join in
such a suit”).
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As for making, using, offering to sell, and selling, each joint inventor is able to do so
without the consent of the other inventors, unless there is an agreement stating otherwise.2* A
joint inventor may also grant a non-exclusive license to a third party without the consent of the
other inventors.® Talbot v. Quaker State Oil Refining Co. states that if a joint inventor decides to
license the patent, the other inventors cannot enjoin that inventor from doing so.2

Under 35 U.S.C. § 261, a joint inventor can assign their share of rights in a patent, the
entire patent, or exclusive rights to the patent. As stated in Israel Bio-engineering Project v.

Amgen, Inc,

Patent owners may assign or transfer their ownership interests in
the patent as personal property. Under long established law, a
patentee or his assignee may grant and convey to another: (1) the
whole patent, (2) an undivided part or share of that exclusive right,
or (3) the exclusive right under the patent within and throughout a

specified part of the United States.

A joint owner cannot grant an exclusive license, with or without all substantial rights, to a

third party without the consent of the other joint owners. This is because, as discussed above,

#35U.8.C. § 262.
8 Schering Corp. v. Roussel-UCLAF SA, 104 F.3d 341 (Fed. Cir. 1997).
3 Talbot v. Quaker State Oil Ref. Co., 28 F. Supp. 544, 548 (W.D. Pa.1938).

3 475 F.3d 1256, 1264 (Fed. Cir. 2007).
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each joint owner has the right to assign a non-exclusive license to a third party without the
consent of the other joint owners. Thus, any exclusive license would impair the rights of the

other joint owners under 35 U.S.C. § 262.

Question I-10

Please provide us with the above-requested information and explanation as to whether
each joint owner of a patent infringed by a third party is permitted to independently institute,
without the other owners’ consent, a lawsuit to demand damages for the infringement and a
lawsuit to demand an injunction against the infringing goods.

Answer: Under U.S. law, the right to bring a lawsuit for infringement or an injunction
resulting from potential infringement originates in 35 U.S.C. § 154, which states that each patent
provides the “right to exclude others from making, using, offering for sale, or selling the
invention throughout the United States or importing the invention in the United States.”® These
rights are available to the patentee and the assignees of the granted patent.2 35 U.S.C. § 262
provides additional requirements for patents that are jointly owned. Absent an agreement, each
joint owner has the right to make, use, offer to sell, or sell the patented invention within the U.S
without the consent of the other owners.® Liability for violation of these rights is provided in 35

U.S.C. § 271.4* Patentees are provided with the ability to bring civil action for infringement

#35U.8.C. § 154.
¥ 1d., Chisum on Patents, § 16.02.
#35U.8.C. § 262.

4l «“(a) Except as otherwise provided in this title, whoever without authority makes, uses, offers to sell, or
sells any patented invention, within the United States, or imports into the United States any patented
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under 35 U.S.C. § 2812 Each entity, an inventor or assignee, alone or together can bring an
infringement suit.2 In order to satisfy standing, the joint owners must join the other co-owners

in the action.*® Therefore, this limits a joint owner’s ability to sue for infringement without the

consent of the other owners.

Question I-11

Please provide us with the above-requested information and explanation as to how to
recognize the joint inventors of an invention made in a joint research project conducted by two
or more researchers in different countries. (please refer to the attached materials.)

Answer: In the United States, 35 U.S.C. § 116 governs the recognition of joint

45

inventors.® Two inventors, regardless of their geographic location, can file an application for a

invention during the term of the patent therefor, infringes the patent. (b) Whoever actively induces
infringement of a patent shall be liable as an infringer. (¢) Whoever offers to sell or sells within the
United States or imports into the United States a component of a patented machine, manufacture,
combination, or composition, or a material or apparatus for use in practicing a patented process,
constituting a material part of the invention, knowing the same to be especially made or especially
adapted for use in an infringement of such patent, and not a staple article or commodity of commerce
suitable for substantial noninfringing use, shall be liable as a contributory infringer.” 35 U.S.C. § 271.

4 «A patentee shall have remedy by civil action for infringement of his patent.” 35 U.S.C. § 281.

8 Israel Bio-engineering Project v. Amgen, Inc., 475 F.3d 1256, 1264 (Fed. Cir. 2007) (citing Waterman
v. MacKenzie, 138 U.S. 252, 255 (1891)) (stating that “the assignee may sue in its name alone; in the
second case, it may sue jointly with the assignor™).

#1d., id. (citing Schering Corp. v. Roussel-UCLAF SA, 104 F.3d 341, 345 (Fed. Cir. 1997) (stating that
“one co-owner has the right to impede the other co-owner’s ability to sue infringers by refusing to
voluntarily join in such a suit™)).

£ “When an invention is made by two or more persons jointly, they shall apply for patent jointly and each
make the required oath, except as otherwise provided in this title. Inventors may apply for a patent jointly
even though (1) they did not physically work together or at the same time, (2) each did not make the same
type or amount of contribution, or (3) each did not make a contribution to the subject matter of every
claim of the patent...” 35 U.S.C. § 116.
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patent with the United States Patent and Trademark Office as long as they meet the requirements
for filing an application under U.S. patent law. It should be noted that 35 U.S.C. § 116 does not
require that inventors physically work together or at the same time, nor does it require inventors
to provide the same type of or amount of contribution.*® As noted above, U.S. patent law does
require that each inventor make a contribution to the conception of the invention where
conception is defined as the formation in the mind of the inventor of a definite and permanent
idea of the compete and operative invention.*Z Each inventor involved in a joint endeavor does
not need to satisfy the conception requirement for each claim in the patent; each inventor only
needs to do so for at least one claim.

If this rule is applied to the first scenario where a joint research project is conducted by
an inventor in Country A, who conceived the invention, and a joint inventor residing in Country
B who reduced the invention to practice, only the inventor of Country A can file the application
for a patent in the U.S. because the inventor of Country A was the only one involved in
conception of the invention. As stated earlier, an individual who merely suggests a desired end

or result of an invention without the suggestion of means, or who merely follows directions of

48 See also, MPEP § 2137.01(V).

4 Ethicon v. U.S. Surgical Corp. Chisum on Patents § 2.02. The Federal Circuit has defined conception
as “the formation in the mind of the inventor of a definite and permanent idea of the complete and
operative invention as it is applied in practice.” Chisum on Patents, § 2.02 (citing BJ Services Co. v.
Halliburton Energy Services, Inc., 338 F.3d 1368, 1371 (Fed. Cir. 2003)). See also, MPEP § 2137.01(V).

B 14
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another, or who merely reduces the invention to practice, is not an inventor under U.S. patent
law. 2

When the rule is applied to the case of a joint research project conducted by an inventor
residing in Country A, who independently completes the inventions of the independent claims,
and a joint inventor in Country B who completes the inventions of the dependent claims, both
inventors should jointly file for a patent application in the U.S. This is because each inventor
was involved in the conception of at least one claim of the invention, as required under 35 U.S.C.
§ 116. Of course, separate applications could be filed with the subject matter of the independent
claims claimed in one application and the subject matter of the dependent claims claimed in the
other application (in independent form, of course).

For the last scenario where a joint research project conducted by two joint inventors
residing in Countries A and B, respectively, who provided each other with the conception of an
invention at a meeting held in Country A, and the joint inventor residing in Country B who
completed the invention in Country B, whether the inventor from Country B conceived of a
portion of the invention that he or she pursues in a patent application determine whether he or
she can file for a patent application. As long as the inventor from Country B conceives the
subject matter of at least one claim, then that inventor can file an application naming himself or
herself along with the inventor from Country A. If the inventor from country B provides no
conception and merely assists in the reduction to practice or otherwise, then he or she cannot be

listed as a joint inventor.

£ Chisum on Patents, § 2.02.
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Question 1-12

Please provide us with summaries and detailed explanation of any judgments, etc. in
which a foreign law was applied to the recognition of a joint inventor (for example, a case
where a Japanese court applied a U.S. law to recognize a joint inventor.).

Answer: Our research did not identify any cases in which foreign law was applied to the
recognition of a joint inventor. We did, however, identify a case that may provide a degree of
insight into this issue.

The closest match for the question presented of providing an example of judgments
applying foreign law for the recognition of an inventor, was Varrin v. Queen’s University. In
this case the plaintiff, Varrin, claims that he should have been listed on several patents assigned
to the defendant, Queens University.® Varrin is a resident of Ontario, Canada, and Queen’s
University is a not-for-profit corporation that operates under the laws of Canada.®> The invention
concerns a method for ameliorating male erectile dysfunction. The invention was patented in
the U.S. under patents 5,779,606 and 5,985,889 (hereinafter ‘606 and ‘889 patents,
respectively).2 Each patent listed El-Rashidy, Heaton, Morales, and Adams as inventors, but

Varrin was not listed as an inventor.2

2 Varrin v. Queen’s University, 2002 WL 31001890 at *1 (N.D. IIl. 2002).
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Varrin’s claim was that he contributed to the conception of the invention and therefore
was a joint inventor of the subject matter contained in at least one of the patented claims.*
Queen’s University filed suit against Varrin in Canada seeking a declaration that if Varrin was a
joint inventor of the ‘606 and ‘889 patents, Varrin’s rights in those patents would belong to the
University.*® The basis for this claim was that Varrin was merely a research assistant employed
by the University and he agreed that all of his rights to inventions would belong to the University
in his employment agreement.? In response, Varrin sought an injunction to prevent the
University’s case from proceeding.®

The court held that the case in Canada was “gratuitously duplicative” and granted
Varrin’s motion for enjoining the proceeding in Canada.® The court reached this conclusion
based on the general rule that it “has the power to enjoin collateral lawsuits pending in foreign
countries.”® Such injunctions are allowed when there is a finding “that letting the two suits
proceed would be gratuitously duplicative.”® In making this decision the court also has to

consider international comity.® Since the patents are U.S. patents, the court says that U.S. patent

2 1d. at *2.
80 /4. at *1 (citing Allendale Mut. Inc. Co. v. Bull Data Sys. Inc., 10 F.3d 425, 431 (7th Cir. 1993)).
81 7d. at *1.

27d
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law governs Varrin’s claims of inventorship and ownership, and further, US courts “have an
interest in deciding matters under United States law.”® The court states in dicta that the
University’s claims would require application of Canadian employment and common law.# The
court also states that the University’s claim of ownership in the patents

constitutes a compulsory counterclaim because it arises out of the

same transaction or occurrence that is the subject matter of the

instant suit—the invention and ownership of two United States

patents while Varrin was in Queen’s University’s employ.®

Since the Canadian court cannot make their decision until the inventorship issue is
determined, allowing both suits to proceed would be duplicative.®®

If all claims were brought in the U.S. court concerning a Canadian patent, the courts
probably would have refused to apply Canadian patent law because of the ruling in Voda v.
Cordis, Corp., which held that there is “no explicit statutory direction indicating that the [] courts
»61

should or may exercise supplemental jurisdiction over claims arising under foreign patents.

The court further states that the Paris Convention, PCT, and Agreement on TRIPS do not provide

6 1d.

& Voda v. Cordis, Corp., 476 F. 3d 887, 902 (Fed. Cir. 2007).
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explicit statutory direction for supplemental jurisdiction.®® As a result, the court believes that the

U.S. should “avoid unreasonable interference with the sovereign authority of other nations.”®

Question 1-13

Please provide us with summaries and detailed explanation of any judgments, etc. in
which a decision was made based on international private law (conflict of laws) as to which
law to apply to the recognition of a joint inventor.

In addition, please explain the final draft of the “Intellectual Property: Principles
Governing Jurisdiction, Choice of Law, and Judgments in Transnational Disputes” adopted
by The American Law Institute on May 14, 2007 as attached hereto.

Answer: With regard to the first part of the question, our research did not identify any
judgments where a decision was made based on conflict of laws, as to which law ought to apply
to the recognition of a joint inventor.

As a preliminary matter with regard to the second part of the question, since the focus of
the present Study is on the recognition of joint inventors and the place an invention made in an
international joint research project, we have addressed this question from two perspectives. First,
we have provided a brief background and history of the ALI Draft followed by general
comments with respect to the several Sections of the ALI Draft, organized by its four Parts and
the various Chapters within those Parts. Second, we have provided, where applicable, comment

with regard to the application of those Sections to issues of joint inventorship and ownership for

8 1d

®1d
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an invention made in an international joint research project. There is no specific consideration of
issues related to trademarks, copyrights or other intellectual property rights that may be covered
by the ALI Draft.
A. Background

The origins of the ALI Draft may be traced to work that was conducted on the Hague
Conference on Private International Law, which began in 1992 and resulted in a Draft
Convention on Jurisdiction and Foreign Judgments in Civil and Commercial Matters (the Hague
Judgments Draft)® The Hague Judgments Draft effort was an attempt to define a protocol for
enforcement of foreign judgments on the basis of a combination of the U.S. “full faith and
credit” principles™ and the EU Brussels Regulations2. Due to opposition in the U.S. to such
sweeping changes, particularly as they would affect intellectual property rights and
notwithstanding the exclusion of certain IP subject matter from the Hague Judgments Draft, the
work on the conference was ended. Instead, the focus shifted to the establishment of an
exclusive choice of court agreement (the “Hague Convention on Choice of Court Agreement”)

that was limited to business-to-business (B-2-B) agreements in writing.22

2 Hague Conference on Private International Law, (http://www.hcch.nl; see Prel. Doc. No 11 of August
2000 - Report on the preliminary draft Convention on Jurisdiction and Foreign Judgments in Civil and
Commercial Matters, drawn up by Peter Nygh and Fausto Pocar).

1 See State and Territorial Statutes and Judicial Proceedings; Full Faith and Credit, 28 U.S.C. § 1738
(2004)

2 Council Regulation (EC) No. 44/2001 of 22 December 2000 on Jurisdiction and the Recognition and
Enforcement of Judgments in Civil and Commercial Matters, 2001 O.J. (L 12) 1

B Hague Convention on Choice of Court Agreements, June 30, 2005, 44 .L.M. 1294; see
http://www.hcch.net (Hague Convention on Choice of Court Agreements).
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The Hague Convention on Choice of Court Agreements, however, encountered
difficulties related to issues of validity of registered rights, the applicability of mass-market
agreements, even in a B-2-B context, and the authority of courts to adjudicate issues related to
registered rights that are incidental to an agreement (e.g., obligations under license agreements).
Concurrent with the final negotiations of the Hague Judgments Draft just prior to their
suspension®, a detailed proposal was made by American Professors Dreyfuss and Ginsburg for a
special convention focused on intellectual property rights.”2  As a result, an ALI project
regarding transnational intellectual property disputes was initiated and resulted in a preliminary
draft of ALI Principles Governing Jurisdiction, Choice of Law, And Judgments in Transnational
Disputes (the “ALI Principles” or the “Principles”) in 20052 The final draft of the ALI
Principles were adopted on May 14, 2007, and concerned (1) jurisdiction, (2) coordination of
actions, (3) applicable law and (4) enforcement of judgments. As noted in the Reporter’s

Memorandum dated March 5, 2007, however, while the ALI Principles are intended to be of

2 During discussions of the Hague Judgments Draft, the suggestion had been made that the problems
with intellectual property issues would be better resolved by a separate conference focused on
intellectual property jurisdiction and judgments.

B Rochelle C. Dreyfuss and Jane C. Ginsburg, Draft Convention on Jurisdiction and Recognition of
Judgments in Intellectual Property Matters, 77 Chi-Kent L. Rev. 1065 (2002).

18 ALI Principles-Intellectual Property: Principles Governing Jurisdiction, Choice of Law, and

Judgments in Transnational Disputes (Am. Law Inst. Preliminary Draft No. 3, Feb. 28, 2005) [ALI
Principles].
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general application to international intellectual property litigation, several provisions resulted
from a new focus on the Internet.”2

B. Analysis of the ALI Draft

1. Part I - Definitions and Scope of the Principles

The ALI Draft

Section 101 defines certain key terms including “agreement” (a bargain of two or more
parties that result in legal obligations™ - including licenses, assignments, pledges, grants, etc.)
“registered right” (a right “not valid unless and until granted by a competent State authority”)
and “transnational civil dispute” (a civil action in which “there is a claim or defense under the
intellectual property rights of another State” or “a claim arising out of activities that implicate
intellectual property rights where the activities occur, at least in part, outside the foreign state”).
In addition, the term “mass-market agreement” is defined as one precluding a “meaningful
opportunity to negotiate its terms.”

The present analysis is focused on provisions related to “registered rights” and
“agreements,” but does not consider mass-market agreements because they would be of minimal
relevance to inventive activity. Similarly, the analysis does not address provisions related to
infringement issues or disputes, as they are not directly relevant to issues of joint invention and

ownership.

7 The emergence of the Internet in the 1990°s and the problems related to the acquisition and
enforcement of intellectual property rights related thereto was a major cause for the suspension of
work on the draft Hague Convention.
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The express scope and applicability of the ALI Principles is defined in Section 102 as
applying to “transnational civil disputes that involve copyrights, neighboring rights, patents,
trade secrets, trademarks, related intellectual property rights and agreements related to any of
these rights” (emphasis added). The applicability of these Principles to a dispute should be based
on specific findings of a court.

Further, Section 103 specifies that competence of a court to adjudicate a dispute does not
imply application of the forum State’s substantive law. Further, Section 103 provides that a
court should not dismiss or suspend proceedings merely because the dispute raises questions of
foreign law.

Joint Inventor Effect

Based on the stated scope and applicability of the Principles, the ALI Draft would apply
to disputes involving joint invention of inventions, ownership of patents to joint inventions and
rights to exploit joint inventions under express or implied agreements.

2. Part II - Jurisdiction

The ALI Draft:- Chapter 1 - Personal Jurisdiction

The main issues of personal jurisdiction and subject-matter jurisdiction are addressed in
this Part; it also includes a provision concerning jurisdiction over simplification or “coordination
authority.”

Section 201 defines the basis upon which personal jurisdiction (i.e., the power of a court
to adjudicate the rights of a person or entity) may be obtained over a natural person (residence or

habitually found with significant professional or personal connections) or a juridical person
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(statutory seat, incorporation, location of central administration or chief executive office, or
principal place of business).

Section 202 specifies that a natural or juridical person may be sued in any court based on
an agreement of the parties with respect to a dispute in question. In case of an agreement, unless
provided otherwise, the designated court has exclusive jurisdiction with respect to that dispute
and the parties are deemed to have waived objections. The capacity of a defendant to enter into
an agreement is determined by the law of the State in which the defendant was resident at the
time of the agreement.

Section 203 provides for personal jurisdiction where a defendant not resident in the
forum of a court makes an appearance, and establishes the conditions for jurisdiction where no
appearance is made.

In cases of infringement, a defendant not resident in a forum may be subject to personal
jurisdiction under Section 204 where that person “has substantially acted, or taken substantial
preparatory acts, to initiate or to further an alleged infringement, or in a State in which its
activities give rise to an infringement claim and are directed to that State. The scope of the
court’s jurisdiction may extend to injuries wherever they occur or may be limited to those
occurring in that State (paragraph (2)).

Importantly, Section 205 concerns agreements pertaining to intellectual property rights
and specifies that a person may be sued in a state with respect to any claim alleging “the breach

of an agreement transferring or licensing intellectual property rights for exploitation in that
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State.” If this is the sole basis for jurisdiction, the suit may only be with respect to those
intellectual property rights provided by that State and related to the agreement.

Section 206 includes provisions for personal jurisdiction over multiple defendants and
provides rules intended to avoid a risk of inconsistent judgments and also encourages common
adjudication to avoid such risk. Section 207 specifies grounds that are not sufficient for
jurisdiction over a transnational dispute, for example, when exercised solely on the basis of the
nationality of the plaintiff or defendant, the presence of the plaintiff, the presence of tangible
property (except when the dispute is directly related to that property or the existence of
defendant’s intellectual property rights under the law of that state, except when the dispute is
directly related to that intellectual property).

Effect on Joint Inventions

Where a dispute exists with regard to inventorship, ownership or exploitation of a jointly
developed invention, whether or not patented, Section 201 would govern personal jurisdiction
over a defendant, and would define the basis upon which a defendant must appear in a litigation
involving such matter or have an effective judgment rendered against that party on the basis of
the plaintiff’s allegations alone. For the corporate defendant, the bases for personal jurisdiction
are limited, so that a State not having a close connection to the defendant could not adjudicate
disputes concerning inventorship, ownership or exploitation. Notably, there is a question as to
whether a State in which the defendant had only minimal contact for purposes of engaging in

research (e.g., agreement or research consultation over the Internet with the plaintiff) would have
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personal jurisdiction over the defendant solely on the basis of those contacts. Section 205 may
be relevant to such issues.

Where there is a joint undertaking that results in an invention and the agreement includes
a choice-of-court provision, Section 202 would govern any underlying dispute and the
designated court will have exclusive jurisdiction with respect to that dispute. To the extent that
there may be issues regarding the capacity of a representative or agent of a juridical person to
execute such agreement, jurisdiction would not be affected but the law of the State in which the
defendant was resident at the time the agreement was concluded would be applied.

Section 203 would govern a case where the defendant does not appear and requires the
court to ensure that the plaintiff’s assertions of the basis of personal jurisdiction are reasonably
supported. Section 204 concerns infringement issues and is not directly relevant to the issues of
inventorship, ownership and exploitation.

Section 205 concerns agreements pertaining to intellectual property rights but is limited
to breach of an agreement (1) transferring or (2) licensing intellectual property rights for
exploitation in that State. Further, if this is the sole basis of jurisdiction, the defendant may be
sued “only with respect to those intellectual property rights provided by that State and related to
the agreement.” Thus, disputes with regard to the joint invention, ownership or exploitation of
an invention would be limited to the rights provided by that State, and may not be resolved with
respect to rights provided in other States unless subject to other provisions of the ALI Draft. For
example, disputes with regard to the ability of one entity to license or the percentage of royalties

that are to be divided among owners of a jointly developed invention may be limited to the rights

35

—191—



Study on the Recognition of the Joint Inventors and the Place of an Invention Made in an
International Joint Research Project INSTITUTE OF INTELLECTUAL PROPERTY
provided by that State and may not cover rights provided by other States, even though related to
the same invention.

Where there are multiple inventors in multiple jurisdictions, Section 206 would be
applicable since other defendants would be closely connected and would merit adjudication
together to avoid a risk of inconsistent judgments.

Section 207 would preclude personal jurisdiction in cases of a dispute concerning joint
invention, ownership or exploitation solely where it is based on the existence of the defendant’s
intellectual property rights under the law of that State, but would apply when the dispute is
directly related to that intellectual property.

The ALI Draft:- Chapter 2 - Subject Matter Jurisdiction

A court is competent to adjudicate disputes with regard to claims and defenses arising

under foreign laws pertaining to intellectual property, including contracts, except where the

validity of registered rights granted under the laws of another state are concerned. In such case,

the adjudication is effective only to resolve a dispute among the parties to the action, as provided
by Section 211. That section also provides that the court may permit intervention by a person
having an interest substantially connected to the subject mater of the proceeding, if undue
confusion or delay or unfair prejudice to a party would not result.

Section 212 permits a court to determine all claims and defenses among the parties
“arising out of the transaction, occurrence, or a series of transactions or occurrences on which the
original claim is based, regardless of the territorial source of the rights at issue or of the party

that asserts them.” Section 212 further provides the basis for a court to decline to exercise
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jurisdiction over a supplemental claim unrelated to intellectual property rights where the claim
predominates, and can consider defenses related to the invalidity of registered rights. A
determination of invalidity with regard to rights registered in another State is limited to the
parties to the action.

Declaratory judgments, other than one to declare a registered right invalid, may be
brought on the same terms as an action seeking substantive relief, as provided by Section 213.
An action to declare the invalidity of the registration of rights may be brought only in the State of
registration, but where there are rights arising in multiple states, the action may be brought where
the defendant is resident; however, the effect of the judgment in other States will be limited to
the parties to the action.

Section 214 provides a court with jurisdiction (consistent with its authority under the ALI
Principles) the ability to issue provisional or protective measures. However, it further provides
that a court in any States in which intellectual property is registered will have jurisdiction to
provide provisional or protective measures (1) with respect to that property and (2) limited to the
territory of that State. Finally, provisions are established for goods in transit.

Effect on Joint Inventors

The provisions of Section 211 would permit a court to adjudicate claims arising under
foreign laws and pertaining to the ownership of patent rights established by contracts, including
joint research or sponsored development contracts. Similarly, license rights could be adjudicated

consistent with the principles in Section 211, except to the extent that a defense may relate to the

-37-

—193—



Study on the Recognition of the Joint Inventors and the Place of an Invention Made in an
International Joint Research Project INSTITUTE OF INTELLECTUAL PROPERTY
validity of the registered rights of another State. In that case, the adjudication is effective only to
resolve the dispute among the parties to the action.

With respect to entitlement to a patent, however, the substantive rights would be

governed by the law of the State granting the registered right, without regard to the provisions of

a contract. For example, issues of joint invention in the United States are governed by statute,
specifically principles of law related to conception and reduction to practice. The application of
these principles to any inventive activity may not be modified by agreement of the parties.
Further, the principles of inventorship in one State may not have applicability in other States,
such that a joint inventor in Japan may not be a joint inventor in the U.S., depending on the
contribution made. To the extent that the issue of joint inventorship is one of validity, according
to the ALI Draft, the adjudication of such rights may be effective only as between the parties to
the action. However, more than likely, the adjudication of such issue by other than the State of
registration would not be effective as to any entity.

Similarly, under Section 212, issues involving joint inventorship, and thus joint
ownership or enforceability, may be determined by a court where they arise out of the transaction,
occurrence or a series of transactions or occurrences on which the original claim is based. Under
paragraph (4) of this Section, the court has authority to consider defenses related to the invalidity

of registered rights, but for rights in another State, the effect of a judgment on validity is limited

to the parties to that action. Similar provisions apply under Section 213 to declaratory

judgments.
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With respect to issues of joint inventorship, provisional and protective measures may be
granted under the Principles in Section 214, where the court is in a State in which intellectual
property is registered. The measure is limited, however, to the territory of that State.

The ALI Draft:- Chapter 3 - Jurisdiction Over Simplification

Chapter 3 of Part 2, as explained in the Reporters Memorandum to members of the ALI,
defines a mechanism “for coordinating multi-territorial actions, either by organizing a
cooperation of national courts adjudicating separate parts of a related action, or, where feasible,
consolidating the separate actions before a single court.” These principles in Sections 221-223
stipulate a /is pendens approach to multi-jurisdictional litigation and provide that a court “first
seized” should be the focal point for adjudication or at least resolution or coordination of related
disputes.

The Effect on Joint Inventorship

Under the provisions of Sections 221-223, a court may assert coordination authority with
regard to issues of inventorship as well as ownership and enforcement. Other courts would
suspend proceedings awaiting the determination that the suit falls within the principles of the
ALI Draft and the method of adjudication, by cooperation or consolidation.

3. Part I11- Applicable Law

The ALI Draft:- Chapter 1 - In General

The principles adopted by the ALI Draft take a “territorial approach” to choice of law.
Thus, according to Section 301, the law applicable to “determine the existence, validity, duration,

attributes, and infringement of [registered] intellectual property rights (including remedies for
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their infringement) is the law of each State of registration. For other rights, the law of each State
for which protection is sought would apply. Separate provisions for unfair competition, which
focus on the law of the state in which direct and substantial damage results was likely to result,
irrespective of the location of the act giving rise to the damage, would apply.

Section 302 recognizes the ability of the parties to agree to designate a law that will
govern all or part of their dispute, but the parties may not choose the law governing the following
issues:

(a) the validity and maintenance of registered rights;

(b) the existence, attributes, transferability, and duration of rights, whether or not
registered; and

(©) formal requirements for a recordation of assignments and licenses.

The choice of law agreement may not adversely affect the rights of third parties. The
validity of a choice of law agreement, with regard to form or substance, is determined by the law
of the designated forum State. Further, the capacity of a defendant to enter into the agreement is
determined by the law of the State in which the defendant was resident at the time the agreement
was concluded.

The Effect on Joint Inventorship

Under the provisions of Sections 301 and 302, the law applicable to inventorship would
be the law of the State of registration, such that U.S. law governs the joint inventorship of U.S.

patents and Japanese law governs the joint inventorship of Japanese patents. The parties to an
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agreement may not choose a law governing the existence of rights in joint inventors (other than
the state of registration), whether or not the rights are ever registered.

The ALI Draft:- Chapter 2 - Title To and Transfer of Rights

Consistent with the territorial approach by the ALI Draft, Section 311 provides that

initial title to rights that arise out of registration is governed by the law of each State of

registration. An exception is where the subject matter of the registered right arises out of a
contractual or other preexisting relationship between or among parties. In that case, the ALI
Draft provides that initial title is governed by the law that governs the contract or relationship.

Other provisions relating to unregistered trademark and trade dress rights (Section 312)
and other rights that did not arise out of registration (Section 313) are specified, including rights
governing subject matter created pursuant to an employment relationship. Sections 314 and 315
concern transfer of rights in intellectual property and specify that the rights involved in each
State is governed by the intellectual property law of that State, and the transfer by agreement is
governed by the contract law of the state governed by agreement of the parties. Section 316
provides for transfers by operation of law such that rights that arise out of registration are
governed by the law of the state of registration and the rights that do not arise out of registration
are determined by the law of the state for which protection is sought.

The Effect on Joint Inventorship

While Section 311 of the ALI draft specifies that the initial title to rights that arise out of
registration is governed by the law of each State of registration, consistent with general

principles of U.S. law regarding rights to inventions among joint inventors and the existence of
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undivided right title and interest in the inventions, the added provisions regarding registered
rights arising out of a contractual or preexisting relationship would appear to present a problem.
Initial title should continue to be governed by the law of the State of registration, rather than the
law that governs the contract or relationship.

Similarly, the provisions of Section 313 related to “other rights that do not arise out of
registration” would govern the inchoate rights in an invention prior to registration. The ALI
Draft focuses on the law of the creator’s residence at the time the subject matter was created and
does not consider jurisdiction over disputes related to rights prior to registration. Similarly, the
ALI Draft provides that subject matter created pursuant to an employment agreement is governed
by the law of the State that governs the relationship, rather than the law in which the rights may
be registered. As a preliminary matter, a determination of the rights that are first created must be
completed before allocation of rights according to contract or employment relationship can be
undertaken.

In sum, the provisions of Sections 311 and 312 (and Section 313 to the extent that an
invention before filing is not considered “registered’”’) may be inconsistent with provisions of U.S.
law related to inventorship, which would govern regardless of agreements between the parties.
The initial right to a patent on an invention resides in the inventor, but secondary rights may be
governed by employment agreements, assignments or the like. This inconsistency may be
resolved by considering the “initial title” to be rights first transferred by contract or business

relationship.
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Sections 314-316 would govern the ownership rights as among joint inventors and the
ability of joint inventors or joint owners to dispose of their respective rights by assignment or
licensing. Notably, there may be dominant rights in cases where government funding is provided
or other statutory limitations apply to the initial generation of the right. Thus, these provisions
appear to be inconsistent with the dominance of local law. As to the allocation of profits
returned from exploitation of those rights, local law of a State would appear to apply unless there
are multiple States involved. For example, the rights of inventors in Japan are governed by
Article 35 of the Japanese Patent Law and the rights of joint inventors would be governed by that
law, unless there were joint rights to inventors of other countries. In such case, other principles
of the ALI Draft would have to be consulted, such as those concerning agreements or the like.

The ALI Draft:- Chapter 3 - Residual Principles Regarding Choice of Law

Chapter 3 of the provisions regarding applicable law include provisions relating to laws
that are to be applied in cases of ubiquitous infringement (Section 321). As to all types of cases,
the application of particular rules may be excluded based on public policy (Section 322) and the
existence of certain mandatory rules of any given State (Section 323). Specifically excluded
from the scope of applicable State law are its choice of law rules under Section 324.

Effect on Joint Invention

The provision concerning mandatory rules in Sections 322 and 323 could govern the
initial determination of rights to an invention based upon inventive activity, prior to the filing of

an application where registered rights would result.
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4. Part IV- Recognition and Enforcement of Foreign Judgments

The ALI Draft:- Chapter 1 - In General

The ALI Draft contemplates the enforcement of a judgment rendered in accordance with
the ALI Draft Principles in the courts of another State. Thus, as a general rule, Section 401
requires a court in which recognition or enforcement of a foreign judgment is sought to first
ascertain whether the rendering court applied the Principles of the ALI Draft to a case. Notably,
this section suggests that the enforcement court “should” recognize a foreign court’s judgment
pursuant to these Principles, but such enforcement is not required, but is encouraged (“should
recognize or enforce the judgment™) even if the Principles were applied. If not applied, then the
enforcement court should determine whether to recognize or enforce the judgment pursuant to its
domestic rules. The foreign judgment must be enforceable in the rendering state and the
preclusive effect should be no greater than the preclusive effect of the judgment in the rendering
state.

Section 402 concerns default judgments and requires the enforcement court to determine
that the rendering court’s assertion of personal jurisdiction was consistent with the law of the
rendering State. If inconsistent, the enforcement court need not enforce the default judgment.
However, the enforcement court should defer to the facts found by the rendering court.

Section 403 specifies judgments which must not be recognized or enforced (e.g., fraud,
lack of impartiality, lack of notice, etc.) and the enforcement court need not recognize a

judgment if it determines that the basis for jurisdiction was inconsistent with the principles of
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jurisdiction in the ALI Draft, the choice of law was inconsistent or the judgment is inconsistent
with the Principles or where proceedings are pending.

Effect on Joint Invention

With regard to issues of inventorship, ownership or rights to exploit an invention that is
jointly developed, Section 401 requires a determination of whether the ALI Principles were
applied and whether they are enforceable in the rendering state, and not subject to further review.
Principles regarding default judgments under Section 402 or judgments that are not to be
recognized or enforced under Section 403 would be applicable to decisions made with regard to
joint invention, ownership or rights to exploit.

The ALI Draft:- Chapter 2 - Remedies

With regard to remedies, Section 411 specifies the conditions for recognizing a judgment
for monetary relief, including an award of compensatory damages (attorneys’ fees, costs,
accounting for profits and damages) and non-compensatory damages (exemplary or punitive
damages) at least to the extent that similar or comparable damages could have been awarded in
the state of the enforcement court. Injunctions are provided for in Section 412 as a remedy for
intellectual property infringement and must be enforced unless such relief would not have been
available in the enforcement court’s territory.

Declarations by a foreign court with regard to validity, invalidity, infringement of
ownership of intellectual property rights must be recognized and enforced by the enforcement
court under Section 413, unless rights registered in another state are declared to be invalid, in

which case the declaration is enforceable only between or among the parties to the litigation.
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Effect on Joint Invention

As to remedies for issues involving joint inventorship, joint ownership and exploitation
of joint rights, Section 411 with regard to monetary relief, and Section 412 with regard to
injunctions for infringement of intellectual property rights would not appear to be relevant.

By contrast, the provisions of Section 413 with regard to Declarations of ownership of
rights, which require recognition and enforcement by the enforcement court, are relevant. This
section specifies that a declaration of invalidity in a state other than the state of registration is
enforceable only between or among the parties to the litigation. However, decisions with regard
to ownership of the intellectual property rights may also be affected by such judgment rights of
inventorship, ownership or exploitation similarly should be enforceable only between or among
the parties to the litigation since rights of other parties could be involved, including other owners,
licensees or mortgagees.

As noted above, the ALI draft may be applicable to cases where a joint research project is
conducted by joint inventors residing in different countries where different laws are applicable to
determining the existence of an invention as well as its scope and the rights of the individuals
and their employers or sponsors to the invention. The ALI draft provides some guidance with
regard to the determination of such rights and the enforcement of such determination, but
includes certain ambiguities or inconsistencies that may need to be resolved under the general
principles regarding choice of law such as mandatory rules under Section 323 or public policy

under Section 322.
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Question 1-14

Please provide us with summaries and detailed explanation of any judgments, etc., in
which a decision was made based on international private law (conflict of laws) as to which
law to apply to a case associated with Questions I-9 through 11.

In addition, please provide summaries and detailed explanation of any theories as to
whether the parties concerned may conclude a prior agreement specifying which law to apply
or may agree on which law to apply after the filing of an action. If there are any cases where
the court referred to this issue or where the parties disputed over it, please give summaries and
detailed explanation of those cases as well.

Answer: The Court of Appeals for the Federal Circuit addressed choice of law clauses in
contracts concerning patents in Int’l Nutrition Co. v. Horphag Research Ltd 2 In this case, an
English company (Horphag) and a French company (SCIPA) executed a joint development
agreement in France. The contract contained a clause directing that any litigation regarding the
interpretation or performance of the contract would be the exclusive jurisdiction of the courts of
Bordeaux.® The French court viewed this clause as objective indicia that the parties intended for

French law to apply.®

18257 F.3d 1324 (Fed. Cir. 2001).
B Jd. at 1326-27.

8 7d. at 1330.
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The CAFC held that the question of who owns patent rights is typically a question
exclusively for state courts and is not a question arising under the United States patent laws.2
The court further held that a contractual agreement to apply French law to ownership questions is
just as valid as an agreement to apply the law of a particular state within the United States.
Accordingly, the court held that there is no conflict between patent law and enforcing the parties’
stipulation that the development contract would be interpreted under the laws of a foreign
country.2 The CAFC saw no abuse of discretion in the district court’s decision to extend comity
to the French court’s determination regarding the choice of law issue and the determination
regarding the ownership issue.® The court noted that 35 U.S.C. § 262 only permits unilateral
exploitation of patent rights in the absence of any agreement to the contrary and thus the French
court determinations did not conflict with 35 U.S.C. § 262.% The CAFC held that the right to
bring suit on the patent in the district court, on the other hand, is governed by United States
patent law %

Accordingly, with respect to joint development agreements, it appears that United States
courts are likely to uphold choice-of-law clauses and extend international comity with respect to

issues of contract interpretation and performance and also with respect to issues of patent

81 7d. at 1329.

8 1d. at 1330.

8 Jd. at 1331.
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ownership. However, with respect to substantive issues of patent law, it appears that United

States courts will apply United States patent law.

Question I-15

Please provide us with summaries and detailed explanation of any cases where two or
more persons in different countries who had accessed an online forum, etc., accessible only by
those who had assumed an obligation of confidentiality completed a computer program-
related invention, etc., and received a patent.

Answer: Our research did not identify any cases where two or more persons in different
countries who had accessed an online forum, etc., accessible only by those who had assumed an
obligation of confidentiality completed a computer program-related invention, etc., and received

a patent.

Question I-16

Please provide us with summaries and detailed explanation of any cases where two or
more persons in different countries who had accessed an online forum accessible only by
those who had assumed an obligation of confidentiality completed a computer program-
related invention, etc., and disputed over the recognition of the joint inventors.

In addition, please provide summaries and detailed explanation of any papers, theories,
etc., that present views on the above-mentioned issue.

Answer: Our research did not identify any cases where two or more persons in different
countries who had accessed an online forum accessible only by those who had assumed an

obligation of confidentiality completed a computer-program related invention, etc., and disputed
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over the recognition of the joint inventors. Our research did not identify any papers, theories,

etc., that present views on the above-mentioned issue.

Question I-17

Please provide us with information and explanation on any other important matters
related to Questions I-1 through 16.

Answer: We already have incorporated information with respect to any other important
matters related to Questions I-1 through 16 into the above answers to and footnotes for Questions

I-1 through 16.
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Part 11

Question I1-1

Please provide us with the above-requested information and explanation on any cases
where the court referred to how to recognize the place of an invention made by two or more
researchers in different countries or where the parties disputed over it (For instance, a case
where joint inventors in Japan, the United States, and China filed the first application for the
invention in Japan, and later in the United States and China, which resulted in a dispute over
their failure to fulfill the obligation of first application in the United States and China.).

Answer: The MPEP states that an invention is made when there is both a conception and
a reduction to practice.®® Thus, for an invention to be considered “made” in a particular country,
there must be demonstrated acts of conception and reduction to practice in that country.®

We were unable to identify any cases in our research where the court addressed a dispute
as to the place of an invention made by two or more researchers in different countries. The most
relevant case we identified in our research is Kondo v. Martel. In this case, the court held that, in
order for subject matter to qualify under 35 U.S.C. § 102(g)(1), conception, reduction to practice,
and diligence must all be demonstrated within the United States.®

We are not aware of any cases where a dispute existed with respect to conflicting duties

of joint inventors to file first in a particular country on the basis of a national requirement.

8 MPEP § 2138.02.
8 Id. See also Kondo v. Martel, 220 USPQ 47 (Bd. Pat. Inter. 1983).

8 1d
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Typically, as to a case where there is one U.S. based inventor and inventors of other countries,

the filing takes place first in the U.S. without concern for the other countries.

Question 11-2

Please provide us with the above-requested information and explanation on the
provision that requires each inventor to file the earliest application in the home country after
the completion of the invention.

In addition, please provide the above-requested information and explanation on the
difference, if any, in the applicability of the provision that requires the filing of the earliest
application in the home country depending on whether the invention in question belongs to a
special technical field (for example, defense technology, etc.).

Furthermore, please give us information and detailed explanation of example cases
where an invention was considered to belong to such a special technical field.

In the meantime, there are two types of a defense technology. The first type is a
technology developed for a single purpose, i.e., national defense. The other type is a dual-use
technology (A dual-use technology is a technology developed in the civil sector for civil and
military purposes. This type of technology, such as a sophisticated computer, could be used for
military purposes even though the technology was not originally developed specifically for
certain arms.). Please give us information and detailed explanation as to whether the
applicability of the provision that requires the filing of the earliest application in the home
country differs depending on whether the invention in question embodies a single-purpose

defense technology or a dual-purpose defense technology. We would appreciate if you could
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give us some concrete examples of such inventions embodying each of the two types of
technology.

(United States: Please make sure that your explanation covers Section 182 and Section
184 of Title 35 of the United States Code.)

Answer: Except when authorized by a foreign filing license obtained from the
Commissioner of Patents, an application for a patent may not be filed outside of the United
States for inventions made in the United States, prior to six months after filing in the United
States an application for patent.22 Thus, for inventions made in the United States, prior to filing
an application for patent outside of the United States, it is necessary to obtain a foreign filing
license or to wait until six months after filing in the United States an application for patent. This
requirement is discussed in MPEP § 140 and applies regardless of the particular field to which
the subject matter of the application is directed.

A foreign filing license will not be granted when the invention is ordered to be kept secret
because disclosure would be detrimental to the national security under 35 U.S.C. § 181, without
the concurrence of the head of the departments and the chief officers of the agencies who caused
the order to be issued.® Furthermore, even after six months from the date of filing an application
for patent in the United States, an application for patent may not be filed outside of the United

States for an invention subject to a secrecy order under 35 U.S.C. § 181, except with the consent

¥350.8.C. § 184.

235U.8.C. § 184.
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of the Commissioner of Patents.?! The existence of dual uses will not affect the ultimate decision
by the several agencies charged with national security.

Filing of an application for patent for an invention made in the United States is
automatically considered to include a petition for a foreign filing license.? If the automatic
petition for a foreign filing license is not granted, a subsequent petition is authorized by 37
C.F.R. § 5.12(b). The requirements for this subsequent petition are outlined at 37 C.F.R. §

5.14%

2 See 35 U.S.C. § 182.
237 C.F.R. § 5.12(a).
B 37CER. §5.14:

(a) When there is a corresponding United States application on file, a petition for license under §
5.12(b) must also identify this application by application number, filing date, inventor, and title, but a
copy of the material upon which the license is desired is not required. The subject matter licensed will
be measured by the disclosure of the United States application.

(b) Two or more United States applications should not be referred to in the same petition for license
unless they are to be combined in the foreign or international application, in which event the petition
should so state and the identification of each United States application should be in separate
paragraphs.

(c) Where the application to be filed or exported abroad contains matter not disclosed in the United
States application or applications, including the case where the combining of two or more United
States applications introduces subject matter not disclosed in any of them, a copy of the application as
it is to be filed in the foreign country or international application which is to be transmitted to a
foreign international or national agency for filing in the Receiving Office, must be furnished with the
petition. If however, all new matter in the foreign or international application to be filed is readily
identifiable, the new matter may be submitted in detail and the remainder by reference to the pertinent
United States application or applications.
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If no application for patent has been filed in the United States, a petition for a foreign
filing license is authorized by 37 C.F.R. § 5.13. Such a petition must be accompanied by a copy
of the material upon which a license is desired.

Furthermore, a foreign filing license may be obtained retroactively under 35 U.S.C. § 184
when, through error and without deceptive intent, an application has been filed abroad and the
application does not disclose subject matter detrimental to the national security, as provided
under 35 U.S.C. § 181.

The Patent Office has promulgated rules regarding foreign filing licenses in 37 C.F.R. §
5.11 that state that no foreign filing license is required when (1) an invention was not made in the
United States; or (2) if the corresponding application is not subject to a secrecy order under 37
C.F.R. § 5.2 and was filed at least six months prior to the date on which the application is filed in
a foreign country; or (3) for subsequent modifications, amendments and supplements containing
additional subject matter to, or divisions of, a foreign patent application if: (i) a license is not, or
was not, required for the foreign patent application; (ii) the corresponding United States
application was not required to be made available for inspection under 35 U.S.C. 181; and (iii)
such modifications, amendments, and supplements do not, or did not, change the general nature
of the invention in a manner which would require any corresponding United States application to
be or have been available for inspection under 35 U.S.C. 181.

The scope of a foreign filing license is defined by 37 C.F.R. § 5.15.2 Generally, a

foreign filing license will permit subsequent amendments to an application provided that any

#37C.ER. §5.13.
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537 C.ER. §5.15:

(a) Applications or other materials reviewed pursuant to §§ 5.12 through 5.14, which were not
required to be made available for inspection by defense agencies under 35 U.S.C. 181, will be eligible
for a license of the scope provided in this paragraph. This license permits subsequent modifications,
amendments, and supplements containing additional subject matter to, or divisions of, a foreign patent
application, if such changes to the application do not alter the general nature of the invention in a
manner which would require the United States application to have been made available for inspection
under 35 U.S.C. 181. Grant of this license authorizing the export and filing of an application in a
foreign country or the transmitting of an international application to any foreign patent agency or
international patent agency when the subject matter of the foreign or international application
corresponds to that of the domestic application. This license includes authority:

(1) To export and file all duplicate and formal application papers in foreign countries or with
international agencies;

(2) To make amendments, modifications, and supplements, including divisions, changes or
supporting matter consisting of the illustration, exemplification, comparison, or explanation of subject
matter disclosed in the application; and

(3) To take any action in the prosecution of the foreign or international application provided that
the adding of subject matter or taking of any action under paragraphs (a)(1) or (2) of this section does
not change the general nature of the invention disclosed in the application in a manner which would
require such application to have been made available for inspection under 35 U.S.C. 181 by including
technical data pertaining to:

(i) Defense services or articles designated in the United States Munitions List applicable
at the time of foreign filing, the unlicensed exportation of which is prohibited pursuant to the Arms
Export Control Act, as amended, and 22 CFR parts 121 through 130; or

(i1) Restricted Data, sensitive nuclear technology or technology useful in the production
or utilization of special nuclear material or atomic energy, dissemination of which is subject to
restrictions of the Atomic Energy Act of 1954, as amended, and the Nuclear Non-Proliferation Act of
1978, as implemented by the regulations for Unclassified Activities in Foreign Atomic Energy
Programs, 10 CFR part 810, in effect at the time of foreign filing.

(b) Applications or other materials which were required to be made available for inspection under
35 U.S.C. 181 will be eligible for a license of the scope provided in this paragraph. Grant of this
license authorizes the export and filing of an application in a foreign country or the transmitting of an
international application to any foreign patent agency or international patent agency. Further, this
license includes authority to export and file all duplicate and formal papers in foreign countries or with
foreign and international patent agencies and to make amendments, modifications, and supplements to,
file divisions of, and take any action in the prosecution of the foreign or international application,
provided subject matter additional to that covered by the license is not involved.

Fk>
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new matter do not alter the general nature of the invention in such a way that would bring it
within the scope of 35 U.S.C. § 181.

A foreign filing license may be revoked at any time with written notice from the USPTO.

Additionally, an authorization to file a foreign patent application resulting from the passage of

(c) A license granted under § 5.12(b) pursuant to § 5.13 or § 5.14 shall have the scope indicated
in paragraph (a) of this section, if it is so specified in the license. A petition, accompanied by the
required fee ( § 1.17(g) of this chapter), may also be filed to change a license having the scope
indicated in paragraph (b) of this section to a license having the scope indicated in paragraph (a) of
this section. No such petition will be granted if the copy of the material filed pursuant to § 5.13 or any
corresponding United States application was required to be made available for inspection under 35
U.S.C. 181. The change in the scope of a license will be effective as of the date of the grant of the
petition.<

(d) In those cases in which no license is required to file the foreign application or transmit the
international application, no license is required to file papers in connection with the prosecution of the
foreign or international application not involving the disclosure of additional subject matter.

(e) Any paper filed abroad or transmitted to an international patent agency following the filing of
a foreign or international application which changes the general nature of the subject matter disclosed
at the time of filing in a manner which would require such application to have been made available for
inspection under 35 U.S.C. 181 or which involves the disclosure of subject matter listed in paragraphs
(a)(3)(1) or (ii) of this section must be separately licensed in the same manner as a foreign or
international application. Further, if no license has been granted under § 5.12(a) on filing the
corresponding United States application, any paper filed abroad or with an international patent agency
which involves the disclosure of additional subject matter must be licensed in the same manner as a
foreign or international application.

(f) Licenses separately granted in connection with two or more United States applications may be
exercised by combining or dividing the disclosures, as desired, provided:

(1) Subject matter which changes the general nature of the subject matter disclosed at the
time of filing or which involves subject matter listed in paragraphs (a)(3) (i) or (ii) of this section is

not introduced and,

(2) In the case where at least one of the licenses was obtained under § 5.12(b), additional
subject matter is not introduced.

(g) A license does not apply to acts done before the license was granted. See § 5.25 for petitions
for retroactive licenses.
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six months from the date of filing of a United States patent application may be revoked by the

imposition of a secrecy order under 35 U.S.C. § 181.%

Question I1-3

Please provide us with the above-requested information and explanation on the
punitive clauses, if any, applicable to any person who has filed a patent application in any
country other than the home country after the completion of the invention in violation of the
provision that requires the filing of the earliest application in the home country.

(United States: Please make sure that your explanation covers Section 185 and Section
186 of Title 35 of the United States Code and Section 5.5 to 5.6 and Section 5.12 to 5.17 of
Title 37 of the Code of Federal Regulations.)

In addition, please provide the above-requested information and explanation on the
measures, if any, that allow an inventor to evade the provision that requires the filing of the
earliest application in the home country by following a certain procedure before filing a patent
application for the invention.

(United States: Please make sure that your explanation covers Section 184 of Title 35
of the United States Code.)

Furthermore, please provide us with the above-requested information and explanation
on the remedial measures, if any, that allow a person who filed the earliest patent application

in a country other than the home country in violation of the provision that requires the filing

%37 C.F.R. § 5.11(h.
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of the earliest application in the home country after the completion of an invention to evade
the punitive clauses.

Answer: If a person or his successors, assigns, or legal representatives make or consent
to another’s making of an application for patent in a foreign country or for the registration of a
model or design in respect of the invention, for an invention made in the United States, without
obtaining a foreign filing license under 35 U.S.C. § 184, the person and his successors, assigns,
and legal representatives shall not receive a United States patent for the invention.Z Furthermore,
35 U.S.C. § 185 specifies that a United States patent issued to such a person or his successors,
assigns, or legal representatives shall be invalid, unless the failure to obtain a foreign filing
license was through error and without deceptive intent, and the patent does not disclose subject
matter that would be detrimental to the national security, as provided under 35 U.S.C. § 181.

In the event of unauthorized disclosure of an invention made secret or otherwise subject
to an order under 35 U.S.C. § 181, such as by filing a patent application directed to the invention
in foreign country, 35 U.S.C. § 182 provides that an application for patent in the United States
may be held abandoned upon the establishment of the violation of the order under 35 U.S.C. §
181 by the Commissioner of Patents.

If a person willfully publishes, discloses, authorizes publication, or authorizes disclosure
of an invention contrary to a secrecy order under 35 U.S.C. § 181, or willfully makes or
authorizes an application for patent in a foreign country for an invention or for the registration of

a utility model, industrial design, or model in respect of any invention, in violation of the

235 U.8.C. § 185.
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provisions of 35 U.S.C. § 184, that person, upon conviction, will be subject to a fine of not more
than $10,000, imprisonment of not more than two years, or both, under 35 U.S.C. § 186.

Note that 37 C.F.R. § 5.4% permits a petition for the rescission of a secrecy order under
35 U.S.C. § 181. Such a petition must recite all facts that purport to render the secrecy order

futile (e.g., prior publication) if that is the basis for the petition.? Furthermore, 37 C.F.R. § 5.5'%

%37CER. §54:

(a) A petition for rescission or removal of a secrecy order may be filed by, or on behalf of, any
principal affected thereby. Such petition may be in letter form, and it must be in duplicate.

(b) The petition must recite any and all facts that purport to render the order ineffectual or futile if this
is the basis of the petition. When prior publications or patents are alleged the petition must give
complete data as to such publications or patents and should be accompanied by copies thereof.

(c) The petition must identify any contract between the Government and any of the principals under
which the subject matter of the application or any significant part thereof was developed or to which
the subject matter is otherwise related. If there is no such contract, the petition must so state.

(d) Appeal to the Secretary of Commerce, as provided by 35 U.S.C. 181, from a secrecy order cannot
be taken until after a petition for rescission of the secrecy order has been made and denied. Appeal
must be taken within sixty days from the date of the denial, and the party appealing, as well as the
department or agency which caused the order to be issued, will be notified of the time and place of
hearing.

237 C.F.R. § 5.4(b).
037 CFR.§55:

(a) Consent to disclosure, or to the filing of an application abroad, as provided in 35 U.S.C. 182, shall
be made by a “permit” or “modification” of the secrecy order.

(b) Petitions for a permit or modification must fully recite the reason or purpose for the proposed
disclosure. Where any proposed disclose is known to be cleared by a defense agency to receive
classified information, adequate explanation of such clearance should be made in the petition
including the name of the agency or department granting the clearance and the date and degree thereof.
The petition must be filed in duplicate.

(c) In a petition for modification of a secrecy order to permit filing abroad, all countries in which it is

proposed to file must be made known, as well as all attorneys, agents and others to whom the material
will be consigned prior to being lodged in the foreign patent office. The petition should include a
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allows for petitions to permit disclosure or filing of a foreign patent application related to subject
matter that is subject to a secrecy order under 35 U.S.C. § 181. Such petitions must include a
statement of the reason or purpose of the disclosure along with countries where the filing of a
patent application is proposed in addition to attorneys, agents, and other persons to whom the
subject matter will be disclosed prior to filing.

(Please note that discussion of 37 C.F.R. §§ 5.12 - 5.16 and discussion regarding
remedial measures is incorporated into the answer to Question II-3, above, and discussion of 37
C.F.R. §§5.6,5.16, and 5.17 has been omitted because these section have been removed,

effective December 1, 1997.)

Question 11-4

Please provide us with summaries and detailed explanation of any judgments, etc., in
which the place of an invention made in a research project jointly conducted by two or more
researchers residing in different countries was determined based on a law of a foreign country.
In addition, please give us detailed explanation as to why the foreign law was applied to those

cases. (Please refer to the attached materials)

statement vouching for the loyalty and integrity of the proposed disclosees and where their clearance
status in this or the foreign country is known all details should be given.

(d) Consent to the disclosure of subject matter from one application under secrecy order may be
deemed to be consent to the disclosure of common subject matter in other applications under secrecy
order so long as the subject matter is not taken out of context in a manner disclosing material beyond
the modification granted in the first application.

(e) Organizations requiring consent for disclosure of applications under secrecy order to persons or
organizations in connection with repeated routine operation may petition for such consent in the form

of a general permit. To be successful such petitions must ordinarily recite the security clearance status
of the disclosees as sufficient for the highest classification of material that may be involved.
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Answer: Our research did not identify any judgments in which the place of an invention

made in a research project jointly conducted by two or more researchers residing in different

countries was determined based on a law of a foreign country.

Question I1-5

Please provide us with summaries and detailed explanation of any cases where two or
more persons in different countries who had accessed an online forum, etc., accessible only by
those who had assumed an obligation of confidentiality, completed a computer program-
related invention, etc., and disputed over the recognition of the place of invention. (For
instance, a case where, in an online forum accessible only by those who have assumed an
obligation of confidentiality, joint inventors in Japan, the United States, and China jointly
filed the first application for the invention in Japan, and later in the United States and China,
which resulted in a dispute over their failure to fulfill the obligation of first application in the
United States and China.).

In addition, please provide summaries and detailed explanation of any papers, theories,
etc., that refer to the above-mentioned issue.

Answer: Our research did not identify any cases where two ore more persons in different
countries who had accessed an online forum, etc., accessible only by those who had assumed an
obligation of confidentiality, completed a computer program-related invention, etc., and disputed

over the recognition of the place of invention.

Question 11-6

Please describe any other important matters related to Questions I1-1 through 5.
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Answer: We have incorporated any other important matters related to Questions II-1

through 5 into the above answers to and footnotes for Questions II-1 through 5.

Question 11-7

(United States only) In and around Palo Alto, various international research projects
such as the “Bio X” project initiated by Stanford University have been carried out. Having
heard that some of those projects have been conducted in the borderless virtual world of the
Internet, we would appreciate if you could investigate and explain how those online projects
have been conducted.

In addition, please investigate and explain the practical and contractual treatment of
the intellectual property rights to inventions, etc., made in such international research projects

Answer: The Bio-X project was founded in 1998 by a group of Stanford University
faculty with the goal of facilitating interdisciplinary research and teaching in the fields of
bioengineering, biomedicine, and biosciences. The Bio-X project spans the Schools of
Humanities and Sciences, Engineering, Medicine, Earth Sciences and the School of Law at
Stanford.

The Bio-X project functions to support, organize, and facilitate interdisciplinary research
related to biology and medicine. The Bio-X project endeavors to catalyze significant discoveries

and creative inventions via collaborative, interdisciplinary teams of researchers. The project also

1M «Bjo-X Stanford University - History.” http://biox.stanford.edu/about/history.html. Accessed on
December 20, 2007.
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works toward the goal of training the next generation of leaders to combine a broad range of
scientific and engineering disciplines in biosciences research.'®

Bio-X includes shared lab facilities and equipment that can be used by researchers and
faculty collaborating across multiple fields. These shared facilities can serve to physically bring
researchers together during critical early stages of a project.X2 The Bio-X program also supports
interdisciplinary courses and graduate-student and postdoctoral fellowships.2 Additionally, the
Bio-X Corporate Forum provides opportunities for corporations and organizations to collaborate
with Stanford life-sciences researchers, promoting relationship-building between companies and
researchers and connecting participants to news about leading-edge discoveries.!®

With respect to the practical and contractual treatment of the intellectual property rights
to inventions, etc. made in such international research projects, the parties have a broad spectrum
of rights allocations from which to choose. We were unable to acquire actual examples in the
limited time available for this study.

However, as a practical matter, the rights certainly have value and to the extent that they

are exclusive and enforceable, they can provide commercial advantage, incentives or otherwise

serve the purposes of the venture.

12 «Bjo-X Stanford University - About Bio-X.” http://biox.stanford.edu/about/index.html. Accessed on
December 20, 2007.

18 «Bjo-X Stanford University - Shared Facilities.” http://biox.stanford.edu/shared/index. html.
Accessed on December 20, 2007.

1M «Bjo-X Stanford University - Education & Courses.” http://biox.stanford.edu/courses/index.html.
Accessed on December 20, 2007.

183 «Bjo-X Stanford University - Bio-X Corporate Forum.” http://biox.stanford.edu/forum/index.html.
Accessed on December 20, 2007.
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Recognizing that the rights in any invention originally are in the inventors, the rights
allocation could be made on the basis of a retention of patent rights by the inventors with a grant
of license rights for general or specific purposes, especially the purposes of the research activity.
Alternatively, the rights may be governed by a pre-grant of ownership to the sponsoring
university, university group or program administration established by law, e.g., a corporation or
joint venture. The rights granted for certain uses may be exclusive and for other uses non-
exclusive, or on an all-inclusive exclusive or non-exclusive basis. Where exclusive, march-in
rights could be provided to ensure that the technology is utilized and does not stay dormant. The
rights granted to third parties may be royalty free for certain purposes and royalty bearing for
others. The royalty payments may be made to the proprietors or to some other designated
beneficiary, e.g., a university or program administration.

Another alternative provision could include the grant of rights (non exclusive and royalty
bearing) in background inventions, to the extent that the inventions are incorporated into a
developed invention. Typically, RAND terms would be applied in these cases.

Clearly, there is a broad spectrum of rights distribution alternatives that can be utilized
and the one(s) selected would reflect the principles and goals of the sponsoring and participating
organizations.

In conclusion, it should be noted that intellectual property issues have arisen in the
“Second Life” regime (see: http://secondlife.com) as it has grown in popularity and as the rights
of individuals in virtual space to their creations and the assets and ideas created in the virtual

world are exploited.
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Introduction/Preliminary Remarks

The present report aims at answering a number of questions raised by IIP in the
context of its research on the Recognition of Joint Inventors and the Place of an
Invention made in an International Joint Research Project. As instructed, the
answers provided are applicable in the jurisdictions of Germany, United Kingdom
of Great Britain and the French Republic. The conclusions herewith reported reflect
the state of the law and case law at the date of the drafting of the present report.

This report is based on valuable input provided by a number of experts, notably Dr.
Martin Bachelin of Hoffmann Eitle in Munich, Dr. Morten Garberg, of Hoffmann
Eitle in London as well as the patent attorneys of Cabinet Ores in Paris.

6 December 2007

Wilko van Weert
SJ Berwin LLP, Brussels
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1 Question I-1

1.1 Information on the definitions and concepts of inventions,
inventors, and joint inventors

Germany:
Concept of “Invention”

The German Patents Act (PatG) does not provide a definition of the concept of an
“invention” as such. §1 PatG specifies in its Subsection 1 the requirements for a
patentable invention (i.e., novelty, inventive step and industrial applicability).
Subsection 2 furthermore provides a negative definition for such patentable
inventions by excluding scientific theories, mathematical methods, aesthetic

creations, and the like from patentability.

Thus, the task of defining the meaning of the term “invention” was left to the
courts. The leading decision concerning the concept and definition of an invention
is the Federal Supreme Court (FSC) Decision “Rote Taube” (BGHZ 52, 74). The
definition given in this decision specifies an invention susceptible to patent
protection as a

Lehre zum planmdpfligen Handeln unter Einsatz beherrschbarer Naturkrdfte

zur unmittelbaren Erreichung eines kausal iibersehbaren Erfolgs.

Teaching of a methodical doing utilizing controllable natural forces to

immediately achieve a causal, perceivable result

This basic concept has been applied and further developed in many subsequent
decisions of the FSC, most notably in relation to computer-implemented
inventions, where the problem of non-technical elements of the invention arises
frequently.

The European Patent Convention (EPC) also does not specify the concept of

invention beyond the definition of patentable inventions, much in the same manner

as explained above for Germany. The applicable regulations in the EPC are Art.
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52(1) EPC (positive definition of patentable inventions) and Art. 52(2) EPC

(exclusions from patentable inventions).

Contrary to the situation in Germany, the case law of the European Patent Office
does not seem to have led to a general definition of the concept of “invention”. It is
however clear from the available case law that the invention must be of a concrete
and a technical nature (Board of Appeal Decisions T 854/90 and T 931/95). There
is much case law available defining the requirements of technicality. Presently, the
EPO is willing to allow claims directed to inventions, which are characterized by at
least one technical feature (T 258/03).

Concept of “Inventor”

Again, the law does not provide a definition of the term “inventor”. §6 PatG
specifies in its first sentence that the inventor of an invention has the right to obtain
a patent. However, no guidance is given who is to be regarded as the inventor.

Thus, again, the relevant concepts were developed by case law. A first crucial
element is the understanding that only the human being, who developed the gist of
the invention by means of a creative act, can be an inventor. Judicial persons such
as the company employing the actual inventor cannot be an inventor itself. This
rule applies even if a person acting as an official representative of the company
(e.g., its CEO) made the invention.

It is a second crucial element of the concept of inventorship that the invention must
be communicated. As long as the “invention” exists only in the head of the
inventor, it does not create any rights for the inventor. Only its communication
results in a concrete and individualised coming into existence of the invention,
which has the legal effect of creating rights and protection for the inventor by
virtue of German patent law (Benkard, Patentgesetz, 10" Ed. 2006, §6, Rdn. 3-8).

The EPC stipulates in its Art. 60(1) EPC that the right to a European patent belongs
to the inventor or his successor in title. This regulation corresponds essentially to
§6, 1% sentence PatG. Art. 60(1) EPC furthermore specifies that in cases of
inventions made by employed inventors, the right to the patent shall be determined

by the national law that is applicable for the employment.
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The EPC, however, does not specify the meaning of the term “inventor” as it is
used in Art. 60(1) EPC. This is left to the national law.

Concept of “Joint Inventors”

The possibility of two or more persons making an invention together as joint
inventors is expressly confirmed by the second sentence of §6 PatG, which
stipulates that, in cases of more than one person making an invention jointly, they

jointly have the right to obtain a patent.

It is a third crucial element of the concept of inventorship as developed by German
case law that there is a requirement of a “creative contribution” (Benkard, §6, Rdn.
32; FSC “Verkranzungsverfahren™).

Contrary to German law, the EPC does not expressly recognize the concept of joint
ownership. Thus, there is no direct counterpart to §6, 2" sentence PatG.
Nevertheless, there is no doubt that the EPO acknowledges and permits the concept
of joint inventorship. This may be derived, for instance, from the fact that a Board
of Appeal held in the decision J 8/82 that no consent by the already designated

inventor is required for the additional designation of another (joint) inventor.

UNITED KINGDOM:

Concept of Inventions and Definition of “Invention”

Although the meaning of the word “invention” is fundamental to the operation of
much of the British Patents Act (hereinafter “PA”), neither the Act itself nor the

European Patent Convention (hereinafter “EPC”) contains a definition of this term.

The term “invention” seems to have several different meanings in the Patents Act,
depending on the context in which this term is used. The differing meanings of the
word “invention” was discussed in the case British United Shoe Machinery v.
Fussell (1908) 25 RPC 631, where the Court of Appeal recognized that the term
has several possible meanings in the Patents Act, including:
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» (a) an inventive act;

» (b) a particular act which an inventor was the first to perform and which is
alleged to be inventive;

» (c) a thing which is new and has required an inventive act to make it; and
» (d) a thing for which a monopoly is claimed.

Examples of some situations where the word “invention” has been given particular

meanings are:

» In the context of patent validity, the word “invention” is often taken to mean

the subject-matter which is encompassed by the words of a claim;

» In Section 7 PA, which refers to the right to apply for and obtain a patent, it
is stated that a patent may be granted to the inventor or joint inventors, or to
someone else who by virtue of law would be entitled to the rights to the
invention. Here, the term “inventor” is defined as the devisor of the
“invention”, and here the term “invention” is defined as meaning that which
an individual has actually devised.

» In the context of entitlement, Section 8, 12 and 37 PA all use the term
“invention” which in this context is taken to mean the subject-matter which
the inventor thought he had invented in the light of the prior art of which he
was aware at the relevant time.

» In the context of Section 14(3) PA, which deals with the requirements of
sufficiency of disclosure, the term “invention” means a thing that has been
disclosed in the specification and which is capable of performance by a
person skilled in the art.

Thus, under British Law there is unfortunately no single definition of the term

“invention”, which must be interpreted on a case-by-case basis in each different
part of the Patent Act.
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Definition of “Inventor”

According to Section 130 PA, the term “inventor” throughout the British Patent
Act is to be interpreted as having the meaning assigned in Section 7 PA. Section 7

PA defines the term to have the following meaning:
“An inventor is the actual devisor of the invention.”
Definition of “Joint Inventors”

According to Section 7(2)(a) PA, a patent for an invention is to be granted
primarily to “the inventor or joint inventors”. Thus, joint inventorship is explicitly
provided for by the Patents Act. Section 7(3) PA as mentioned above defines the
word “inventor” as the actual devisor of the invention, and states that the term
“joint inventor” shall be interpreted accordingly. Thus, the term “joint inventor”

must refer to a person who jointly devised the invention in question.

FRANCE:

Definition and concept of “invention”.

The French Patent Law gives a definition of what is a patentable invention in
article L.611-10 of the Intellectual Property Code which provides that patentable
inventions are those which are novel, involve an inventive step and are susceptible

of industrial application.

But the definition which is given in this article is a negative definition: this article
states that discoveries, scientific theories and mathematic methods as well as
aesthetic creations, schemes, rules and methods for performing mental acts, playing
games or doing business and programs for computers and presentation of

information are not patentable.

Furthermore:
- Article L.611-16 excludes from patentability methods for the treatment
of human or animal body by surgery or therapy and diagnostic methods
practised on the human or animal body,
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- Article L.611-17 excludes from patentability inventions the commercial
exploitation of which would be inconsistent to public policy or morality.
But such inconsistency may not emanate from a prohibition or

regulation,

- Article L.611-18 stipulates that the human body, the single discovery of
one of its elements including the sequence or partial sequence of a gene
cannot constitute patentable inventions and gives examples of what, in
particular, should be considered unpatentable, i.e. processes for cloning
human beings, processes for modifying the germ line genetic identity of
human beings, uses of human embryos for industrial or commercial
purposes, total or partial sequences of a gene as such, and

- Article L.611-19 excludes from patentability animal varieties, plant
varieties, essentially biological processes for the production of plants
and animals, i.e. ,for example, processes that consist entirely of natural
phenomena such as crossing or selection, processes for modifying the
genetic identity of animals which are likely to cause them suffering
without substantial medical benefits to man or animal, and also animals

resulting from such processes.

The doctrine and the Case Law define an invention as technical means solving a
technical problem for obtaining a technical result.

Thus, an invention has a technical character.

The obtained result is not patentable by itself.

Generally, to define a technical problem to be solved is not considered as being an
invention. But, in some exceptional cases, to define the problem to be solved may

be an invention.

Thus, one can define an invention as the finding of technical means for solving a
technical problem.
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Definition and concepts of “inventors” and “joint inventors”.

An inventor is a person who made research to find and found the technical means
for solving a technical problem and/or who participated to the finding of these

technical means to be implemented to solve that technical problem.

Because finding the technical means to be implemented may require knowledge in
different technical fields, the finding of the technical means may be the result of the
common work of two or more persons. In such a case, the persons who participated

to the finding of the technical means are joint inventors.

However, to have the quality of inventor, the person who participated to the finding
of the technical means must not have merely executed instructions provided by

another person. Such instructions could be the realisation of tests.

1.2 System that permits two or more persons to jointly own a patent or
the right to receive a patent

GERMANY:

As noted above, §6, 2" sentence PatG stipulates that the right to obtain a patent

for the joint invention is assigned jointly to all inventors.

The right to request the grant of a patent, on the other hand, is created by the
filing of patent application (§7(1) PatG). This section specifies for the sake of
procedural expediency that, based on a legal fiction, that applicant is entitled to do
S0.

Thus, scenarios are conceivable where the person having the right to obtain a patent
is not the same as the person being treated by the patent office as the person having
the right to request a patent. Typical cases are applicants having unlawfully
obtained knowledge of the invention and filing a patent application without

authorization by the respective inventors.
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However, if the right to obtain a patent is not with applicant (or patentee, if the
application has already led to the grant of a patent), the true owner of the right to
obtain a patent may request the transfer of the pending application/patent (§8 PatG)
or revocation of the patent by means of opposition proceedings (§59 PatG together
with §21(1) PatG) or nullity proceedings (§22 PatG together with §21(1) PatG). If
the patent is revoked in opposition proceedings, plaintiff may subsequently file
his/her own application directed to the same invention, claiming priority to the
earlier unlawful application.

These possibilities of correcting a situation, where the person having the right to
obtain a patent (i.e. the inventor) is not the person requesting the patent or having
obtained the patent already (i.e., applicant or patentee), applies for joint inventors
as well. The law does not distinguish in this respect between sole inventors and
joint inventors. As a result, the jointly owned right to obtain a patent pursuant to
§6, 2™ sentence PatG translates into a jointly owned right to request the grant of a
patent (or to request transfer of ownership of a granted patent) and to subsequently

own said patent.

The system before the EPO is roughly the same as described above: According to
Art. 60(3) EPC the applicant is deemed to be entitled to request the grant of a
patent. Art. 61 EPC furthermore provides the rightful owner of the invention with
three alternative measures that can be taken in cases of unlawful filing of European
patent applications: The entitled person can either (i) take over prosecution of the
pending application, (ii) file a new EP application in respect of the same invention,
or (iii) request that the application be refused. However, these rights can only be
exercised if certain preconditions are fulfilled: There must be a final decision by a
national court on the entitlement to obtain a European patent; the European patent
application must not have evolved into a patent; and the request must be filed
within a specified period of three months after said decision has become final.

The “Protocol on Jurisdiction and the Recognition of Decisions in respect of the
Right to the Grant of a European Patent”, which is annexed to the European Patent
Convention, sets up a system for deciding which national courts shall be competent
for actions relating to the entitlement and ownership of European patent
applications. This Protocol on Recognition does not specify which law is to be
applied for determining inventorship.
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There seems to be disagreement in the literature, whether the issue of inventorship
is to be decided in an EPC autonomous manner, or based on national law and
international private law (Singer/Stauder, “Europdisches Patentiibereinkommen”,
4M Ed., Heymanns Verlag, Art. 60, Rdn. 5 and 8 with further references; see also
KraBer, “Patentrecht”, 5™ Ed., p. 334). As regards the possibility of deciding the
issue of inventorship in an EPC autonomous manner, it is not apparent how this
could be accomplished in practice since the Art. 61 EPC leaves decisions on
inventorship to the national courts. Accordingly, there is no competent European

court, which could establish such common EPC autonomous principles or case law.

UNITED KINGDOM:

The Patents Act specifically provides for the possibility of joint ownership in
Section 36 (1) PA. This states: “where a patent is granted to two or more persons,
each of them shall, subject to any agreement to the contrary, be entitled to an equal

undivided share in the patent.”
This passage tells us two important things:
» Firstly, joint ownership is possible under British Law.

» Secondly, where the parties do not agree otherwise, the share of the joint
owners in the patent is equal; the law does not require apportionment of
rights based on the relative value or extent of contribution of the inventors.

A point regarding joint ownership which is important to note is that the issue of
who owns the patent is intimately connected with the question of which person or
persons invented the invention. This is because Section 7(2)(a) PA states that the
chain whereby ownership of the invention is to be established always start with the
inventor. Thus, the inventor is normally the owner, but ownership may pass to the
employer of the inventor as determined by the relevant national law where the
inventor was at the relevant time employed, or ownership may pass to another
person due to a contractual agreement to that effect. It follows that when the
inventorship is contested, the correctness of the identity of the inventor may have a
knock-on effect on the correctness of the registered owners.
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FRANCE:

According to article L.611-6 of our Intellectual Property Code, the right to the

patent belongs to the inventor or his successors in title.

However, according to article L.611-7, when the inventor is a salaried person, the

right to the patent may belong to the employer of that salaried person.

Thus, in the case of invention made by a salaried person, article L.611-7 classifies

the invention in three categories:

i)

"Mission invention": consisting of an invention made by an
employee in the execution of an employment contract comprising an
inventive mission corresponding to his effective functions or of
studies and research which have been explicitly entrusted to him.
Such an invention belongs to the employer (a natural person or a

company) who has a right to the patent.

"Assignable off-mission invention": this type of invention is made by
an employee in the execution of an employment contract not
comprising an inventive mission or an employment contract
comprising an inventive mission but in a different technical field
from the one of the invention. The invention must have been made
during the execution of the functions of the employee or in the field
of activity of the company or using the knowledge or the
technologies of specific means of the company or of data acquired by
the company.

In that case the employer is entitled to have the ownership or
enjoyment of all or some of the rights of the patent except if the
employer expressly renounces to it. If the employer renounces to the
invention, then the employee may file a patent on his own.
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iii) "Non assignable off-mission invention": all other inventions not
falling under the scope of the previous categories. This type of
invention belongs to the salaried person and the employer is not

entitled to the patent.

Thus, when two or more persons jointly participated to the finding of the technical
means for solving the technical problem, and that they are not salaried persons,
they jointly have the right to the patent but when these persons are employees of
different companies, then these different companies jointly own the patent or the
right to receive the patent.

2 Question I-2: Degree of contribution required for a person to be
recognized as a joint inventor

GERMANY:

According to FSC "Verkranzungsverfahren", GRUR 2004, 50, a joint inventor is
everybody who made a creative contribution to the invention, there is no
requirement that the contribution itself be patentable or even inventive. Said
creative contribution should, however, exceed ordinary skills of the average person
skilled in the art (OLG Diisseldorf, GRUR 71, 215). For instance, German case law
acknowledged persons as inventors, whose contribution was causative for the final
success, who had a determining influence on the found solution, who devised a
basic concept how to solve the underlying problem or who put that concept into
practice (provided this exceeded ordinary skills).

No joint inventorship is created only by those contributions, which did not affect
the overall success, i.e., which were immaterial to the found solution (FSC
“Motorkettensidge”, GRUR 1978, 583), and contributions made following concrete
instructions given by the inventor or a third party (BGH GRUR 66, 558).
Furthermore, people putting the invention into practice and/or testing it will usually
not be regarded as inventors unless their task involved particular difficulties.

The share of the joint inventor in the invention (quantified by a percentage
indication) is determined based on the relative contributions of the individual joint
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inventors in relation to the other contributions and also in relation to the overall
inventive accomplishment (FSC “Biedermeiermanschetten”, GRUR 1979, 540, I1IC
1980, 239). This share may determine the fraction in the overall revenues, charges
and costs to which the joint inventor is entitled or obliged, respectively (§743(1)
and 748 BGB).

We are not aware of any case law which would apply specific EPC autonomous

principles for determining joint inventorship.

UNITED KINGDOM:

As explained above, Section 7(2)(a) PA recites that a patent for an invention may
be granted to joint inventors, or by virtue of law to another person or persons to
whom entitlement (e.g. employers of the inventors). According to Section 43(3)
PA, for the purposes of Sections 39-42 PA (which deal with the right to employees’
inventions, compensation for employees for making inventions and enforcement of
contracts regarding employees’ inventions), “the making of an invention by an
employee are references to his making it alone or jointly with any other person, but
do not include references to his merely contributing advice or other assistance in
the making of an invention by another employee”. Thus, Section 43(3) PA appears
to express that a person who merely contributes advice or other assistance in the
making of an invention by another person is not an inventor. This general principle
is believed to be in harmony with the existing case law on inventorship as set out
e.g. in Allen v. Rawson (1845) 1CB 551.

The above part of the law specifies what contribution is not enough to warrant
status as a co-inventor, but does not positively define the level of contribution
needed; however, no threshold is set out in the Patents Act. Thus, it is possible only
to rely on the case law for guidance in this regard.

In Henry Bros. v. The Ministry of Defence [1997] RPC 693 and [1999] RPC 442
(CA), an assessment of inventorship was made by asking who contributed to the
underlying inventive concept, assuming that such a concept existed, and on this
basis it was held that the proprietor had no claim to entitlement as its employee had
not even been a co-inventor. Thus, in this particular decision emphasis was made

on the development of the inventive concept, i.e. “conception”.
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In another case, Minnesota Mining’s Patent (BL O/237/00), the “invention” was
seen not only as the underlying idea, but also its means of realization. On this basis,
those employees of another firm who had supplied the composition which brought
the idea to fruition were entitled to be named as co-inventors and their employer
consequently entitled to co-ownership. Thus, in this case the judge placed emphasis
not only on the “conception”, i.e. the question of who had originally thought of the
inventive concept, but also to who had realized the invention, i.e. “reduction to
practice”.

As there is not a large body of case law which deals with the question of what type
and level of input is required in order for joint inventorship to be acknowledged, it
can thus only be concluded that the law and case law clearly disqualify people
whose input was trivial, minimal or incidental to the making of the invention,
although no exact threshold can be defined here. As regards the question of
whether the possible joint inventor must have been involved in the conception of
the invention or whether mere involvement in the reduction to practice could
suffice, this is a point on which the case law is not clear and it seems to be
something which judges are free to assess on a case-by-case basis.

FRANCE

To be recognized as a joint inventor, a person must have indeed participated to the
finding of the technical means for solving the technical problem at the basis of the
invention by having a real personal contribution to the intellectual and practical
determination of this technical means, but as already stated, not only by merely

executing instructions given by another person or by only using his know-how.
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3 Question 1-3

3.1 Which inventor should be named in the application form, patent

certificate, etc.?

GERMANY:

According to the decision FSC "Verkranzungsverfahren", GRUR 2004, 50, all
inventors should be named that contributed to the invention as specified by the
claims.

UNITED KINGDOM:

According to Section 13(1) PA, the inventor or joint inventors of an invention
“shall have a right to be mentioned as such in any patent granted for the invention
and to also have a right to be mentioned if possible in any published application
for a patent”.

According to Section 13(2) PA, the applicant for a patent “shall within a
prescribed period file with the Patent Office a statement (a) identifying the person
or persons whom he believes to be the inventor or inventors, and (b) where the
applicant is not the sole inventor or the applicants are not the joint inventors,
indicating the derivation of his or their right to be granted the patent; and if he
fails to do so, the application shall be taken to be withdrawn.”

In the above law, the meaning of the term “invention” is open to interpretation
because this term is not defined in the Act. Because the Section in question relates
to pre-grant matters, the term “invention” appears to relate to the concepts which
persons are seen to have discovered irrespective of the issues of novelty and
inventiveness. According to case law, being an inventor apparently requires a
person to make a contribution to devising the inventive concept for which a patent
is sought. Care should be taken to include all such persons as co-inventors while
not naming as an inventor anyone who did not make such a contribution (Xaar’s
international application (BL O/257/98)).
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In cases where two or more inventors are concerned, it appears that the application
for mention as the inventor must be made in respect of subject-matter which is
claimed in the patent or patent application. Thus, under normal circumstances, an
inventor who contributed to matter only mentioned in the description but not
covered by the claims should not be designated. The one exception to this is if the
claims set includes a so-called omnibus claim which are accepted in the UK but
mostly not in other jurisdictions and which take the form “a
product/process/apparatus substantially as hereinbefore described, with reference
to the accompanying drawings”. Because such a claim refers to the embodiments
described in the application and indirectly claims these, it is believed that an
inventor who has contributed only to subject-matter specifically disclosed in the
description but not in the other claims should be designated in case such a claim is

included.

In practical terms, designation of the inventor(s) is carried out by filing a certain
form, namely PF7/77. This form must normally be filed within 16 months of the
priority date, or within 16 months of the filing date, whichever expires first.

FRANCE:

Article R.612-10 of the Intellectual Property Code provides that when filing a
patent application, the request for obtaining a patent should indicate the name,
surname and personal address of each of the inventors.

But article R.611-15 provides that the French Patent Office does not check whether
the inventor(s) cited in the request is (are) the true one(s). Furthermore, the
inventor(s) may renounce to be named in the patent or patent application.

3.2 Should a person who has contributed only to the creation of dependent
claims should be recognized as a joint inventor?

GERMANY:

Again, the decision FSC "Verkranzungsverfahren", GRUR 2004, 50 seems
pertinent. According to this decision, dependent claims are also relevant for

—244—

\S
N\

18



siberwin®

determining the inventors that should be named. Also in this case, it is an essential

prerequisite that the contribution of the potential joint inventor be creative.

UNITED KINGDOM:

The above-mentioned case law does not distinguish between dependent and
independent claims. Thus, a person who has contributed solely to the creation of
the subject-matter of the dependent claims should also be recognized as a joint
inventor and should be designated as such in the application as filed, provided of
course that the relevant person’s input was of an appropriate level and quality to
make him a joint inventor as discussed above.

FRANCE:

To be a joint inventor it is sufficient to have participated to the finding of the
technical means, even for a particular embodiment, no other condition being

provided for in our patent law or the doctrine or Case Law.

Therefore, yes, a person who has contributed only to the creation of independent

claims should be recognized as a joint inventor.

33 Handling of cases where originally named inventors are deleted

GERMANY

As a general principle, the deletion of an inventor and a related amendment of the
claims must be consistent such that all inventors of the claimed invention (after

amendment) are named.
In practice, a request for a correction of the designation of inventor must be

accompanied by a declaration of approval of the previously designated inventors. A
duty to give consent to a correction of the designation of inventor is imposed on the
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previously designated inventors (and applicant/patentee) by virtue of §63(2) PatG,
1* sentence.

If necessary, the person requesting correction must start legal action before a civil
court requesting consent to the correction of the designation of inventor. An
enforceable decision of the court will in this case replace the declaration of consent
(BPatGE, 26, 152).

As an exception, no consent must be given to the correction of the designation of
inventor if this is requested before publication of the application (BPatGE 13, 53,
BPatGE 25, 131).

In proceedings before the EPO, Rule 19 EPC (Rule 21 EPC2000) defines the
procedure for correcting the designation of the inventor. It is specified that a
request for correction of the inventor is possible. This request must however be
accompanied by the consent of the wrongly designated inventor and also by the
consent of the applicant/patentee.

UNITED KINGDOM:

Section 13(3) PA provides for the possibility of deleting originally named
inventors. This Section states:

“Where a person has been mentioned as sole or joint inventor [...], any
other person who alleges that the former ought not to have been so
mentioned may at any time apply to the comptroller for a certificate to that

effect, and the comptroller may issue such a certificate [...].”

The mechanism by which the above Section is effected is set out in Rule 14(1)(b)
PA which states that “an application to the comptroller under Section [...] 13(3)
PA shall be made on using the form PF 2/77 and shall be accompanied by a copy
thereof and a statement in duplicate setting out fully the facts relied upon”.

Rule 14(2) PA states that “the comptroller shall send a copy of any such
application and statement to (a) every person registered as proprietor of, or
application for the patent; [...] and every other person whose interest the

comptroller considers may be affected by the application”. In practice, copies of
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the application are sent also to the designated inventor, the deletion of whose name
is requested. Rule 14(3) PA states that “the recipient of such a copy of the
application and statement who wishes to oppose the application shall within a
period of six weeks beginning on the date when copies are sent to him file a
counter-statement in duplicate setting out fully the grounds of his objection and the
comptroller should send a copy of the counter-statement to each of the persons
described [above]”

In view of the above Rule, all that is required to delete an inventor is for any
person, e.g. the applicant, to submit the relevant form to the Patent Office together
with reasons why the erroneously mentioned inventor should be struck from the
records. The direct result of such an application would be the issue of an addendum
or an erratum to the patent or published application showing the corrected
inventorship; furthermore, a certificate may be issued that a person formerly named
as inventor should not have been so named. It is interesting to note that any person
may apply for an inventor to be struck from the records.

As an alternative to using Rule 13 PA to correct the erroneous designation of
inventor(s), other procedures are available. If the 16 month statutory period for
designating the inventor has not yet expired, correction of the inventorship can be
made much more easily by simply filing a new and corrected version of form PF
7/77 to replace the originally filed one. In such cases, there would be no need to
include any explanation of why a correction or deletion would be needed.

In general, regardless how the correction is brought about, when this causes an
inventor to be deleted from the records, the applicant may be asked to file a letter
on which the inventor to be struck has indicated his consent thereto, and the
remaining inventors would also have to sign this letter of assent. It is in general
advised to file such a letter with the original request if possible in order to

streamline proceedings.
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34 Handling of cases where originally unnamed inventors are newly
added

GERMANY:

As a general principle, the addition of an inventor in relation to an amendment of
the claims must be consistent such that all inventors of the claimed invention (after

amendment) are named.

As regards practical aspects, the same considerations apply as outlined in the
preceding section.

In proceedings before the EPO, Rule 19 EPC (Rule 21 EPC2000) is applicable. In
case of an addition of an inventor to an already designated inventor, no consent
must be given by the inventor who is already designated (Board of Appeal decision
J 8/82).

UNITED KINGDOM:

As explained above, Section 13(1) PA requires that the inventor or joint inventors
of an invention shall have a right to be mentioned as such in any patent granted for
an invention and should also have a right to be so mentioned if possible in any
published application for a patent. This of course applies also to the true inventor or
co-inventor who was, for whatever reason, not identified in the form PF7/77
originally filed.

In such cases, the Patents Act allows for correction of the designation of
inventorship by addition of new, originally unnamed inventors. In terms of the
mechanism by which this happens, this is governed by Rule 14(1)(a) which states
that “an application to the comptroller [...] may be made by any person who
alleges that he ought to have been mentioned as the inventor or joint inventor of an
invention in any granted patent or published application for a patent for the

invention”.

—248—

\S
N\

22



S berwm\‘

The mechanism by which inventors are added is essentially the same as that set out
in part 3.3 above in connection with the deletion of originally designated inventors.
One key difference though is that the Patents Act explicitly states that the only
person who may apply for addition of a name on the list of designated inventors is
the inventor who was omitted. Thus, unlike a request for deletion of an originally
named inventor which can be done by any person, a request for addition of a name
can only be made by that person himself; it cannot be made by the applicant or
proprietor of the patent on his behalf.

FRANCE:

Article R.611-17 deals with these two cases and provides that the designation of the
inventors may be rectified only upon request and with the agreement of the
erroneously named person(s) and, when the request is not filed by the applicant or

the patentee, also with the agreement of one of the latter's.

Otherwise stated, where originally named inventors are deleted, then the request for
deleting them must be accompanied with the consent of the inventors whose name
is to be deleted.

4 Question I-4: Does the recognition of a joint inventor differ
depending on the type of completion of an invention?

GERMANY:

In Germany, the determination of inventors is based on the respective contributions

to the “complete” invention.

The leading decision is FSC “Wildverbissverhinderung”, GRUR 1971, 210.
According to the principles established in this decision, an invention is “complete”
once sufficient information is available to enable the skilled person to put the
inventive teaching into practice without own efforts and/or experimentation

involving an inventive activity or imposing an undue burden.
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Additional experiments that may be necessary but do not involve more than routine
measures (e.g., to optimize a process parameter or to identify the most suitable

material) do not have an influence on the (prior) completion of the invention.

Accordingly, persons carrying out experiments that are required to put a theoretical
concept into practice may or may not be identified as inventors, depending on the
difficulty of their task and the quality of their contribution. Evidently, it is much
more likely that persons putting a theoretical concept into practice will be identified
as joint inventors in experimental sciences like chemistry or biotechnology, as
compared to engineering inventions.

As a result, whilst the “completion” of an invention may differ from one technical
field to another, the principles to be applied for determining inventorship based on
the completed invention are the same for all types of inventions.

UNITED KINGDOM:

One might assume that in cases where an invention can be considered to be
completed upon conception of the invention, e.g. business models (to the extent
patentable in the UK), inventions of computer programmes (to the extent patentable
in the UK) and invention of certain mechanical structures where the effect of the
invention can be proved or known without any experimental or demonstration,
substantial involvement in the conception step would be required in order for joint
inventorship to be recognized.

On the other hand, where an invention is considered to be completed only upon
reduction to practice, e.g. for many chemical inventions, the likelihood of being
deemed to be a joint inventor when only contributing to the step of reducing the

invention to practice would presumably increase.

This is based on the case law outlined in part 2 above.
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FRANCE:

France does not have a provision either in its Intellectual Property Code or in the

doctrine or Case Law in this regard.

Therefore, the recognition of joint inventors does not differ depending on the type

of completion of an invention.

5 Question I-5: Provisions that require the statement of the
name(s) of the inventor(s) in a patent application, etc.

GERMANY:

Based on Art. 4ter Paris Convention, relating to the designation of the inventor on
patent documents, both the German patent law and European Patent Convention
require the statement of the name of the inventor in patent applications.

Turning to German patent law, reference can be made to §37 PatG, stipulating that
the inventor must be designated by the applicant for a patent within a specified
term. In addition, §63 PatG stipulates that the inventor must be mentioned on
patent documents (e.g., publications of patent applications, granted patents, etc.)

In the European Patent Convention, Art. 81 EPC and Rule 17 EPC (Rule 19
EPC2000) specify that the applicant must designate the inventor. Art. 62 EPC and
Rule 18 EPC (Rule 20 EPC2000) grants the inventor a right to be mentioned before
the EPO, e.g., on patent documents.

UNITED KINGDOM:

Under normal circumstances, the names of the inventors are indicated (i) in the
Patent Register; (ii) on the cover page of published applications; and (iii) on the
cover page of publications of granted patents. As mentioned above, Section 13 PA
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indeed gives the inventor or joint inventors of an invention the right to be

mentioned in the patent and, if possible in the published application.

Although the inventor has the above-mentioned rights, Rule 15A PA allows an
inventor to waive these rights. In such cases, it would still be necessary for the
inventor to be designated by filing PF 7/77 within the usual time limit, but his name
and address would be withheld from the published application and/or published
granted patent and would also be removed from publicly available documents. This
change was made in response to the possible situation where activists, e.g. activists
having an interest in protecting animal rights, might seek to harass an inventor
because of his involvement in the research leading to the invention.

FRANCE:

These provisions are those cited under 3.1 above, i.e. articles R.612-10 and R.611-
15 of the Intellectual Property Code.

6 Question I-6

6.1 Provisions that permit the Patent Office to refuse applications or to
revoke or invalidate patents containing mistakes in the naming of

inventors

GERMANY:

Pending applications:

§37(1) PatG specifies a term of 15 months (calculated from the filing/priority date)
for the filing of the designation of inventor. This term can be extended even after

the grant date, provided a good reason is given for that (§37(2) PatG).

§37 PatG does not specify an automatic sanction if the deadline is not met. Instead,

the following procedure is applied:
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§42(1) PatG specifies that the DPMA carries out an examination of obvious
deficiencies of the application. This includes failures to comply with provisions of
§37 PatG. Such an obvious deficiency results in the issuance of an office action
setting a time limit to overcome said deficiency. If this is not done, the examining
division refuses the application (§42(3) PatG).

§45(1) PatG furthermore specifies that the examining division must object also to
deficiencies under §37 PatG during substantive examination (irrespective of
whether the deficiency is obvious or not). In case a deficiency is found, an office
action setting a time limit is issued. If this deficiency is not removed, the examining
division refuses the application (§48 PatG).

However, §37(1), 3 sentence furthermore expressly states that the Patent Office
does not examine the correctness of the designation of inventor. The Patent Office
will therefore not make own investigations concerning the correctness of the
designation of inventor. The examination of §42 and 45 will under normal
circumstances be limited to the complete or partial absence of the required
information.

An incorrect designation of inventor does not as such lead to any automatic
detrimental effects for the application. In particular, this does not represent a
ground for refusal or revocation (contrary to the scenario of an incorrect/not
entitled applicant/patentee). An incorrect designation of inventor merely opens up a
possibility for the incorrectly designated inventor to request a correction of the
designation by means of legal proceedings.

In proceedings before the EPO, the Receiving Section must examine whether the
designation of inventor has been filed as specified, Art. 91(1)(f) EPC (Art. 90(3)
EPC2000 and Rule 57(f) EPC2000). If, under the old law, the designation of
inventor is not filed within the specified time the application is deemed to be
withdrawn (Art. 91(5) EPC and Rule 42(1) EPC). The prescribed time interval is
16 months from the priority date or within two months from notification of the
communication informing applicant of the missing designation of inventor,

whichever is later.

According to the new law, the legal consequence of not filing the designation of
inventor within the prescribed time interval is refusal of the application (Art. 90(5)
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EPC2000 and Rule 60(1) EPC2000). The prescribed time interval is 16 months
from the priority date; this period is deemed to have been observed if the
information is communicated before completion of the technical preparations for

publication of the application.

The EPC does not prescribe any legal consequences if the designation of inventor
has been filed within the prescribed time interval, but containing incorrect
information. An inventor harmed by an incorrect designation of inventor must
obtain the consent of both the applicant and possibly the incorrectly designated
inventor. Legal action may need to be taken to obtain said consent.

Granted Patents:

§20(1) No. 2 PatG specifies that the patent lapses in cases of §37(2) PatG
(extended term for designation of inventor by applicant/patentee) if the necessary
declaration is not filed by the due date.

No legal consequences are to be expected if the designation of inventor is filed as
prescribed, but containing incorrect information. In particular, an incorrect
designation of inventor is no ground for revocation of the patent pursuant to §21
PatG.

Thus, similar to the situation explained above with respect to pending applications,
an inventor harmed by an incorrect designation of inventor may start legal action
requesting that the designation of inventor be corrected.

Also in proceedings before the EPO, an incorrect designation of inventor is no

valid ground for opposition (Art. 100 EPC) and there is no provision for any
automatic loss of rights, either.

UNITED KINGDOM:

Pending applications:

As mentioned above, PF7/77 designating the inventor or inventors must normally

be filed within 16 months of the priority date or filing date whichever of these is
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earlier, as dictated by Section 13(2) PA in conjunction with Rule 15(1) PA. This 16
months term may be extended as of right by up to one month, and there is a

possibility for extension by a further month at the comptroller’s discretion.

If PF7/77 is not filed in time, or is erroneous or incomplete, e.g. because of a
failure to indicate the derivation of applicant’s rights to the invention for which a
patent is sought, the application is deemed to be withdrawn, as set out in Section
13(2) PA. In such cases, re-instatement will be possible, although this remedy will
only be applicable if the failure to file or complete the form was unintentional.

In the past, applications have been rejected or refused because of a failure to file
PF7/77; the reason for this is that the failure to file this form is not considered
under British Law to amount as a failure to comply with a “formal requirement”,
for which the reason the British Patent Office has no obligation to draw attention to
this deficiency. Thus, the Patent Office is not obliged to remind the applicant about
this once the term is missed once the deadline is approaching.

Whilst a complete failure to file the designation of inventorship may have severe
consequences, as is the case for a complete failure to indicate applicant’s
entitlement to the rights to the invention, an incorrect designation of inventorship
whereby the wrong inventor or inventors is named does not as such lead to any
detrimental effects for the application. Incorrect designation of inventors does not
represent a ground for refusal or revocation. The only consequence of an error in
the designation of the inventor, in particular by (i) the presence of a named person
who should not be named or (ii) the absence of a person who should have been
named, merely opens up the possibility for the relevant person to be struck from the
designation of inventors, or to be added as appropriate.

Granted Patents:

Similar to the situation explained above with respect to pending applications, there
is no consequence specified in the Patent Act with respect to the wrong inventor or
inventors being designated.

Thus, the only real consequence of an error in the designation of inventors whereby

an entitled inventor was omitted or a non-entitled inventor was included is that a

petition may be filed for rectification of this error so that the relevant persons are
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deleted or added from the designation of inventorship. Of course, it follows that

such application may affect ownership of the granted patent.
Cases where the correction of inventorship case cause problems:

A problem may be caused if the correction of the error in the designation of
inventors leads to a change in entitlement to ownership, e.g. if (i) the original
inventor A was an employee of company X, and a correction is made so that
inventor A is struck from the list and replaced by inventor B, who is an employee
of another company Y (complete change of ownership) or (ii) the original solve
inventor A was an employee of company X, and a correction is made so inventor
B, who is an employee of another company Y is added as a co-inventor (partial
change of ownership). This is because although there is no penalty as such for
incorrect designation of inventors, nor for the incorrect designation of applicants so
that the Patent Office itself cannot refuse or revoke patents for these reasons, the
incorrect designation of the patentee of a granted patent can be actioned by any
party who believes that he is in fact the rightful owner, and can be used by that
person as a ground of revocation (see part 8.3 below) or as the basis for the alleged
rightful owner to assume ownership or partial ownership of the patent.

FRANCE:

There is Case Law in France ruling that not naming an inventor, or naming as
inventors persons who are not true inventors, are not grounds of nullity of the

patent.

6.2 Can a decision to refuse said application or to revoke or invalidate
said patent be affected by the level of negligence that has led to the
mistake?

GERMANY:

The level of negligence does not influence the legal effects described under item
6.1 above. However, the level of negligence may be of relevance if patentee should
try to reverse the legal consequence of lapse of patent under §37(2) PatG in
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combination with §20(1) No.2 PatG by applying for restitutio in integrum (§123
PatG).

Moreover, depending on the level of negligence, an inventor may start legal action
claiming damages caused by an incorrect naming of the inventors. Such an action
would be based on §823(1) BGB or §826 BGB (German Civil Code).

In proceedings before the EPO, the level of negligence may play a role if the patent
application is deemed withdrawn or refused due to a failure to comply with the

obligation to designate the inventor, and if restitutio in integrum is subsequently
requested (Art. 122 EPC).

United Kingdom:

Not applicable, because an error in the designation of inventorship does not give

rise to revocation or invalidation.

FRANCE:

We have a Case Law in France ruling that not naming an inventor, or naming as
inventors persons who are not true inventors, are not grounds of nullity of the

patent.

7 Question I-7: Provisions permitting the amendment or correction
of mistakes in the name of an inventor

GERMANY:

In proceedings before the German Patent and Trademark Office, §63(2) PatG
stipulates that applicant or patentee as well as the incorrectly designated inventor
have a duty to give their consent to correction of the designation of inventor.
According to §8(2) of the Patent Implementing Regulations (PatV), such consent

must be given in writing.
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§63(3) PatG furthermore specifies that no correction of the designation of inventor
is effected with respect to documents that have already been published, i.e. such
documents are not republished in corrected form. Apart from this limitation
introduced by §63(3) PatG, there is no limitation of the period of time during which

a correction of the designation of inventor is permitted.

In proceedings before the EPO, the correction of a designation of inventor is
possible pursuant to Rule 19 EPC (Rule 21 EPC2000). This is possible at any time
before or after grant. As explained above, such a request must be accompanied by
the consent of the applicant/patentee and also by that of the incorrectly designated
inventor. According to Board of Appeal decision J 8/82, no consent of the
designated inventor is necessary if a further inventor is to be added (because the
other inventor is not considered to be incorrectly designated).

UNITED KINGDOM:

As explained in parts 3.3 and 3.4 above, Section 13 PA and Rule 14 PA permit
amendment or correction of the designation of inventors, and specific provisions
are provided for (i) the addition of further inventors and (ii) the deletion of

originally named inventors.

The above-explained possibility for amendment or correction applies equally in
post- and pre-granted periods, and such an amendment or correction is permitted at
any time once the application has been made. One period in which a correction or
amendment can particularly easily be made is while the time limit for filing PF7/77
is still open, i.e. in the 16 months period after the priority date or filing date. During
this period, a correction can be made by simply filing a new PF7/77 rather than
going through the Rule 14 PA procedure for correction.

FRANCE:

Article R.612-36 provides that until the payment of the grant and printing fees, the
applicant may submit a reasoned request for correcting errors of expression or

transcription and clerical errors discovered in the filed documents.
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8 Question I-8
8.1 Provisions specifying that all joint owners shall jointly file a patent
application

GERMANY:

There is no provision in the German Patents Act specifying that all joint owners

shall jointly file a patent application before the German Patent and Trademark
Office.

Unless the joint inventors or their legal successors have agreed otherwise, their
legal relationship is governed by the regulations of Title 17 “Co-Ownership by
defined shares” of the German Civil Code (BGB), see for instance FSC
“Gummielastische Masse II”’, GRUR 2005, 663. Specifically, these are §§741-758
BGB.

§744 BGB is concerned with the joint administration of co-owned objects (or
rights). Subsection 1 of this regulation stipulates that the co-owners are jointly
entitled to administer the joint object. In case of jointly owned inventions, this
administration includes the filing of patent applications. Accordingly, §744(1)
BGB obliges all joint owners to jointly file patent applications.

However, subsection 2 of §744 BGB authorizes each joint owner to take necessary
measures to maintain the object (or right), even without prior approval of the other
joint owners. He may even demand that the other joint owners grant their consent
to such measures. The filing of patent applications may only under special
circumstances be regarded as such a measure to maintain the object or right (e.g., if

there is an imminent threat of publication of the invention).

§ 747 BGB deals with the joint owner’s rights to control the own share of the
object or right (sentence 1), as well as the rights to control the joint object or right
as a whole (sentence 2). As regards jointly owned inventions and patents, §747
BGB is cited in the literature and case law in respect of the transfer of individual
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shares (§747 S.1 BGB) and the transfer or licensing of the patent as such (§747 S.2
BGB), but not in relation to the filing of patent applications.

The regulations of §744(1) BGB and §6 2™ sentence PatG provide joint owners,
who are not joint applicants, with a claim to request transfer of co-ownership. To
enforce this claim, the respective joint owners must start legal action pursuant to §8
PatG before a competent civil court requesting said transfer of co-ownership (FSC
“Spinnturbine”, GRUR 79, 692; FSC “Schneidbrennerstromdiise”, GRUR 2006,
747).

Neither §744(1) BGB nor §6, 2™ sentence PatG provide for any sanctions that
would automatically be applied by the GPTO.

The following considerations apply for proceedings before the EPO: Art. 58 EPC
indicates that every natural or legal person is entitled to file a European patent
application. Art. 59 EPC furthermore specifies that such applications may also be
filed by joint applicants. The EPC thus clearly acknowledges and permits the
concept of joint ownership. However, neither this Article nor any Article or other
regulation of the EPC specifies that joint owners of an invention must jointly file
an application for a patent.

UNITED KINGDOM:

In principle, there is no restriction on who can apply for a patent; Section 7(1) PA
explicitly states that “any person may apply for a patent”. This wording suggests
that it is not relevant to the validity of a patent or a patent application who applied
for it, or even whether that person was entitled to the rights arising from the
invention. In the event that a non-entitled person files an application, measures are
provided in the patents Act whereby the entitled person can assume ownership of
the rights.

In addition to its statement that any person may apply for a patent, Section 7 PA
states that a patent may be granted primarily to the inventor or joint inventors, or to
any person or persons who have the rights to the invention by virtue of law. This
sets up the possibility that there may be joint owners or joint applicants, and indeed
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Section 36 PA specifically deals with co-ownership of patents and applications for

patents and explains what rights such co-owners have.

Thus, the Patents Act does explicitly provide for the possibility of joint ownership,
but there is no specific provision which specifies that all joint owners must jointly
file a patent application, nor is there any penalty for failing to indicate the correct

owners on filing.

FRANCE:

Because the right to the patent belongs to the inventors or their successors in title,
or in the case of a salaried person, to the company employing him, then, in the
absence of an agreement binding the different owners in which it would be
indicated that the other owners have assigned their right to the patent to the
applicant or patentee, all joint owners shall jointly file a patent application.

8.2 Provisions specifying that failure to do so would provide grounds for
the Patent Office to refuse the application or to revoke or invalidate
the patent

GERMANY:

There is no provision stipulating that the Patent Office must refuse a patent
application because of an applicant lacking entitlement. On the contrary, §7(1)
PatG expressly stipulates that in the proceedings before the Patent Office the
applicant is deemed to be entitled to request the grant of a patent.

The entitled person or party may, however, start legal action requesting transfer of
the patent application (or granted patent, as the case may be) or at least transfer of
co-ownership thereof, based on §8 PatG.

In addition, §21(1) PatG in combination with §59 PatG permits to request

revocation of the patent in suit in opposition proceedings; and §21(1) PatG in
combination with §22 PatG permits to request revocation of the patent in suit in
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nullity proceedings. However, such requests for revocation can only be made by
the entitled person against a patentee who is not entitled. This is not the case if
there is joint ownership in an invention: In such a case, a joint owner of the
invention may request transfer of co-ownership of the patent, but may not request
revocation if patentee is also a co-owner of the invention and therefore (in part)
entitled (RGZ 117, 47).

According to the EPC, if an invention is jointly made or jointly owned due to a
subsequent transfer of shares in the respective rights, all inventors or their
successors in title shall jointly own the right to a European patent (Art. 60(1) EPC).

The EPO generally does not examine entitlement to file a patent application.
Conversely, Art. 60(3) EPC stipulates that the applicant is deemed to be entitled. If,
in such circumstances, an application is filed with the EPO by only one or a
subgroup of all joint owners, the EPC provides for no automatic legal sanction.

Nevertheless, the remaining owners of the right to a patent (i.e., those who are not
applicants) may start legal action before a competent national court, claiming
transfer of co-ownership. If such a claim is granted, the procedure under Art. 61
EPC (as explained under item 1.2 above) may be invoked.

UNITED KINGDOM

Because there is no provision in the Patents Act which explicitly states that two or
more persons jointly owning the rights to receive a patent must apply for the patent
together, there is no basis in the British Patent Act for the Patent Office to refuse

the application or to revoke or invalidate the patent on this ground.

Nevertheless, if the applicants originally designated omitted one or more applicants
who were, as a matter of fact, entitled, this opens up the possibility for the entitled
but un-named owners to apply to be registered as co-owners. A person or company
who feels that it is entitled to partial ownership of a patent or patent application
would normally be expected to take this up with the registered applicants or
proprietors, and if these parties agree that an error has been made and that the party
in question should be registered as a co-owner, then a partial assignment of rights
can simply be made.
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In cases where there is a dispute, the party which believes he is a co-owner can
make an application to the Court or Patent Office to decide on the issue of
ownership. For pending applications, the non-indicated co-owner would apply
under Section 8 PA whereas Section 37 PA is relevant to the determination of
rights to a granted patent.

Although the incorrect designation of the owners is not a ground for refusal of
applications nor for the revocation of patents at the Patent Office’s discretion, it
must be noted that the issue of ownership is a ground of revocation as set out in
Section 72(1)(b) PA, which states that “the Court or comptroller may on the
application of any person by order revoke a patent for an invention on [...] any of
the following grounds [...]: the patent was granted to a person who was not

entitled to be granted that patent”.

Section 72(2) PA specifies that an application for revocation of the patent on the
grounds of lack of entitlement:

» May only be made by a person found by the Court in an action for a
declaration or declarator, or found by the Court or the comptroller on a
reference under Section 37 above, to be entitled to be granted that patent or
to be granted a patent for part of the matter comprised in the specification of
the patent thought to be revoked; and

» May not be made if that action was commenced or that reference was made
after the end of the period of two years beginning with the date of the grant
of the patent sought to be revoked, unless it is shown that any person

registered as a proprietor of the patent knew at the time of the grant or of the
transfer of the patent to him that he was not entitled to the patent.

FRANCE:

There are no such provisions in our Patent Law.

The penalty is not the refusal or revocation or invalidation of the patent or patent

application by the Patent Office but the recognition by a French Court that the
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patent or patent application is not the ownership of only the applicant or patentee
designated in the patent or patent application but either the ownership of another

natural or moral person, or a co-ownership.

8.3 Remedial provisions applicable to cases where such applications are
refused or patents are revoked or invalidated

GERMANY:

This issue is not applicable: The refusal of patent applications is not possible under
these circumstances, so there are no remedial provisions. This is true for both the
GPTO and the EPO.

UNITED KINGDOM:

Not applicable.

FRANCE:

It results from 8.2 that no remedial provision exists.

9 Question I-9

GERMANY:

Preliminary remark:

According to German law, a group of joint owners of a patent may, based on the
freedom of contract, agree on how their mutual rights and duties in relation to the
jointly owned patent are defined (FSC “Rollenantriebseinheit 1”, GRUR 2001,
226). As noted above, in the absence of any such concrete agreement, the
regulations of §§741-758 BGB (“Co-ownership by defined shares™) apply. The
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following explanations are based on these regulations and are therefore applicable
only for cases where a group of joint owners of a patent did not agree otherwise on

their mutual rights and duties.

UNITED KINGDOM:

Preliminary Remark:

In the UK, there are quite severe restrictions as regards the extent to which patent
rights can be used and disposed of by co-owners. Therefore, it is generally
advisable in practice to avoid situation of joint ownership. In cases where two
companies (companies A and B) collaborate on a research project which results in
a patent, an agreement might be reached that company A is transferred the partial
rights of company B so that company A is the sole owner of the patent. In return, B
would have a free licence and the right to assign that licence under specified
conditions and to give sublicences under certain conditions; the contract could
impose similar conditions for assignment and sublicencing of the patent so that A
and B would effectively still have the same rights, but would each have a higher
degree of flexibility.

FRANCE:

Questions -9 and I-10 relate to the co-ownership of a patent.
Articles L.613-29 to L.613-31 provide rules which are applicable to the co-
ownership of a patent application or a patent, unless otherwise agreed by the parties

to the co-ownership, as provided for in article L.613-32

We are going to answer your different questions relating to the co-ownership of a

patent or patent application assuming that articles L.613-29 to L.613-31 apply.
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9.1 Is each joint owner of a patent permitted to independently exploit the
invention?

GERMANY:

Yes, each joint owner of a patent is permitted to independently exploit the
invention as long as (and to the extent that) the right of use by other joint owners is
not actually impaired by that use (§743(2) BGB, FSC “Gummielastische Masse 11",
GRUR 2005, 663).

Thus, the use of the invention by one joint owner is permissible if another joint
owner does not even try to use the invention. A hypothetical interference with

another joint owner’s right of use is not of relevance.

It is also permissible if the other joint owner uses the invention, even if this means

that both joint owners are competitors.

It would, on the other hand, not be permissible if the use by one joint owner would
disturb or even prevent the use by the other joint owner. However, a possible minor
disturbance by “normal use” of the invention is generally considered to be
acceptable (Benkard/Melullis, Patentgesetz, 10™ Ed., 2006, §6, Rdn. 35).

The borderline between these last two scenarios may not always be easy to draw
and will need to be determined on a case-by-case basis.

UNITED KINGDOM:

According to Section 36(2) PA, where two or more persons are joint proprietors of
a patent, then these persons each entitled, by himself or his agents, to do in respect
of the invention concerned, without the consent of or the need to account to the
other proprietors, any act which would otherwise amount to an infringement of the
patent concerned.
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Thus, a co-owner is under normal circumstances free to independently exploit the
invention himself. The one exception to this situation is where an agreement has
been made, e.g. by contract, in which one or more of the co-owners give up their
right to exercise the invention; in such cases, this agreement or contract would
override Section 36(2) PA.

FRANCE:

Article L.613-29 a) provides that each joint owner of a patent is permitted to
independently exploit the invention but must equitably indemnify the other co-
owners who do not personally exploit the invention or who have not granted

exploitation licences.

9.2 Is each joint owner of a patent permitted to independently assign to a
third party his/her share in the patent?

GERMANY:

Yes, for each joint owner it is possible pursuant to §747 BGB, 1% sentence, to
independently assign his/her share to a third party.

UNITED KINGDOM:

According to Section 36(3) PA, where two or more persons are proprietors of a
patent, one of them shall not without the consent of the other or others grant a
license under the patent or assign a mortgage or share in the patent. Thus,
assignment of the patent rights can only occur by consent of all co-owners.

FRANCE:

Article L.613-29 e) of our Intellectual Property Code provides that each co-owner
may, at any time, assign his/her share. But the other co-owners have a pre-emption
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right during a period of three months from the notification of the assignment

project.

This means that when a co-owner wants to assign to a third party his/her share in
the patent then, this co-owner must notify his/her project of assignment to the other
co-owners, stipulating the price of the assignment which is contemplated and then

the other co-owners may use their pre-emption right to buy the share to be sold.

In the absence of agreement on the price, this price is fixed by the Court of the first

instance.

9.3 Is each joint owner of a patent permitted to independently assign to a
third party a license to exploit the invention protected by the patent?

GERMANY:

No, pursuant to §747 BGB, 2" sentence, licenses may be granted only jointly by all
joint owners (Benkard/Melullis, Patentgesetz, 10™ Ed., 2006, 6, Rdn. 35¢). This
applies to all types of license covered by §15(2) PatG (i.e., exclusive licenses and
all sorts of non-exclusive licenses).

There seems to be disagreement in the literature (but no pertinent decision from the
Federal Supreme Court) whether it may be possible for some joint owners by
means of a majority vote to force other joint owners to agree on the granting of a
license. Some authors suggest this should depend on the type of license, whereas
other authors are in support or against such a possibility, irrespective of the type of
license.

Similarly, it is not decided yet whether a joint owner should have the right to
transfer his/her own personal right of use to a third party. Again, there is
disagreement in the literature. Some authors suggest this should depend on the
question whether the joint inventor wishes to retain the right of use.
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UNITED KINGDOM:

As a consequence of Section 36(3) PA, co-owners are also under normal
circumstances excluded from granting licenses under the patent without the consent
of the remaining co-owners. This applies to all types of licence. The exception to
this rule would be in the event that a contract between the parties gave one or more
of the co-owners special rights to give such licenses, in which case this contract
would override Section 36(3) PA.

FRANCE:

Article L.613-29 ¢) provides that each co-owner may grant to a third party a non-
exclusive exploitation licence but must equitably indemnify the other co-owners
who do not personally exploit the invention or who have not granted exploitation

licence.

Article L.613-29 d) also stipulates that an exclusive exploitation licence may be

granted only with the agreement of all the co-owners or by an order of the Court.

10 Question I-10

10.1  Is each joint owner of a patent permitted to independently institute

law suits to demand damages and/or to demand an injunction?

GERMANY:

Yes, infringement actions to claim an injunction or damages can be instituted
independently by each joint-owner (§1011 BGB, RG GRUR 27, 582,
Busse/Keukenschrijver, Patentgesetz, 6™ Ed. 2003, §6, Rdn. 38). A decision on
such an infringement action will not become legally binding for the other joint
owners. However, a claim for damages can only be made in the name of all joint
owners and the granting of a claim for damages will have effect for all joint

Owners.
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A potential infringer, who does not wish to be sued independently by each joint
owner, may possibly initiate legal proceedings against all joint owners seeking a

declaration of non-infringement.

UNITED KINGDOM:

Section 66 PA deals with proceedings for infringement by a co-owner, and Section
66(2) PA specifically states that “one of two or more joint proprietors of a patent
may without the concurrence of the other bring proceedings in respect of an act
alleged to infringe the patent, but shall not do so unless the others are made parties
to the proceedings; but any of the other made a defendant or defender shall not be
liable for any costs or expenses unless he enters an appearance and takes part in

the proceedings”.

Thus, it follows that infringement action to obtain an injunction and/or damages
can be instituted independently by each co-owner. The requirement for co-owners
not taking part in the law suit to be joined as a nominal defendant is made to simply
make sure that all co-owners have a chance to be aware as to which proceedings are
ongoing.

FRANCE:

Article L.613-29 b) provides that each co-owner may institute infringement law
suits for his/her own profit. In this context, this means that each co-owner is
permitted to institute law suits to demand an injunction. But when instituting
infringement law suits to demand damages and/or to demand an injunction, the co-
owner instituting these infringement law suits must notify the delivered writ of
summons to the other co-owners. The judge postpones his/her judgment as long as
the notification of the writ of summons is not proved.
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11 Question I-11: How to recognize joint inventors of an invention
made in different countries?

GERMANY:

According to the territoriality principle applied by German courts (FSC “Carla”,
GRUR 1965, 504 (trademark dispute) and FSC “Spielbankaffaire”, GRUR 1999,
152 (competition law dispute)) the recognition of joint inventors is independent of
the country where the invention is made. Instead, it is tied to the country, where the
right is generated by the invention, i.e., Germany (Busse/Keukenschrijver,
Patentgesetz, 6™ Ed. 2003, §6 Rdn. 7).

Thus, as far as the rights generated in Germany by an invention are concerned, the
country where the invention was made should have no influence on the approach to
be applied for determining joint inventors. Instead, the right to obtain a German
patent would generally be determined based on German law and case law.

As regards an invention for which a European Patent is desired and which
designates Germany as a contracting state in which protection is sought, there is
still a dispute about the law to be applied in order to determine who the (joint)
inventors are (see above 1.2). Some argue that it has to be determined uniformly for
the European Patent in an EPC autonomous manner. Others, however, seem to be
of the view that this question has to be decided individually for each national part
of the European Patent on the basis of the respective national law, that is German
law, as far as the German part of the European Patent is concerned. So far,
however, no judgement or any other court decision appears to have been rendered
on this disputed issue.

UNITED KINGDOM:

In principle, it seems to us that there is no reason why a British Court deciding
inventorship of an invention and/or where the invention had been made in different

countries should under normal circumstances give particular consideration to (i) the
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nationality of the inventors; (ii) the country of residence of the inventors at the time

the invention was made; or (iii) the country where the invention was made.

Instead, where a British patent is in question, British Law would normally be
relevant in deciding the right of the inventors to the patent rights so that British
Law would be applied regardless of nationality, residence etc. of the inventors

and/or owners.

Nevertheless, that is not to say that the issues of nationality, residence and
jurisdiction in which the invention was made is irrelevant, as this may have an

impact in other contexts than recognition of inventorship.

One area where the nationality and/or residence of joint inventors may be relevant
could be e.g. in the application of Section 39 PA, which states that an invention
made by an employee shall, normally, be taken to belong to his employer if it was
made in the normal course of duties of the employee, or if the employee had special
responsibilities or duties to the employer. Section 42 PA, which recites that Section
39 does not apply to an invention made by an employee unless, at the time he made
the invention, the employee was mainly employed in the United Kingdom. Thus, in
the case of an employee employed by a company outside the United Kingdom, the
employer would only obtain ownership of the invention by virtue of the relevant
foreign national law, or by virtue of a contract or agreement between the employer
and the employee stating that the rights would pass to the employer. Thus, the place
of employment of the joint inventors may be important in assessing under which
law or laws it must be assessed whether or not the rights should pass to the
employer or employers. The place of employment is assessed based on case law
developed by the courts in areas other than patent law, such as employment law
and tax law, and detailed discussion is outside the scope of this study.

The fact that the law on ownership of employee’s inventions is specifically limited
in the Patents Act to be assessed under national law depending on the country of
employment whereas no such limitation is included in connection with Section 7
dealing with identification of the inventor or inventors suggests that there would
normally be no reason to treat inventors differently depending on their nationality,
residence or place of employment.
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The state of residence of the persons involved in the filing of the application, which
may include the inventor(s), is relevant in determining whether the application
may be filed abroad without first obtaining a foreign filing licence as discussed
below.

FRANCE:

To recognize joint inventors of an invention, even when made in different
countries, what is to be checked is whether the presumed inventors fulfil the
requirements given for inventors as defined in the responses to question I-1.1,
question I-2 and question I-3.

12 Question I-12: Judgments, etc. in which foreign law was applied
to the recognition of a joint inventor

GERMANY:

We are not aware of any decisions of this kind.

For illustration purposes, reference is made to the decision FSC “Schleppfahrzeug”,
GRUR 2001, 823, wherein the German Federal Supreme Court decided on a
request for transfer of a European patent application due to unlawful usurpation.
Both plaintiff and respondent were German but the IP right in question was an
application for a European patent, having effect in other countries outside Germany
as well. The court, nevertheless, applied only German law when deciding on the
entire case.

UNITED KINGDOM.:

I am not aware of any decisions of this kind. For the reasons set out above, when
assessing whether or not an alleged inventor had made a contribution sufficient to
allow him or his employer to obtain partial rights to the patent or patent application
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stemming therefrom, the British Court would be expected to apply British Law,

irrespective of the nationality or residence of the alleged joint inventor.

As regards other issues, e.g. the assessment of whether or not the employer of an
inventor employed outside the UK is entitled to ownership of a patent arising
through the work of his employee, national law of the relevant country may be
relevant. In such cases, it would normally be preferred for the question of
ownership to be decided by the relevant national court who could then issue a
recommendation for the UK Court as to whether or not the employer or the
employee is entitled.

FRANCE:

We are not aware of judgments from French Courts in which foreign Law was

applied to the recognition of an inventor or of a joint-inventor.
Such judgments in which foreign Law was applied may exist but most probably

rendered by an International Arbitration Court. Such judgments of the International

Arbitration Court are not public.

13 Question I-13: Judgments, etc. in which a decision was made
based on international private law as to which law to apply to the
recognition of a joint inventor

GERMANY:

We are not aware of any decisions of this kind.

UNITED KINGDOM:

We are not aware of any decisions of this kind.
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FRANCE:

We are not aware of such Case Law but they could exist.

14 Question I-14

14.1  Judgments, etc. in which a decision was made based on international
private law as to which law to apply to a case associated with questions
I-9 through I-11

GERMANY:

We are not aware of any decisions of this kind. For illustration purposes, reference
is nevertheless made to the decision “Cholesterin-Test” of the Diisseldorf District
Court (of 19.12.2002; InstGE 3, 8), which was based on a related scenario: The
court had to decide whether there was an unlawful exercise of patent rights.
Defendant argued that said patents were included in a license agreement previously
concluded between the parties. This license agreement had been expressly specified
applicability of the substantive law of Delaware/USA. The Diisseldorf court
therefore applied case law of the US court of Appeals of the Federal Circuit to
determine whether patentee was entitled to enforce its patent rights against
defendant.

UNITED KINGDOM:

We are am not aware of any decisions of this kind.

FRANCE:

We are not aware of such judgments but, in particular for co-ownership of a patent,
we remind you that the rules regulating the co-ownership of a patent may be based
on a private contract binding the parties and based on International private law. But

we are not aware of such judgments rendered by French Courts.
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14.2  Theories as to whether the parties concerned may conclude a prior
agreement specifying which law to apply

GERMANY:

There is, on the one hand, the theory of party autonomy (freedom of contract),
which inter alia permits private legal entities (natural or legal persons) to freely
choose the applicable law for a contract (Art. 27 EGBGB).

This principle applies for instance to contracts concerning the sale or the licensing
of IP rights. This principle also applies to legal agreements stipulating the
fundamental legal relationship between the inventors in regard of the invention.
That means, the joint inventors can choose the applicable (national) law governing
the contractual relationship among them (Jestaedt, ‘“Patentrecht — ein fallbezogenes
Lehrbuch”, p. 168, at 452). By means of such a contract, the joint inventors, for
instance, can agree upon — even beforehand — that the invention shall be
transferred/assigned and become property of a partnership between/among the
inventors or of a different legal entity.

On the other hand, there is the principle of territoriality, which stipulates the
applicability of the national law of the country where the IP right in question is in
force. This is generally believed to be applicable to property-related legal issues (G.
Westkamp, IIC 2006, 636) including first ownership of I[P rights
(Busse/Keukenschrijver, Patentgesetz, 6™ Ed. 2003, §6, Rdn. 6 and FSC “Carla”,
GRUR 1965, 504 (trademark dispute)) and inventorship (FSC “Spielbankaffaire”,
GRUR 1999, 152 (unfair competition dispute)). As the right to obtain a patent for
an invention in Germany in general has to be characterized as a public law based
right which provides the legal ground for a claim vis-a-vis the German state to
provide legal protection for an invention by means of granting a patent (FSC
“Fungizid”, BGHZ 54, 181, 184; FSC “Farbbildrohre”, BGHZ 73, 183, 187), it is
hardly conceivable that joint inventors in advance could choose the national law of
another country as the applicable law for deciding the question who should be
recognized as the (joint) inventors. However, there seems to be no case law in

Germany yet dealing with this specific question.
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The principle of territoriality is also considered to be applicable to coercive
national regulations such as importation/exportation regulations or anti-trust law
(Art. 34 EGBGB as cited in Benkard/Ullmann, Patentgesetz 10" Ed. 2006, §15,
Rdn. 224).

The territoriality principle is furthermore considered to apply to questions of
validity, scope of protection and infringement of the IP right in question. Moreover,
whilst the law applicable to contracts concerning sale or licensing of IP rights can
be freely chosen, it is the principle of territoriality, which determines whether or
not a specific [P right can be transferred or licensed in the first place
(Busse/Keukenschrijver, Patentgesetz, 6" Ed. 2003, Einl, Rdn. 77,
Benkard/Ullmann, Patentgesetz 10™ Ed. 2006, §15, Rdn. 225).

Also the legal effects of a license are considered by German courts to be
determined by the national law of the licensed IP right, based on the territoriality
principle. This includes the right to enforce the IP right against third parties (FSC
“Alf’, GRUR 1992, 697 (copyright law dispute)) and the positive use right
conveyed by a patent against another patent having a later priority date (OLG
Karlsruhe GRUR Int. 1987, 788).

UNITED KINGDOM:

On the one hand, the theory of freedom of contract (autonomy in contractual
choices) inter alia permits persons or companies to freely choose the applicable
law for a contract. This principle applies for instance to contracts concerning sale
or licensing of IP rights; in such contracts the parties can decide that a particular
court has exclusive jurisdiction. This may lead to the situation where the national
court of country A has to apply the law of another country, B. Such a situation
occurred in the case Celltech R&D Ltd v. Medimmune [2004] EWHC 1124 Pat,
where the British High Court in the context of a dispute between patentee and
licensee had to decide on whether or not a product sold by licensee in Germany
was an infringement of one of the claims of patentee’s German patent. In order to
reach a decision, the UK court had to hear evidence from prominent German
lawyers regarding the German law of claim interpretation and infringement.

—277—

\S
N\

51



S berwm\‘

On the other hand, the principle of territoriality stipulates the applicability of the
national law of the country where the IP right in question is in force. This is
generally believed to be applicable to property-related legal issues, including first
ownership of IP rights. The principle of territoriality determines whether or not a
specific IP right can be transferred or licensed in the first place.

Thus, a contract between two parties specifying under which national law the
inventorship of an invention as defined in a British Patent Application or a British
Patent would in my opinion probably not be legally binding, and would be
overridden by British Law based on the principle of territoriality.

FRANCE:

When an agreement is concluded between the parties, it is under a written form and

it is highly preferable to specify which law is to be applied.

When such a law is stipulated in the agreement, then the French judges will render

that judgment according to this law.

15 Question I-15: Cases where two or more persons in different
countries had accessed an online forum and completed a
computer program-related invention, etc. and received a patent

GERMANY:

We are am not aware of any decisions of this kind.

UNITED KINGDOM:

We are not aware of any decisions of this kind. It is noted that Section 1(c) PA
states that programmes for a computer are not patentable as such in the United
Kingdom.
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FRANCE:
We are not aware of such cases.
16 Question I-16: Cases where two or more persons in different

countries who had accessed an online forum and completed a
computer program-related invention, etc. and disputed over the
recognition of the joint inventors

GERMANY:

We are not aware of any decisions of this kind.

UNITED KINGDOM:

We are not aware of any decisions of this kind. It is noted that Section 1(c) PA
states that programmes for a computer are not patentable as such in the United
Kingdom.

FRANCE:

We are not aware of such cases.

17 Question I-17: Important matters related to questions I-1
through I-16

GERMANY:

We are not aware of any such matters.
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UNITED KINGDOM:

Not applicable.

FRANCE:

17.1  An important matter

Under the French law relating to the inventor the French Patent Office does not
check whether the cited inventor is the true one and not citing the true inventor(s)
are not grounds of nullity of a patent either pronounced by the French Patent Office

or by a French Court.

But the issue of the inventor is of importance for determining the ownership of the

patent.

Furthermore, in France there are very specific rules dealing with the ownership of a

patent covering an invention made by a salaried person.
17.2 Important Case Law

In Re GIAT IndustriessMANOIR INDUSTRIES, which is a recent Case Law in
France, the Company MANOIR INDUSTRIES contacted the Company GIAT
Industries in order that the Company GIAT Industries gives it an estimate of the
price at which the Company GIAT Industries would sell to the Company MANOIR
INDUSTRIES a tube having a circular internal surface with a profile of a star along
all its length. For this aim, the Company MANOIR INDUSTRIES annexed a
drawing with very precise dimensions for the product and very precise indication
about the material from which the tube was to be made.

For manufacturing that tube, the Company GIAT Industries carried out a search for

finding a process and a device for carrying out that process for obtaining that
product.
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The Company MANOIR INDUSTRIES transmitted the elements of the process,
device and product to its US subsidiary. This latter filed a patent in its own name
and cited as inventors the French employees of the French Company MANOIR
INDUSTRIES who defined the material from which the tube had to be made as

well as the specific dimensions, shape of star, etc.

The Company GIAT Industries introduced entitlement proceedings for obtaining
the ownership of the US patent filed by MANOIR INDUSTRIES. Furthermore, the
employee of GIAT Industries who carried out the search (giving instructions to
other employees of GIAT Industries) requested that he be cited as inventor in the
US patent.

In that case, the judges examined the patent and noted that claims 1-7 related to the
product and that claims 8-12 related to the process for obtaining that product and
that the other claims protected the device for carrying out said process of

manufacture.

The Company GIAT Industries recognized that the Company MANOIR
INDUSTRIES defined the product to be manufactured but they argued that the
process and the device are inventions belonging to GIAT Industries. The Company
MANOIR INDUSTRIES argued that the process and the device are wholly
contained in the product they have defined, but this argumentation was rejected by
the judges because in the absence of the process, the product would not have been
industrially manufactured, because the technical means for obtaining that product
were not defined by the product.

Thus, the French judges examined what the invention was.

Then, the French judges examined whether the results of the search carried out by
GIAT Industries, i.e. the process and the device claimed in the US patent of the
Company MANOIR INDUSTRIES, were indeed the ownership of the Company
MANOIR INDUSTRIES.

The French judges examined the different contracts binding the Company
MANOIR INDUSTRIES and the Company GIAT Industries in this case and
concluded that the Company MANOIR INDUSTRIES only requested that an
estimate of costs of final product be established in order to enable them to conclude
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a purchase contract with the Company GIAT Industries and that in no case the
search carried out by GIAT Industries were paid by the Company MANOIR
INDUSTRIES.

From all these elements, the French judges ruled that the right to the patent
belonged to the Company GIAT Industries and that the inventor to be cited in that
patent is the employee of GIAT Industries and that the previously cited inventors,
the employees of the Company MANOIR INDUSTRIES, having defined precisely
the material and the shape and dimensions of the product be deleted.

This Case Law shows that the inventor is the person or the persons having made
search for finding and who found the technical means for solving the technical
problem and not those having defined the problem itself or having merely executed
instructions or used his know-how.

This Case Law also shows that joint inventors are those who both participated to
the finding of the technical means even if they are employees of different
companies.

Indeed, in the present case, our doctrine is of the opinion that because claims 1-7
related to the product which is defined in the claims as the employees of the
Company MANOIR INDUSTRY did it, the Company MANOIR INDUSTRY
should have been recognized as a co-owner of the patent, and the employees of the
Company MANOIR INDUSTRY should have been joint-inventors. But the
Company MANOIR INDUSTRY did not request that.

Thus, we believe that this Case Law illustrates the concept of invention, (joint)
inventions and (co)ownership of a patent and also that for the recognition of
ownership and inventorship, our judges apply the French Law even when the
contested patent is a US patent, because the ownership was claimed by a French
company.
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18 Question II-1: Cases where the Court referred to how to
recognize the place of an invention made by two or more
researchers in different countries

GERMANY:

In the German legal system relating to patents, the place of the invention does not
seem to be of relevance. This seems to apply even to inventions made by employed
inventors. In such cases, the legal relationship between employer and employee
appears to be determined by the law governing the employment contract. For
instance, if an invention is made by an inventor outside the territory of Germany,
but in the course of an employment that is subject to German law, the German
Employed Inventors Act (ArbErfGG) will be applicable.

In certain cases international private law is applicable and the parties may choose
the applicable substantive law. This freedom to choose the applicable law is,
however, limited by Art. 30 EGBGB, according to which a choice of the
substantive law must not deprive the employee of legal protection that he or she
would otherwise enjoy in view of the circumstances of the employment. For
instance, if the employee’s usual place of work is Germany he may not be deprived
of the protection provided by mandatory legislative provisions in favour of
employees in Germany by the choice of a foreign law as the applicable law for the
employment contract. This applies, in particular, to the mandatory rules of the
German Employed Inventors Act (ArbErfG).

Accordingly, if an employed researcher whose employment contract is either
governed by German law or whose employment contract is in principal governed
by a foreign law, but his or her usual place of work is inside Germany, makes an
invention or contributes to an invention made together with further researchers in
different countries, for this employee the German Employed Inventors Act will be
applicable, irrespective of the place where the invention or the employee’s
contribution has been made, and also irrespective if there are further researchers

who have contributed to the invention in other countries.
We are not aware of any decisions where the place of the invention was of

particular importance for deciding the underlying legal dispute and where the court

thus had to determine the place where an invention was made.
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UNITED KINGDOM:

In the British legal system relating to patents, the place of the invention does not

seem to be of relevance. I am not aware of any decisions dealing with this issue.

FRANCE:

We are not aware of such cases.

19 Question II-2

19.1  Provisions that require each inventor to file the earliest application in
the home country

GERMANY:

There are no provisions specifying that the earliest application must be filed in
Germany. This is true also in view of §13 and §14 Employed Inventors Act
(ArbErfG). According to §13 ArbErfG, the employer has an obligation to file a
patent application in Germany without delay (unless some specified exceptions are
applicable). §14 ArbErfG stipulates that the employer can decide whether to file
foreign patent applications or to allow the employee to do so. The law does not
stipulate that such foreign filings must be made later than the German filing. The
filing of a European patent application or a PCT patent application would be in
agreement with both §13 and §14 ArbErfG.

However, if an invention constitutes a state secret pursuant to §93 German criminal
act (StGB), the filing of a patent application abroad constitutes a criminal offence
unless applicant first applies for a foreign filing permission with the Ministry of
Defence and consent to foreign filing is given in writing (§52(1) and (2) PatG).
State secrets in the meaning of §93 StGB are all facts, objects or knowledge which
are only accessible to a limited category of persons and must be kept secret from
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foreign powers in order to avert a danger of serious prejudice to the external
security of the Federal Republic of Germany.
The “limited category of persons” in this context must at least partly consist of

persons who reside in Germany.

It is possible to file European patent applications that may constitute a state secret
pursuant to §93 StGB. In this case, applicant must file the application with the
GPTO together with an annex indicating that the application may contain a state
secret (Art. II, §4(2) German Act on International Patent Conventions (IntPatUG)).
The patent application is then examined by the GPTO for the presence or absence
of a state secret. If there is no state secret, the application is forwarded to the EPO.
Otherwise, it stays with the GPTO and will not be published. This regulation is in
agreement with Art. 75(2) EPC and Art. 77 EPC, permitting the EP member states
to provide for special procedures in cases of inventions that should not be
published in the interest of national security. Non-publication of such applications
is furthermore in agreement with Art. 73 TRIPs.

As regards the PCT system of filing patent applications, Art. III, §2 IntPatUG is
pertinent. According to this regulation, the GPTO must examine for all PCT
applications filed with the GPTO as the receiving office, whether or not they
contain a state secret. If this is the case, they will automatically be converted into a
national German patent application, which is not published. Already paid PCT fees
are then refunded.

Patent applications containing a state secret that are filed via the PCT system with
another receiving office will be treated like national filings abroad and may thus
result in criminal charges as explained under Item 20.1 below.

UNITED KINGDOM:

Section 23(1) PA states: “No person resident in the United Kingdom shall, without
written authority granted by the comptroller, file or cause to be filed outside the
United Kingdom an application for a patent for an invention if subSection (1A)
below applies to that application unless (a) an application for a patent for the same
invention has been filed in the Patent Office not less than 6 weeks before the
application outside the United Kingdom.”
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Section 23(1A) PA states: “Sub-Section 1 applies to an application if

(a) the application contains information which relates to military
technology or for any other reason publication of the information might

be prejudicial to national security, or

(b) the application contains information the publication of which might be
prejudicial to the safety of the public.”

Thus, if the inventor is resident in the United Kingdom, he must file the earliest
application in the United Kingdom if the technology is in one of the fields recited
in Section (1A) of Section 23, unless written authority has been granted by the
comptroller to allow the application to be filed abroad before filing in the UK.

Because Section 23 PA is applicable only to residents of the United Kingdom, a
problem can arise where there are multiple applicants and these are residents of
different countries. Specifically, the problem might arise that some of the countries
in which one or more applicants are resident might have similar provisions to
Section 23 PA which would cause conflict between Section 23 and the
corresponding laws of the other state(s).

An example of a situation where there may be a problem is where two co-
applicants for a patent for a military-related invention are respectively resident in
the UK and in the USA. The UK applicant faces harsh punishment in Britain if he
causes the first application to be filed in the US without prior clearance;
meanwhile, there is a risk of invalidity of the US patent if the application is not
filed there first. The solution to the problem is, where possible to obtain a foreign
filing licence from all but one of the states. In this case, options available would be
(1) to obtain a foreign filing licence from the British Patent office and file in the
US; and (ii) to obtain a foreign filing licence from the USPTO and file in the UK.
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FRANCE:

The legal texts are the following:

- Article L.614-2 of the Intellectual Property Code, second paragraph,
provides that an (European) application must be filed with the National
Institute of Industrial Property, when the applicant has his place of
residence or its headquarters in France and does not claim the priority of

a prior filing in France.

Therefore, when the applicant has his place of residence or its headquarters in
France, then he may file as a first filing an European patent application but this

European patent application must be filed in France.

- Article L.614-18 provides that "the International application for the
protection of an invention filed by natural or moral persons having their
place of residence or their headquarters in France must be filed with the
National Institute of Industrial Property when the priority of a prior filing
in France in not claimed".

Therefore a first filing may be applied for in France via a PCT application but that
PCT application must be filed in France when the applicant has his place of
residence or his headquarters in France.

The obligation of the first filing in France when the applicant has his place of
residence or its headquarters in France applies mutatis mutandis to a first filing via
a French patent application although there is no specific provision in our
Intellectual Property Code stating that when the applicant has his residence or its
headquarters in France, the first filing must be filed with the National Institute of
Industrial Property.

Thus, the Intellectual Property Code refers to the place of residence or headquarters
of the applicant.
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Furthermore, it will be noted that the provisions of our Intellectual Property Code
requiring the filing of the first application in France do not depend on the field of

the invention.

But other provisions of the French laws also mean that a first filing of a patent must

be done in France.
Indeed:

1) Law n° 80 538 of July 16, 1980 forbids the communication of
documents and information of economical, commercial, financial or
technical character by a French citizen or a person having its usual place of
business in France to foreign authorities or to natural or moral persons
when such a communication may prejudice economical interest or the

public order in France.

2) Our New Penal Code in its Title I, article 410.1 regulates the "prejudices
to the fundamental interest of the Nation" and defines the fundamental
interest in a very broad manner as being notably "the essential elements of
the scientific and economic potential of France" and refers to the above
Law of July 16, 1980.

19.2  Difference, if any, in the applicability of the provision that requires
filing of the earliest application in the home country depending on
whether the invention belongs to a special technical field

GERMANY:

The only decisive criterion is, whether the invention at issue constitutes a state
secret or not. The term state secret is defined in §93 StGB (German criminal act),
and it pertains to all information and knowledge as defined in the preceding

section.

A state secret can relate, for instance, to weapon technology, cryptography, and
nuclear power plant technology.
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UNITED KINGDOM:

As explained above, the UK Patents Act requires filing of the first application in
the UK only in respect of applications which contain information relating to
military technology, or which publication may be prejudicial to national security or

prejudicial to the safety of the public.

According to Section 22 PA, when an application is filed with the British Patent
Office which contains information which is prejudicial to national security or
safety of the public, the comptroller may prohibit or restrict the publication of that
information or its communication. Consequently, any cases in which an invention
was considered to relate to information prejudicial to national security or public
safety, the subject-matter of that invention would presumably never be published.
Accordingly, no information can be provided in terms of examples as to inventions

belonging to these special technical fields.

Legal commentators have noted that the references to “military technology” and
“information which might be prejudicial to national security or safety of the public”
are potentially far reaching because the terms used are vague and somewhat
subjective. This is in particular the case in connection with the public safety clause.
It is though understood that the term “public safety” is not intended to cover
inventions which merely could be dangerous if misused and, while no specific
examples have been given, it is understood that the term is likely only to be applied
to an invention or information presented in a patent application in a manner which
the general public would immediately understand as constituting a threat to their
safety and security.

FRANCE:

No difference.
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19.3  Example cases where an invention was considered to belong to such a
special technical field

GERMANY:

For such decisions — if they are published at all — it is usually not possibly to

identify the invention involved. There are, however, few exceptions:

The court, in the decision BPatG GRUR 1979, 230, denied the presence of a state
secret in a case where the invention pertained to the stabilization of rapidly rotating
objects. It was found that, whilst the teaching at issue might be used for gas
centrifuges and therefore possibly for the enrichment of uranium, it did not
constitute a state secret because the underlying problem had at that time been
solved already by the state of the art.

FSC “Kernenergie”, GRUR 1972, 142 relates to a case wherein inventions

pertaining to nuclear power generation were identified as a state secret.

UNITED KINGDOM:
Not applicable.

FRANCE:

There is no example available.

19.4  Does the applicability of the provision that requires the filing of the
earliest application in the home country differ depending on whether
the invention in question embodies a single-purpose defence
technology or a dual-purpose defence technology?

GERMANY:

Not applicable, see above.
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UNITED KINGDOM:

The question of what to do with dual-purpose technology, and whether the
requirements of Section 23 PA apply to such technology is an open one. This is
because the term “information which might be prejudicial to national security or
safety of the public” is open-ended. In view of the language used, it can by no
means be ruled out that dual-purpose technology could be encompassed by Section
23 PA. Therefore, in practice, the safest procedure would be to obtain a foreign
filing licence both for single-purpose and multi-purpose technology where one of
the purposes is one mentioned in Section 23 PA, in order to avoid the consequences
of non-compliance with this Section of the law.

Another practical approach to obtaining patents for such dual-purpose technology
is to downplay possible military uses of the invention in question, and to instead
focus on the civilian uses. This is because Section 22 PA allows the Patent Office

to withhold from publication information in the fields of military technology, and
by careful choice of wording such restrictions can perhaps be avoided.

FRANCE:

No difference.

20 Question II-3

20.1  Punitive clauses applicable to any person who has filed a patent
application in any country other than the home country

GERMANY:

§52(2) PatG stipulates that persons intentionally contravening the obligations under

§52(1) PatG (obligation to apply for a foreign filing permission ) may be punished
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with a monetary fine or imprisonment of up to five years. The applicant is only
punishable on the basis of §52 PatG if the offence is at least partly committed
"within the territory of the Federal Republic of Germany" (c¢f. §3 StGB). This
requires that the applicant must be a resident of Germany or visiting Germany and
file or contribute in the filing of the application from the territory of Germany in a
way that he would be deemed a (co-) perpetrator.

The same is true if an application for a European patent is filed, but not in
accordance with Art. II, §4(2) IntPatUG. Again, a monetary fine or imprisonment
of up to five years may be imposed on the applicant (Art. II, §14 IntPatUG).

In addition, further criminal law regulations may be violated:

§94 StGB  , Landesverrat™ (Treason)

§95 StGB  ,,Offenbarung von Staatsgeheimnissen* (Disclosure of State
Secrets)

§97 StGB  ,,Preisgabe von Staatsgeheimnissen® (Revelation of State
Secrets)

§353b StGB ,,Verletzung von Dienstgeheimnissen oder besonderer
Geheimhaltungspflichten* (Violation of Official Secrecy and of
a Special Duty of Secrecy)

UNITED KINGDOM:

According to Section 23(3) PA, a person who fails to comply with Section 23(1)
PA may be punished with a fine and/or a prison term. The fine may not exceed £

1,000 and the prison term may not exceed two years.

There are consequences as regards the validity of a corresponding UK application

or patent.
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FRANCE:

Article L.612-9 provides that inventions which are the subject matter of a French
patent application may be not be freely divulged or exploited as long as an

authorization has not been granted.

Article L.614-4 provides the same prohibition in connection with European patent

applications, and

Article L.614-20 provides the same prohibition in connection with PCT

applications.

The authorization of divulgation and exploitation referred to in the above articles is
granted by the Ministry in charge of the Industrial Property, after an advice of the
Ministry of Defence.

The punitive clauses are stated in article L.615-13 which provides:

"Without prejudice of the heavier penalties provided for with regard to violation of
State security, any person who in knowledge violate any of the prohibition laid
down in article L.612-9 (not divulging or exploiting an invention which is a subject
matter of a French patent application without having obtained the authorization to
do so) shall be liable of a fine of 4500 €. Where the violation has prejudiced
National Defence, a five-year term of imprisonment may be sentenced".

Article L.615-15 stipulates the same provisions but for European patent

applications, and Article L.615-16 provides the same provisions but for PCT
applications.
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20.2  Measures which allow an inventor to evade the provision which
requires the filing of the earliest application in the home country

GERMANY:

Applicant can apply for a permission under §52 PatG for filing patent applications
abroad, as explained in Section 19.1 above.

UNITED KINGDOM:

The person intending to file an application can, as provided by Section 23(1) PA,
obtain clearance to file a first application abroad; such licenses can be obtained
relatively easily and at short notice provided that the Patent Office agrees that the
subject-matter of the invention is in fact not relating to military technology,
prejudicial to national security or prejudicial to the safety of the public.

FRANCE:

It is possible to request, from the National Defence, an advice according to which
the invention will not be retained by the National Defence.

The request must be accompanied with the text, in French, of the application which
is contemplated to be filed.

But please note that this authorization is not an authorization of divulgation and
exploitation in the meaning of article L.612-4 of the Intellectual Property Code and
even less an authorization to file the application out of France because the
authorization is given by the National Defence, only, and not by the Ministry in
charge of Industrial Property. Furthermore, this authorization does not authorize to
file the first application in another country: it only indicates that the French

National Defence is not interested in retaining the invention secrete.
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20.3  Remedial measures that allow a person who filed the earliest patent
application in a country other than the home country to evade

punitive clauses

GERMANY:

We are not aware of any such remedial provisions.

UNITED KINGDOM:

The punitive clauses apply only when the person responsible for the filing abroad
knows, or ought to have known, that doing so was prohibited. Thus an honestly
held view that filing abroad was reasonable will be an adequate defence, provided
there is no reason why the person in question should have known better. This might
e.g. be applicable for a multi-purpose invention where a military use had not been
recognised by the persons involved in filing the relevant application abroad without
a foreign filing licence.

FRANCE:

Unfortunately, such remedial measures do not exist, to our knowledge.

21 Question II-4: Judgments, etc. in which the place of an
international joint invention was determined based on a law of a
foreign country

GERMANY:

We are not aware of any decisions of this kind.
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UNITED KINDOM:

We are not aware of any decisions of this kind.

FRANCE:

We are not aware of such judgements rendered by French Courts.

22 Question II-5

22.1  Cases where two or more persons in different countries who had
accessed an online forum and completed a computer-program related
invention, etc. and disputed over the recognition of the place of

invention

GERMANY:

We are not aware of any decisions of this kind.

UNITED KINGDOM:

We are not aware of any decisions of this kind.

FRANCE:

We are not aware of such cases.
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22.2 Papers, theories, etc. that refer to the above-mentioned issue

GERMANY:

G. Westkamp “Research Agreements and Joint Ownership of Intellectual Property
Rights in Private International Law”, IIC 2006, 637.

UNITED KINGDOM:

We are not aware of any papers that deal with this specific issue.

FRANCE:

Although articles L.614-2 and L.614-8 of our Intellectual Property Code seems to
lay down as a principle a first filing of an application in France, only when the
applicant, who may be different from the inventor, has his place of residence or his
headquarters in France, it should be kept in mind that:

1) according to article L-611-6 of that Code, the right to the patent belongs
to the inventor so that, when the inventor or one of the inventors has his
place of residence in France and assigns the right to the patent to an
applicant having his place of residence or headquarters out of France, we
are of the opinion the first filing should be done in France,

2) because Law n° 80 538 of July 16, 1980 forbids the communication of
documents and information of economical, financial or technical
character by a French citizen (i.e. an inventor having the French
nationality even if his place of residence is out of France) or a person
having its usual place of residence in France (an inventor not having
the French nationality but his place of business in France) to foreign
authorities or natural or moral persons when such a communication
may prejudice economical interest or the public order in France, we are
of the opinion that the first filing of the application should be made in
France when the inventor has the French nationality or his place of
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business in France or when the invention was made, at least in part, in
France

But to file the first application in a country other than the place of residence or the
place of the headquarters of the applicant is not a cause of nullity of the patent but

is liable of a fine or jail.

23 Question II-6: Other important matters related to questions I1-1
through II-5

GERMANY:

We are not aware of any such matters.

UNITED KINGDOM:

Not applicable.

FRANCE:

See 22.2.

Brussels, 6 December 2007
Wilko van Weert
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